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Court of Appeals of the District of Columbia 

_I 

I 

No. 4757. i 

i 

Thk UxiTKi) Statks ok Amkioca c‘x Kel. William L. Symons, 

Ai)i)ollaiit, I 

i 

vs. i 

Thomas H. KoiiHirrsoN, Commissioner of J^atents. 


a Siii)reme Court of the District of Columbia. 

i 

At Law. I 

\ 

Xo. 72G06. 1 

i 

» 

I 

Thk Unitko Status of .Amkiuoa i‘X Kel. William! L. Symons, 

Petitioner, I 

I 

vs j 

Thomas H. Hohkktsox, Commissioner of Ifatents, 

Respondent. j 

I 

I 

I’N iTKi) States of Ameihca, | 

District of Coiniiihia, ss: I 

Be it nmiemliei'ed, That in tlie Supreme C0urt of the 
Distri(‘t of Colum])ia, at tli(‘ City of Washin. 2 :lon, in said 
District, at tlie tim(‘s hei‘(‘inaft(‘r mentioned, thie followinii: 
j)apers wiu’e tiled and pr()c(‘edin,u's had, in the abpve-entitled 
cause, to wit: | 

j 

I 

1 petition for Mauflnnuis. \ 

i 

Filed Jan. 28, 1927. j 

In the Suiireme Coui't of the District of Columbia. 

A t Law. j 

Xo. 72606. ! 

The United States of Ameukw ex Rel. William L. Symons, 

vs. j 

Thomas F. Kof,ei;tson, Commissioner of Patents. 

I 

To th(' Su])reme Court of tlie District of Columbia: 

Your petitioner, William L. Symons, as the dbly author¬ 
ized attorn(‘y for B. F. Tra])])ey & Sons, a firm located and 
doing-busin(*ss in .Jeanerette, Louisiana, respectfiilly shows: 
1—4757a 
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U. S. OF A. EX REL. WILLIAM L. SYMONS VS. 


1. That oil Xovemlior 2.3, 1926, the Commissioner of Pat¬ 
ents ])iil)lis]ie<l ill the Offieial Gazette of the ITiited States 
Patent Volume .‘>62, Xo. 4, |)ae:e 822, a notice of ap- 

])li(‘ation hv McIIheiiny Company, Xo. 2.‘>7,972 for reiristra- 
tion as a technical trade mark of the mark ‘‘Tabasco’’ as 
a])))Ii(‘d to pc‘pper sauce under the technical ])rovisions of 
tii(‘ tradi‘ mark act of F'ebruary 20, 1906 (c 692, .‘>‘> stat. 
724). Said ])ublication was with the statement: 

“ .•\])plicant is tin* owner of r(‘.iristration Xo. 61,0.‘16 reiris- 
1(*r(Ml .\pril .‘>, 1!)(»6, canceled March 26, 1910 and su(*h (‘an- 
('(‘llation iield void and set aside under section 4916, K(‘vised 
Statute's, by (h'cree of the Tbiited States District (’ourt for 
the* Past(‘ 1*11 District of TA)uisiana, X^ew Orleans Division, 
in Ivpiity Xo. 16,861, .Mcllhenny (’ompany v. Xew Iberia 
Pxtraet of 'fabaseo Peppeu* (k>.. Ltd." 

A eo])y of said decn'c in hhiuity Xo. 16,861 is hereto at- 
taclu'd and identified as “Exhibit A." 

2 2. That c(‘rtificat(‘ of re^^istration Xo. 610.35 is a 

(‘(‘rtificate of re.u'ist rat ion under the proviso of Sec¬ 
tion 6 of the .\et of February 26, 1906, usually ideuititie'd as 
the' te'u-ye'ar proviso. AttacluMl here*te) is a ce)py of saiel 
e-ei'tifieate iele*ntitic'd as “Exhibit B.’’ 

.‘1. 3'hat the' (Commissioner of Patents ])ro])ose‘s to re'iris- 
te'r as a tee*hnie*al trade mark the worel “'Fabasce)" as a]>- 
plie'el te> pe'ppe*r saiu'e and not to reiiister saiel mark uneh'r 
the* te'ii-ye'ar provise) as reejuire'e! by the' eh'cree' e)f the' (\)urt 
in Eijuity Xe). 16861 which proposed action will not carry 
out tile' de'cree' in Eepiity Xe). 16861 anel will injuiv B. F. 
'rra])}>e'y eS: Sons. 

4. ddiat B. F. Trap])ey & Sons are now usiipu* the word 
“Taliasco" on a label for pe])per sauce manufactureel by 
tlu'm, in the fe)rm “^laele of Tabasco Peppers” and that 
tlu'y are entitled to use saiel word in accordance* with the 
elee-ision of the ('’ircuit Court of Atipeals of the Fifth (^ircuit 
in Trappey et al. vs. Mcllhenny Companv, 281 Fed. 23; 
311 0.0.483. 

6. That within thirty days after the date e)f the ]>ublica- 
tie)n in the Offie-ial Gazette of the United States Patent 
(6fiiee of application Xo. 2.37,972 of ^rdlhenny (^om])any, 
to register the mark “Tabasco," your petitioner, as the 
duly authorized attorney for B. F. Trappey 8: Sons, filed 
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THOMAS E. ROBERTSO:^, COM. OF PATENTS 

» 

I 

ol\joc*tions to the grant of a certificate to Mclllienny Com¬ 
pany based sid)stantially on the ground that Bi F. Trappey 
♦Jc Sons are entitled to use the word ‘‘Tabascoi” in connec¬ 
tion witli ))epper sauce and that the Commissiloner of Pat¬ 
ents was not ]u*()ceeding* to carry out the decree in Equity 
Xo. Ib.S')!, said objections liaving beeii filed in ac- 
3 coi'dance with Sections 6 and 7 of the 'Act of Feb- 
riiai*y 20, IflOo, which provide as followsi 

I 

“See. (). That on the filing of an a])plication for registra¬ 
tion of a trade mark which complies with the requirements 
of this act, and the ])ayment of the fees herein ]|)rovided for, 
the Commissioner of Patents shall cause an 'examination 

I 

thereof to be made: and if on such examinafion it shall 
ai)])ear that the a])j)lieant is entitled to have his trade mark 
r(‘gistei’(‘d under the ])rovisions of this act, the commis¬ 
sioner shall cause th(‘ mark to be published id least once 
in the Cjhcial Gazette of the Patent Office. \Anif person 
n'ho h('Ii<'res he n'onJd he dawaged hg the regisfration of a 
)narl' wag oppose the same hg filing notice of oppositioii, 
stating th(‘ fjroioids thereof, in the Patent Office n'ithin 
thirtg dags after the puhlieation of the }narJx SongJit to he. 
rc()ist('rcd, irhirh said notice of opposition shall he verified, 
hg the person filing the same before one of the officers men¬ 
tioned in section tfco of this act. An r/ppositiotf mag he 
filed hg a dnlg anfhori.zed attorneg, hut su(‘Jt opposition shall 
he null and void unless rerified hg the oppo:ffir u'ithin a 
r<'(ison(fhlc time after such filing. If no notice of opposition 
is filed within said time, the commissioner shall issue a 
cei-tificate of registration therefor, as hereinafter ])rovided 
for. If on examination an application is refused, the com¬ 
missioner shall notify the applicant, giving him!his reasons 
therefor. I 

Sec. 7. That in all cases where notice of opjiosition has 
been lil(‘d the Commissioner of Patinits shall notify the ap- 
]>lieant th(‘reof and the grounds therefor. j 

Wli(*nev(‘r ap])lication is mad(‘ for the registration of a 
trademark which is substantially identical with a trade 
mai-k .a])pro])riated to goods of the same descriptive pro])- 
ei*ti(‘s, for which a certificate of registration hals been pre¬ 
viously issued to another, or for registration of winch 
anotlun* has previously made application, or which so nearly 
resembles such trade mark, or a known trade ihark owned 
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and used by aiiotlior, as, in tlio oiniiion of the commissioner, 
to be likely to lx* mistaken tber(‘for by the ])ublic, he may 
declare that an intcrfio’ciicc (.‘xists as to snch trade mark, 
and nt ercrji (’asc of ’nitorfcroiioe or oppositum to n'pisfra¬ 
tion Jir shall dirort the cxandnicr in cJfarpc of inti'rforoicrs 
to (totrrniinv tlto cptcstinn of thr ripht of r('pistration 
4 to snch trade mart:, and of the snf)i('icncp of otfjcc- 
ti(Ois to rrpistrati(/)i, in snch nia)i)icr and upon snch 
)ttdi(‘c to tJuisc interested as the commissioner map hp rules 
preserihe. 

The coinmissioiKO' may refuse to resrister the mark 
airainst tlu* reii'istration of which objection is tiled, or may 
refuse to reirister l)oth of two interfei'ini** marks, or may 
rei^ister the mark, as a trade mai'k, for tlie |)(‘rson tii*st to 
.ado])t and us(‘ the mark, if oth(‘rwise (‘lit it led to rei»'ist(‘r the 
same, unless an ai>peal is tak(‘n, as he]*einaft(‘r ])rovid(‘d 
for, from his decision, by a party interested in the proceed- 
in.<r, within snch time (not less than twenty days) as the 

Commissioner may prescrilxL (Pertin(‘nt parts under¬ 
scored.) 

A copy of the objections til(‘d with the Commissioin*!* of 
Patents is h(‘reto attaclu'd and identified as “Kxhibit 

(). That yonr p(‘tition(‘r at tin* time lu‘ fil(‘d obj(‘(*tions as 
atto]'m‘y for 1>. F. 'rrapp(‘y cV: Sons, paid tlu* statutory fee 
retjuired on tilinir opposition to r(*.uist rat ion of a ])ublished 
trade mark {S(‘('tion 14, Act of F(‘i)ruary 20, lOO.")). 

7. That I>. F. 'ri\*i])p(‘y cV: Sons are r(‘ady to verify the ob- 
j(‘ctions fih‘d by tlu'ir duly anthoriz(*d attonu*y as rcxjiiired 
by S(‘ction (5 of the Act of F(‘brnary 20, lOOb but that the 
r(*fusal of the Commissiom*!* of ])at(*nts to take any action 
on said ])rotest duly til(‘d piu*V(*nts tlu*ni from taking- tlu* ac¬ 
tion r(*(iuire<I by S(*ction 0 of said Act. 

8. That on T)(*c(mib(*r 2t), 1020 the Commissioner of Ihit- 
(‘iits refustxl to tak(* any action on the ])rotest tiled i^iviiii** 
tlu* obj(*ctions ayainst tlu* m-i'ant of a ccrtitical(* of i-(*i;Mstra¬ 
tion and r(*fnsed to act on said protest. A co])y of the action 
of tlu* Commissioner of Pat(*nts is attac'hed hei‘(*to and 
identifi(‘d as ‘‘Fxhibit D”. 

9. That Petitioner filed a rcxpiest for reconsideration of 
the refusal to take any action on his protest and objections 
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O 


to llu‘ :Lj,raiil of a oorlifuT 'of ration. Aittaclied lioroto 

and identified as ‘‘Exhibit E'’ is a co})y of said request for 
rec'onsideration. ; 

o 10. On January la, 1027, the Oornmissioner of 

IhitcMits r(*fused to reconsider his rejfusal to take 
action on tlie o])jections to I'eg'ist rat ion fiUujI by the Peti¬ 
tioner. A co])y of t]i(‘ roinmissioner's refusal to recon- 
si(l(‘]’ is InnuUo attach(*d and identifu‘d as “ Exhibit E," 

11. That it is tlie ])ractice of thi‘ Patent Ofiice to accej)t 
a protest statine: the ohj(‘ctions to rei^istration'!as an opposi¬ 
tion wlien acom])ani(‘d l)y the iXMjnired f(‘e andidid so acce])t 
a ])rotest in the case of .M(dllH‘nny (\)in])anyj vs. Ti‘api)ey, 
Xo. 1440 Court of A])))eals of tlie District of rolumhia, de- 
cid(‘(l January J, 1022, ol Ap]). D. C. 216; 207 (). 0. 800. 

12. Tliat the duty of the (kmiinissioner df Patents to 
consider tlie objections to recast rat ion of a tirade mark is 
j)nrely ministerial and obligatory under tliej statute and 
that the ('Commissioner of Patents has made no rulin.i>' ad- 
V(‘i‘se to the Petitioiuu* on any ])oint callinii' for the exercis- 
in.i:’ of (lis('r(‘tion but has I’cfuscMl to carry out a (dear, plain 
ministerial duty in that h(‘ i’(*fnses to ac('(*pt and act on oh- 
j(‘ctions to th(‘ i*e^istI’ation of a trade mark. I 

IJ. That if tin* (CommissIoiKM' of Patents caiinot take anv 

I • 

action on objections to th(‘ resistI’ation of a])i)lication Xo. 
2.‘>7,J72 publislu‘d X"ovembi*r 22. 1J2(), tlu* ])ublication of said 
mark in tin* ()ni(*ial (la/ctte of tin* United States Patmit 
()nic(* was a vain and ns(‘l(*ss act. 1 

14. 'riiat yoni* Petitioner is advised that noji’i.uht of ap- 
j)(*al (*.\ists 1 rom tin* indnsal of t lu* (Comhiissionei* of 
Patents to tak(‘ any a(*tion on objeadions to la^uiisti*ation and 
havinii: (‘xhansted all imams in the Patmit Otlidc to obtain 
l(\iial i-i,n-hts has n(> oth(*r imams of obtainint»j said rii»hts 
save by a wiat of mandamus. i 

b AVh(‘refoi‘(‘you IhditiomM* prays that a|])(*i-emptory 

writ of mandamus b(‘ ,i*‘rant(‘(I by thisj Honorable 
(Coui-t commandini»- Thomas E. Pobertson, (C(immissioner 
of Pat(mts, to a('C(*pt and act upon the objectioins to rei»'is- 
tiaition duly tihal with him in accordance wit hi law ami to 
pay the costs of these ])roceedin,i;s. i 

And your Petitioner will ever pi-ay. I 

WILLIa:^[ L. SYMOXS. 
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V. S. OF A.’EX KEL. WILLIAM I.. SYMONS VS. 


('iTY OF ^Washington, 

District of ('otumhia ss: 

William L. Symons, bcinir duly sworn do])Oses and 
says that lu‘ has iHsad and siirncMl the foroi^oiiii^ petition 
and knows tin* contcmts thcrcM)!*: that the matters and tliiiii^s 
thei’ein stat(‘d of his own knowl(‘di;(* are true and that those 
stated to he on inf(U‘mation and Ixhiid* arc* helieved to he 
t rue. 

WILLIAM L. SVMOXS. 


Sworn and suhscrihcd to hc‘for(‘ me this 27th day of 
Januarv, 1!)27. 

d. L. XP]LL, 

sKAi.. 1 Sotarif Puhllcy D. C. 


“ LxHHUT A.” 

In L(juity. 

Xo. IhSol. 

M e 1 L H EX X V ( 'oM FAX Y 


vs. 


Xkw liuauA Lxtk’ac'I’ of 'rAUAseo Peffeu Co., Ltd. 


'riiis eaus(‘ eoiniiiu- on for linal iiearine: upon the verified 
hill of eomplaint, the* answer of the* Xew Iheria Lxtraet of 
Lahasco l\‘p])(‘r Comj>any Ltd., the jietition of interven¬ 
tion of I). F. 'rrappi‘y c‘t ah, the* motion of B. F. Lrappey 
c‘t ah, intc‘rvenors to dismiss the* hill herc‘in for lack of juris- 
dic'lion, and the* motion of jilaintiff to dismiss said ])etitiori 
of intc*rvc*ntion, and it aj>])c‘arin;U‘ to the Court that the man¬ 
date of the* Fnited State's Cireiiit Court of Atppeals, Fifth 
Circuit, has h(‘(*n re*turue*el and tile*d in this Court in the 
matter of Mellhenny Company vs. 1>. F. 'ri’apt)ey <S: Son 
e*t ah no. It),!!! of this Court, whie*h was ])e*ndini;’on ap})eal, 
wlu*n all furthe*!- ))roe*e*(*dinirs he‘re*in wc'ie stayed and sus- 
])e*nde*d hy orde*r e*nle*re*d h(*re*in on the* First day of Fe‘h- 
ruary lh22, and it ap])e*arinii‘ further that all of the issues 
])]‘e*se*nte*d in said ])e*tition of inte*rve*ntion between tlie in- 
te*rve*nors and plhintilT have he*en fully and finally con- 
side*re*el and dee*ieleel adverselv to the intervenors and in 
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i 

favor of plaintilT in said cause of McTlhenn;y Company 
vs. Tra])])ey et al., it is ordered adjudged an4 decreed as 
follows: I 

1. That this Court has jurisdiction of the subject matter 
of this cause and over the ])arties liereto. | 

2. That the petition of intei’vention filed herein by B. P. 
Trappey et al. be and the same hereby is dismij^sed. 

3. That the word “Tal)asco" when ado]:^ted by the 
plaintiff's predecessor K, Mcllli(‘nny's Son, a:|^ a])plied lo 
Pepper sauce of its manufacture, and as used by the ydain- 
tiff, and its ])re(U‘cessor, was, is and since thje year 18()8 
continuously has been, a valid trade mark ami is now the 
sole ])ro])ei*ty of th(‘ ])laintiff, and is n.ot mcjrely a geo- 
grai)hical name or term within the ineaning of Section 5 

of the Act of Congress of F(‘bi'uarv 20, 1905. 

8 4. That ])laintii'f was and is entitled jto have its 

said trade mark registered undei* the ])rovisions of 
the Act of ('ongress of F(‘bi-uai'y 20, 1905. | 

It is therefore ordered, adjudgcMl and decreed, that the 
order of th(‘ Cornmissiomu- of Patcoits of Maiih 20, 1910, 
canc(‘lling tlu* c(‘rtiti('a1e of r(*gistration of tlu'i trade mark 
“Tabas('o" Xo 510M5 (lat(*d April 2, 1900 to E. McTlhenny’s 
Son, was im];)rop(‘rly and im])i‘ovid(‘ntly made and was and 
is void, and such oi'der is h(M*eby rev(‘rs(Hl, canceled and 
set aside and the said registration is h(‘reby reinstated and 
decreed to be valid and subsisting. | 

August 10, 1920. i 

(Signed) PUFUS E. FOSTER, 

I Judge, 


\ 

i 

I 


I 
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“Exhibit 

Xo. 'r]-a(l(*-mark. Istored Apr. 3, 1906. E, 

.MoIIli(‘niiy's Son. P(‘])})er Sanoe. Application Filed 
June *22, lOOo. 

Tabasco. 

E. .M(‘Illi(‘niiy‘si Son, Pi-o])ri(‘loi\ l)y Iluiili A. Bayne, 

Attorney. 

(’ane(*le(l. 

Tnitod Stat(‘s Patent ()nice. 

F. .M(dlli(‘nn\fs Son, oi* .\vory Island, Louisiana. 

Trade-mark i'or Pepper-sauce. 

Xo. bLO'k"). Statonnait and Declaration. lL‘iristc‘rod 

April ;i, 1906. 

.\p]>lication Fib‘d June 22, 190”). S(‘rial Xo. 8,778. 

To all wliom it may concmai: 

T>(‘ it known that w(‘, F. Mcdllumny's Son, a firm domi(*iled 
at .\vm-y Island, Ilxola ]>arish. State of Louisiana, and com- 
pos(‘d of th(‘ followinii’nu‘mb(‘i‘s, Mai'y E. Avio’y Mclllienny, 
John Av(‘rv Mcdllumnv, Edwaixl Av(*i'v ^lellhennv, ^Marv 

Av(M-v MidlluMinv r)radrord, Rnfns MeTlh(‘nnv, Sarah Av(‘rv 

• * * • 

M(dllumny, an<l Paul Mcdllumny, citizens of the Ignited 
Statt‘s, hav(‘ ado])ted for onr use a trade-mark, (as succes¬ 
sors of the lat(‘ Edmund ^bdlhenny. who ado])ted the said 
trade-mark for his ns(‘,) of which the followini»’ is a descrip¬ 
tion. 

Onr trade-mark consists of the word “Tabasco.'* 

The trade-mark has binm continnonslv used in onr bnsi- 
ness and that of onr ])i-(‘d(‘('t‘Ssor, said Edmnnd .McTlhenny, 
since 1868. 

ddi(‘ class of merchandis(‘ to which the trade-mark is ap- 
])ropriated is foods and relislu^s, and the ])articnlar descri]>- 
tion of ii'oods com])rised in said (dass upon which said trade¬ 
mark is used is pepper-sance. 
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I 

The trade-mark is disi)layed on tlie bottles and packages 
contaiiiiiiir tlu^ goods by placing tlioroon a printed label 
on wliicli lli(‘ sanu‘ is sliov/n, also l)y stam])ing the same upon 
tile glass bottles (‘ontaining said goods, also by stamping the 
same n])on tinfoil attached to the nocks pf the bottles 

10 containing said goods. i 

E. MidLllEXXV’S ISON, 
IlvdOIlX A. McTlJTEXXY, 

• I 

A Mruihrr ofi the Firm. 
Drcld rat io}}. ; 


State of TjorisiAXA, ; 

FdrisJt of I he rid, ss; | 

.Tohn A. ?ircllhenny, being duly sworn, deposes and says 
that h(‘ is a numibei* of tin* fii-m, the applicant named in 
the fori'going statennnit : that In* b(‘li(‘ves said statement 
to bo tiTio; that he b(‘liev(‘s said firm of E. McTljienny’s Son 
to be the owinn- of th(‘ trad(‘-mark sought to be; registered; 
that no other person, firni, (*or])oration or association, to the 
b(*st of his knowledge and biPief, has the riglitjto use said 
mark (‘ither in the identical form or in any such near re- 

• I 

s(*mblan(*(‘ thei'cto as might be calculated to deceive: that 
said mark is nsinl by said firm iii (‘ommerce among the sev- 
(‘ral States of the Ignited States, and between! the United 
Stat(‘s and foreign nations, and pai*ticnlai*ly with England, 
Eram*(\ (bnanany, Italy, P>(‘lginm, Holland, ^Switzerland, 
India : and that th(‘ d(‘S(*i-iption, di’awing and s])eicimens pre- 
s(‘nt(‘(l Indy r(‘pres(‘nt 1h(‘ mark sought to b(‘ r(‘gjstered; and 
that th(‘ mark has Ixam in actual use as a trade-inark of the 
a])])li^*ants and of th(*ii- ])r(‘(l(‘cessor, Edmund i!McTlhenny, 
from whom they (hn'ived the ti-h‘, sinc(‘ 18d8, and; that, to the 
best of his knowliMlge and b(*lief, such use has heen exclu¬ 
sive. ■ 

JOHN A. McTLUEXXY. 

Subsci'ibed and sworn to liefore me this 19th day of Fob- 
rnarv, IftOfi. 

II. s.] P. L. IIENOUUET, 

Not. Pub. 
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11 ‘^Exhibit C.” 

In tlic United States Patent Office. 

B. F. Trappey & Sons 
vs. 

McTlhenny Company. 

Protest. 

Protest Afialnst Grant of Certificate of Registration, 

Now (*oines William L. Symons, as attorney for B. F. 
Traj)pey cV: Sons and i)rotests against the registration to 
McllluMiiiy Com])any of a])])lication No. 2‘)7,07‘2 lih*d S(‘|)- 
temhor MO, 1020 and ])u))lished in the Official (Jazette of the 
United States Pat(‘nt Office of Novemhei* 2M, 1020, Volnnie 
Mr)2, No. 4, page 822. 

The grounds of this protest are: 

1. That B. F. Trappey & Sons are now using the word 
"‘Tahaseo” on a label for Trap])ey's ])epper sauce in the 
form “.Made of Tabasco Pe])])ers." B. F. Trap])ey cV: Sons 
are entitled to use the word “Ta])asco” if not used in a 
certain way ]U'ohihited by the decision of the Circuit Court 
of A])p(‘als of the Fifth Circuit in the case of Tra])p(‘y i‘t al. 
vs. McIIlienny Company, 281 Fed. 2M, Mil O. G. 48M. 

MMie court in said case held: 

“The decree granting the injunction in this case is 
affirmed, so far as it enjoins the apiiellants from using the 
word ‘Tabasco' as ithe name of the sauce manufactured 
bv them, or in anv'manner to designate or describe said 
sauce, or from using the word ‘Tabasco' otherwise than 
to state that the sauce manufactured by appellants is made 
from Tabasco ])eppers, said statement to be made in such 
manner as clearly to distinguish tlie sauce made by appel¬ 
lants from that manufactured by appellee. 




In accordance with said decision, therefore, Mcllhenny Com¬ 
pany has no exclusive right to the use of the word “Ta¬ 
basco.” 

12 2. The decree in Eouitv No. Ki.Sol, Mcllhennv 

Company vs. New Iberia Extract of Tabasco Pepper 
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Company, Ltd. referred to in the Notice of publication of 
Application No. 237,972 of September 30,1926, as follows: 

“ll is therefore ordered, adjudged and decreed that the 
order of tlie Commissioner of Patents of Majrcli 26, 1910, 
cancelling the certiticate of registration of thej Trade Mark 
‘'rabaseo' No. 51035, dated April 3, 1906 to K.lMcllhenny’s 
Son, was improperly and ini]>rovidently reversed, cancelled 
and set aside and the said registration is hereby reinstated 
and decreed to be valid and subsisting.” i 

Pr<)f('sf is thrn’forc tnaflr that the Patent \Offire is not 
rarrifnifj out the said deeree. Said decree refeits si^ecifically 
to C'ertiticate of Legist ration No. 51035 and co|ncludes with 
the statement that “said registration is herebv reinstated 
and decreed to be valid and subsisting.” Said! registration 
was under the 10-year proviso of the Trade Mark Act and 
under the decree in Lcpiity No. 16,851, supra'^ the Patent 
Ofhee mav not validlv i-eiiistate anvceiliticateof I'cgistration 
or grant anv certiticate of registration to Mcllhennv (-oin- 
pany except a registration under the 10-year proviso of the 
Trade Mark Act of Febrnarv 20, 1905. i 

In order to save the rights of B. F. Trappey & Sons if 
said firm wishes to verify this ]>rotest, and if ai verification 
is considered necessarv, the statutorv fee is filed herewith. 

A copy of this protest has been mailed to Browne & 
Phelps, attorneys for McTlhenny Company. 


Attorneif for B. F. Trap})ey d: Soi/s. 

I 

Washington, I). C., December 23, 1926. i 
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M^lxUIBlT D.” 


Department of Commerce, IT. S. Patent Office, Washington. 

December 29, 1926. 

I ' 

I 

hi re Protest Mcdlhenny Company. Trade-mairk Applica- 

cation No. 237,972. I 

i 

The “Protest Against Grant of Certificate of Registra¬ 
tion” has been received. ! 

Obviously this Office can take no action on such protest 
in view of the Court decision referred to in such protest. 


I 
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The rc*mittaiu*(‘ encloscMl with the Protest will be re¬ 
turned ill diK* course of ofticial husiiiess. 

(8.) THOMAS H. KOBKKTSOX, 

Cotn niissionrr, 

Mr. AVilliam L. Symons, .McLac'hleii Buildiiii::, Washing¬ 
ton, D. (\ 

Messrs. Rogers and Rc*ed, Peoples Has Bldg., Cdiicago, 
111., and .M(‘ssrs. Browne lirowne, 2d National Bank 
Bldg., Washington, 1). O. 

14 “Exhibit E.” 

In the Ihiited States Patimt Office. 

B. F. Tkacphy Sons 
vs. 

.McliJIHNNV Oo.MPANY. 


Protest. 


Reqursf for licanisKh-ratum of Profosi. 

Reconsidei at ion is i-iMpu'sted of tin* protest against the 
grant to .Mellhenny (’oin])any of a c(‘rtilicate of r(‘gistra- 
tion of a t(‘chuical tra(h‘ mark on its a])plication Xo. 237,- 
972 filed S(‘ptemlHU‘ 30, 192() as distinguished from a regis¬ 
tration und(‘r th(‘ lO-yc^ar pi-oviso of the Trade .Mark Act 
of February 20, 1907). 

Uiuler date of Deciunlxu- 2!k 192() as attornev for B. F. 
Trapjiey ck Sons 1 was advised: 

“The ‘Pi'otest .Against (Irant of (ku'titicate of Registra¬ 
tion' has been r(‘ci‘ived. 

Ohvi(msly this Ollicc* can tak(‘ no action on such protest 
in view of tlu‘ Fourt (h‘cision ivferi-ed to in such ])rotest.“ 

As attoriu‘y foi* B. F. 'fra])p(‘y ck Sons 1 again ])oint out 
tliat Fertiticate of R(‘gistration Xo. 7)10:t7) which the Dis¬ 
trict Judg(‘ in E<|uity Xo. l(),sr)l, Mclllumny Foinpany vs. 
Xew llxu'ia Extract of Tabasco P(*])])ers, Ltd. ordered re¬ 
instated was a registration undcu- the 10-year ])roviso of 
the Trade Alark Act. The file wrapper of the registration 
shows that aiiplication was first made for registration of 
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the word Tabasco” a: a toc'liiiical trade mairk. The ay^- 
])licaiit acquiesced in the recjuirement that said application 
he presented as an application under the lO-Vear proviso 
of the Trade Mark Act. | 

IT) Mcllheiiiiy in K<inily Xo. Id,Sol asked to have re¬ 

stored the registration that had been Canc(*led. It 
did not ask to have a Certilicate of Registr^ition of the 
word “Tabasco" as a technical trade mark. ; It asked to 
be placed in the same })osition it was before jhe (’onrt of 
A])peals approved the cancellation of its ceirtificate X(.. 

51()3d. I 

It is most res])ectfully snlnnitted again tlia.l tin* Patent 
()ni('(‘ is not carrying out tli(‘ decree of the District Court. 
To carry out the decree of the Distridt Court it 


should restoi’e to Mclllumny Company, a certilicati* of 
registration of (‘xactlv the sanu* cliai’act(‘r as tlu* certiti- 
cate which was can(H‘k‘(l: that is to say, it should re(piire 
till* usual oath under the lO-yc'ai* ])roviso of tlK| trade mark 
a('t, publish the ai)plication as such, and gi'ant ja certiticale 
under th(‘ ))rovisions of the P)-y(*ar proviso, tllius carrying 

out till* oi’der of the Distinct Court to reinstate “said 

1 

r(*gistration." i 

H. F. Trap])(‘y cV: Sons am* vitally interest(‘d jin th(* char- 
act(‘r of certilicate issuetl. They are jiei'mitted under the 
([(‘(•ision of tin* Circuit Court of .\p])i*als of thd Fifth Cir¬ 
cuit to ns(‘ till* word “Tabasco" in connection with sauce 
mad(‘ of tabasco p(‘p])(*rs if they us(* it in a certain form. 
(Trapp(*y et al. vs. .\l(dIheiiiiy, 2S1 F(‘(l. 'Ill; .‘H li (). (1. 403.) 

Furtlun* the attoriu‘y foi- i>. F. Trappev cV: Sons has not 
(Ielinit('ly been advised by Ua* Commissioner| of Patents 
under date of December 20, 102(5, wlaOhei* the lihitent Oflice 
will or will not grant the kind of cc‘rtilieate \yhieh it has 
pro])osed to grant. Th(‘ (‘ciliticate which must; be granted 
under the pi'esent publication of Application jXo. 237,072 
of S(*pieml)(‘r 30, 1.02(5, in Volume 332, page i 822 of the 
(Itlicial (Jazette will be a certificate of r(‘gistI’ation 
1(5 of a t(‘chnical trade mark. 33ie piibliehtion noti(*e 
of Application Xo. 23>7,072 is eri-oneous. | It does not 
stall' till' fai'ts. It is not the publii'ation of an iap])licat ion 
of till' kind oi-(lered by the decri'c of the Disti'ict Court. 
3'he ))atent ()fhci‘ should r(*<iuii*e tin* a])])licalion ito fih* a 10- 
yi'ar declai'ation, and should tlii'ii puhlish the lapplii'ation 
as an application under the lO-yeai*, proviso. j 
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If the PatiMit Ofilce ])i’()|)o; es 1c riHiiiire, as counsel for 
B. F. Tra|)])ey cV: Sons jirotests it should require, the sanit> 
kind of declaration that was lilcil when certificate of rei>:is- 
tration Xo. olO.*!.") was issiu‘d, counsel for B. F. Trappey 
& Sons asks to lu* informed to that effect. 

If th(‘ Patent Office* ])roposes to irrant to Mcllhenny 
(’oinpany a c(*rtificate* of reii'istration of a technical trade 
mark, tin*!! counsel for I>. F. 'frappew •S: Sons re<piests 
that the protest filed within tliirty days of the date of the 
pnhlication of the* ap])lication of the Mcllhenny Company 
he (*onsid(*i‘(‘d as an opposition foi* obviously the a])])lica- 
tion for the* i*(‘.u'ist rat ion of a t(‘chnical trade* mark is not 
tlie kinel e)f e*e‘rtitie-ate* the* Distrie*! Ce)nrt elire‘ct(*el the* Pat¬ 
ent Office* to issue*, and B. F. 'rrn])l>ey Se)ns, in view of 
the inte*re*st the*v have* in the* use e)f the* wore! “Tabasco"’ 
are* e*le*ai'ly «*ntille*d te) e)p])e)se* the* i::rant e)f the certificate 
whie'h is not in ae-e*ordane*e* with the* ele*cre*e e)f flie District 
(\>ni*t in Fejiiity Xo. lb,Sol. 

.\ e*opy of this lie*(|ne*st foi' l\(*e'onsi(h*ratie)n of Protest 
has ])ee'n maile*el to Browne* Phe*lps, attorneys for Mc- 
Illienny ('ompany. 

Iu*spe‘e'tfnllv snbmitteel, 

WTUdAM L. SY.MOXS, 
Afionirii for B. F. Trapprjf it Sons. 

'Washinirton, D. C., Jannarv 7, 1927. 
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‘Fxniiirr F."’ 


De])artme*nt e)f ("omme*i‘e'e, P. S. Patent (Office, Washin^on. 


January 15, 1927 


B. F. TlJAi’l’KY A' Se)NS 


vs. 


.M C 1 1.n K.\ N V ( "OM I’AN Y 


In rr Ib’otest. 


The re*(jne*st fe)r the* ]*e*e*e)nside‘ration of the Protest against 

the* issuance* e)f traele mark re*n-istration to .Mcllhennv Com- 

*■ » 

pany, fileel January 7, 1927, by the attorney for B. F. Trap¬ 
pey & Sons, has been consielered and the action on said 
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Portest as set forth in OHice communication dated Decem¬ 
ber 29,1926, is adhered to, for the reasons set forth therein. 
The protest cannot be construed as an op])ositibn under the 
statutes and rules. 

THO:\[AS K. ROBERTSON, 

Co m inissioner. 

Mr. William L. Symons, .McLachlen Buildinij:, Washing¬ 
ton, D. C. ' 

Messrs. Browne & Browne, 2d National Baiiik Building, 
Washington, D. C. ! 

18 In the Su])i*ome (\)urt of the District of Columbia. 

i 

i 

At Law. ! 

I 

I 

No. —. I 

I 

The Uxited St.vtes of Amkiuca e.\ Relatione [William L. 

Symoxs 


V8. 


Thomas E. RoBKirrsox, Commissioner of Ifatents. 

In the Matter of the Petition of William L. Symons for a 

Writ of .Mandamus. 


Petition and Motion. 

I 

And now conies William L. Symons and respectfully asks 
leave of the Court to file a Petition herewith exhibited for a 
Writ of Mandamus to Thomas E. Robertson, Cohimissioner 
of Patents, in the United States Patent Office,- and prays 
the Court to direct a rule to be issued to the said Thomas 
E. Robertson, Commissioner of Patents, to show] cause on a 
day to be lixed by the (k)nrt wdiy a peremptory Writ of 
^landamus should not issue, commanding said ITliomas E. 
Robertson, Commissioner of Patents, to accept and con¬ 
sider according to law% the objections to registration of a 
trade mark. I 

WILLTA.M L. SYMONS. 

Washington, D. C., January 27, 1927. j 


I 

\ 
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Itnlc in Shnir Cause. 


Fil(‘(l Januarv 2S, 1927. 


Oil rcadiiii^' thejictilioii t'or lli(‘ writ of mandamiis in this 
(*aiisi‘ and ii])()ii ('()iisid(‘riii.n‘ tin* saiin*, it is tliis 28th day 
of danuarv, lt>27 ord(‘r(‘d that tlu* r(‘S])()ii(h‘iit I'honias K. 
ih>lK‘rts()ii, ('onnnissioiior of Ihitents, show cause herein 
on tin* 14tli day of F(‘l)*y. 1927 at 10 A. M. before this 
Oonrt wliv the said writ of inandainns should not lie issued 
as ])raycd, ))rovi(h*d that a (M)])y of this order and ])etition lie 
s(‘rv(*d on tlie respondent on or l)efore the Isl day of Feb'y, 
1927. 

F. L. SIDDONS, 

Jusiice. 

lii’innt nf llnnnas E. Unin-risnu. Cntuatisslnacr o/ Pafenfs. 

Fil(Ml Febrnarv 14, 1927. 


'fo the I!onorabl(‘ tln' Supreme Fonrt of the District of 
('olnmbia : 

In eoTn])liane(‘ witli t]i(‘ lOiU* issued by tliis Honorable 

(’onrt on tin* 2Sth dav of .lannarv, 1927, to Show Faust* whv 

• • • 

the ])ray(‘r of IN'iilioner should not bt* granted, the above- 
nann*d respondent n*s])eetfully shows: 

1. ()iT XoV(‘inb(‘r 2.‘’>, 192G, r(*s])ond(‘nt ])nblished in the 
(Xlieial (la/.ettc* ot‘ tin* Fnit(*d Stat(*s Fat(*nt (Iflice, Vol. .‘).')2, 
Xo. 4, Fae'e 822, a notiet* of an a])])liealion by Mcllheiiny 
Foni])any, Xo. 2.47,!>72, for r(*iiistration as a trad(‘-mark of 
tin* word 'fAnAsco as a])])rn*d to ])t*])])er sauct* nnd(*r the pro- 
visit)ns of tin* 4'rad(* Mark Aet of Ft'brnai'y 20, IbO.") (c. 592, 

Stat. 724). Said ])nbli(‘ation was with the state- 
20 nn*nt s(*t out in ])ara.e-ra])h 1 of the petition. Kxliibit 
A to tin* ]n*tition is a copy of the decrt'e referred to in 
such statement. 

2. (V‘rtiticat(* of reelsti'ation X(l oDO.'lf) was a certificate 
of reii'istration nnd(*r tin* ])roviso of Section 5 of the Act 
of February 20, 1905, usually described as the ten-year 
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proviso. Exhibit R to the ])(‘titioii is a copy of the said 
(‘ertiheate. 1 

1). K(‘S})on(hMit ])roposos to ]H‘i;-istor tlio ^vprd Tabasco 
as a])])li(‘(l to ])(*])])er saiUH‘ as a trade mark under the gen¬ 
eral ])rovisions of the Act of Congress of Febrnary 20, 1905, 
som(‘tim(‘s r(‘rerr(‘(l to as ])roviding registration as a tech¬ 
nical trade mark, as directed hy said decree, and not under 
the so-called ten-y(‘ar ])]*oviso. I 

Said d(‘cree ])rovides: i 

“That th(‘ word ‘TviiAsro' when adopted by the plain¬ 
tiff's ])r(‘dec(*ssor F. .Mcdlluniny's Son, as applied to pepper 
sanc(‘ of its mannfactni*(‘, and as nscnl by the plaintiff, and 
its ])r(*d(‘c(‘ssoi-, was, is and sin('(‘ the year 1868 continu- 
onsly has Iumui, a valid 1i‘a<l(‘ mark and is npw the sole 
pi‘()])(‘rty of th(‘ plaintiff, and is not merely a geographical 
nam(‘ or t(‘rm within tin* meaning of Section o of the Act 
of Congia^ss of Febrnary 20, 1905. | 

That ])laintirf was and is entitled to have its said trade 
mark i-egistered under the ■i)rovisions of the ^Vet of Con¬ 
gress of Febrnary 20, 1905.“ i 

Th(*refore, since* the* Court has held the word Tabasco 
not to he mer(‘ly a g(‘ogi'aplii('al name or term within the 
m(‘aning of Section 5 of the Aed of (V)ngress of February 
20, 1!)05, and to be a valiel trade mai'k, the sole property of 
M(dlli(‘nny (5)m])any and llial M(dlli(*nnv (Ahnpany was 
and is enti1h*d to have its said ti*ade mark registered under 
Ihe ])re)visions of the Act of Congress of Februalry 20, 1905, 
]-esf)ondent in his discr(*tion ])]*opos(‘d to registjer the said 
trade* mark as a traele mai'k nneler the said Act,: and, in ac- 
coi'dance* with res])onde*nt's interpretation of such decree 
anel e)f the Traele Mark Act, respondent’s action 
21 is strictly in compliance* t]ie*re*with. The I Certificate 
e)f Ke*gisti-atie)n, Fxhihil B, having ex])ireeil by limita- 
tie)n during the penelencv of the proceeding in dvhicli said 
d(*ci-e*e‘. Exhibit A, was eiilered, conlel not, in respondent’s 
jnelgmeiit, be* reinstated. 

4. Res])e)ndent has ne) knowledge* with res})ect ^o the aver- 
me‘nts of ])aragra])h 4 of the petitie)n and therei:*ore denies 
tlie same. i 


iOi a 
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o. Within thirty days at*t(M- tlie date of publication in the 
Oflicial (lazette as aforesaid, petitioner assertin<j: himself 
to be th(‘ duly authorized attorney for B. F. Trap])ey & 
Sons tiled objections to the li-rantiiiir of a certiticate to Mc- 
Illumny (V)ni])any as averred in para 2 :ra])h 5. Said ob¬ 
jection was not, in accordance with respondent's construc¬ 
tion of Section (i of the Act of Februarv *J(), IDOb, a notice 
of o])]>osition, as it was not veriliiHl. Xo notice of o])posi- 
tifui havini;* been filed, res])ondent, in confoi-mity with the 
])i’ovisions of S(*ction (J of the Act of F(‘bruary *20, ItlOo, 
as follows: 

“If no notice of o])]josition is filed within said time, the 
('ommissioiKU' shall issue a ceilificate of reu-istration there¬ 
for," 

f(*lt bound to issue the said ^*(*rtiticate. Fxhibit (' to the 
])(‘tition is a coj)y of the objection aforesaid. 

0. Petitioner at the time he filed the obj(‘ctions aforesaid. 
t(‘ndert‘d a fee* of tmi dollars, the n*fundm(*nt of which ha?* 
b(‘cn tendiu’ed by i-(‘c])ondent but refus(*d by ))etitioner. 

7. I\espondent lias no informa.tion concernini; tin* aver¬ 
ments of ])arairi'a])h 7 of the ])(‘tition, but states tin* fact te 
b(‘ that no veu’tification (‘ver was filed. 

S. Kes])on(h‘nt did in fact act on tlu‘ said objection a.s 
shown in Fxhibit D to thi‘ ])etition which is a copy of the 
ai'tion of res])ondent thereon. 

22 b. Fxhibit F to th(‘ ])etition is a co])y of the pe¬ 

titioner's re(iuest for reconsidei*ation. 

11). Pcspondmit acted upon ])(‘titionei''s objection and re¬ 
quest for r(*consideration as shown by Fxhibit F to the 
])<‘tition which is a co])y of res])ondent's refusal to recon- 
sid(u*. 

11. It is not the practice of the Patent Oflici* to acc(‘pt ai: 
unverified protest, statinir the objections to re.i>-istration, 
as an op])osition, when accom])anied by tin* re<inir(‘d f(*e 
unh‘ss V(‘rili(‘d within a r(‘asonable tinn* aftm- filinu'. Tin* 
])i-ot(‘st in .Mcllhenny v. '’rra])pey was vcu’ified when filed. 
'riu‘ ol)j(‘ction in tlu‘ ])]'esent cast* has never been verified. 

12. d'h(‘ duty of the Fonimissioner of Patents to con¬ 
sider objections to reu'istration of a trade mark is not 
])urely ministerial and obliu-atory under the statute. As 
res])ondent interjirets the trade mark statutes, respondtuit 
is under no oblio-ation, ministerial or otherwise, to rule on 
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unverified protests whicli are not oppositions as therein 
provided. | 

Kespondont considered the objections filed by petitioner 
and the reciuest of petitioner to reconsider respondent’s 
action tliereon as advice by petitioner to the l^atent Office 
as to the construction to be iriven to the decree of the 
District Court of the Ibiited States for the Iflastern Dis¬ 
trict of Louisiana in Mcllhennij v. New Iberia Extract of 
Tabasco P(‘p})cr ('o. Ltd Kes])ondent considered such de¬ 
cree* in connection with the objection and motion and the 
(‘arlier proceedings in the Patent Office and Qourt of Ap¬ 
peals of the District of Columbia involving the word 
'rARAsc'o and concluded tliat petitioner’s construction of the 
deci’ee and interpretation of the trade mark statute were 
erroneous, and denied such objection and motion to 
i-ecou>id(‘r. Kes])ond(‘rd conceived it to Ipe his official 
duty, as Couimissioner of Patents, to consider and 
pass on such objection and motion and did sp, giving tlic 
uiatt(‘r (*ar(‘ful consideration and exercising respondenCs 
best judgment and disci'etion with respect theireto. 

IM. Respondent, according to liis interpretation of the 
trade* mark statute, can take no action on uiiverified ob¬ 
jections to the registration of a})plication Sr. iXo. 237,972, 
])ul)lished Xovember 23, 192(5, since no dama]»'e is shown 
in a viM'ified o|)})osition filed within the period after pub¬ 
lication as iTMiuii-ed by Section b of the Act of liVluTiary 20, 
1903. ’ I 

Resj)oii(l(*nt is informed and believes it to be true that 
during the thii1y-day ])(‘riod following the ])id)lication of 
appli('aliou Sr. Xo. 237,972, ])ublished Xovember 23, 192(5, 
petitioner ])r(‘par(*d and had in his possession a duly veri- 
ti(*d notice* of op])ositiou fully com|)lying with the ti*ade 
mark statutes and rules of the Patent Offieef and could 
have filed tlie same but elected to file the prot(?st. 

14. Llu‘i*e is no a])p(*al from res])ondent\s refusal to take 
any action on objections to the registration of a| trade mark 
unless th(‘se objections are in the form of an opposition as 
])r(‘scribed by tlu* Trade .Mark Act and the i^dos of the 
Ibit(*ut Ofiice. Petitioner having failed to oppose the ap- 
])lication in issue, as ])ermitted by the statute land as pre¬ 
scribed by the rules of the Patent Office, respondent in 
conformity with the language of Section 6 ofi the Act of 
Februarv 20, 1905: i 
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“If no notice of o])])()sition ir: filed within said time, 
the (V)mmission(*r shall issiu* a c(*i1 ideate of registration 
therefor/' 

felt hound to issue a C(‘rtitica1(‘ of registration which cer¬ 
tificate has ])een printi‘d and ])n‘par(*d for formal execu¬ 
tion and awaits only signature and delivery to the appli¬ 
cant. 

24 15. As a further answt*i- to the petition, respond¬ 
ent is informed and l)eli(‘V(‘s and states the fact 

to he: 

On the sixth day of January, l!t22, M(dllK‘nny Oom])any, 
which is the same corpoi-ation as tin* a])plicant, lil(‘d ils 
Bill of ('omplaint against Xew Ih(*ria Kxtract of 'fahasco 
Pe})p(‘r (5)., Ltd. in tin* Unit(‘d Stat(‘s Distinct (’oiirt for 
the Last(*rn District of Louisiana at Xew ()i*leans under 
Section 4!n5 of the R(*vised Statuti's of tin* rnit(*d Stat(‘s, 
to review tin* action of tin* Dat(*nt Otlicc* in Mcllln'nnv v. 
Xew Iheria Hxtract of 'fahasco Dep})(*r Co., Ltd., .’>4 App. 
D. C. 4J(), wherein the registration of the word rAr.ASCo 
as a tra<h* mark under tin* .\ct of F(*l)ruarv 20, 1005, had 
been cancelled on tin* stated ground that tai'.asc’o was a 
geographical nanu* or tc'inn and could not, tln*i-(‘fore, he 
properly i-egistereil as a tc‘chnical trade* mark. 'rhereaft(‘r 
the Xew lh(‘ria Hxtract of 'I'ahasco D(*))])(*r Co., Ltd. ap- 
T)eari*d and answe‘re‘d such Bill of ('omplaint. B. F. Tra])- 
])ey Sons hy William L. Symons, tin* ])(*titioner herein, 
int(*rvein*d. O'ln* (*as(* was proc(‘(*di*d with, tried, and on 
Xovemher 20, 1!>2J, was tak(*n uinh*r advisc*ment hv the 
District Judge*, e)n .\ugnst 10, 1!)20, was ele*cieleel anel the 
eh‘cre*e* e*nte*re*d, a e*e)])y of whie*h is Hxhihit A te) tin* pe*- 
tition where*in the* Disti'ie't Ce)Urt ele*e*]-e*e*el that the* won! 
T.vHAse’e) is a valiel traele* mark anel ne)t mere*ly a gee)graphi- 
cal name* e)r te*rm and is e*ntille*el te) re*gistration uiiele*!* the 
Act e)f Ce)ngre*ss e)f Fe‘hruarv 20, 1005. The time pre- 
scriheel hy statute* fe)r an appe*al fre)m such de‘e*r(*e* has 
elapse*el. Xe*ither B. F. Tra])])e*y jJc Sons, ne)r any of the*m, 
nor Xew Ihe*i-ia Hxtrae-t e)f O'ahasce) Fe*])per Co., Ltel. has 
appealeel fre)m saiel elecree whie*h is ne)w final. 

10. Ke*spe)nde*nt is infe)rnn*d ainl l)eru*ve*s anel slates the 
fact to he that B. F. Tra])])e*y Se)ns ai'e* a linn domicile*el 
in Jeanere*tte*, Le)uisiana: that they w(*re d(‘fenelants 

25 to a Bill in Hepiity hre)ught hy the McTlhenny Cemi- 
Ijany in the United States District Court for the 
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I 

! 

Kastoni District of Loir iaiia whore after a trial the Dis¬ 
trict L()in*l enjoined tin* use of the name DAiiAsro by said 
P). F. Ti’a])]H‘y sK: Sons upon ))(‘])})er sance ofj llieir mann- 
faetniA*. I>. F. Tra])i)(‘y Sons a])])ealed 1() the Cirenit 
Court of A])|)(‘als wliieli moditi(‘d and aflirmed this decree 
on May 2‘), P)22, Cri-ap])(‘y v. Melllminy, 2S1 if'c'd. 22), say- 
'if-: i 

“Pli(‘ d(‘<'re(* urantinu- t]i(‘ injniH'tioii in th{s ('asi* is af¬ 
firmed so fai’ as it (‘iijoins tin* a])])(‘llants from nsin.<>' the* 
word ‘'rAn\S('o' as tin* nann* of the saiiei* maninfactni’ed l)y 
tln*m or in anv manin*!’ to d(*siii’nat(* or d(*serih<‘ said sanee, 

t 

or from nsini;- tin* word ‘'Pai'-ascm*' otln*rwis(* than to stat(' 
that tin* sanc(‘ mannfaetnr(*d by a])])(*llants is made from 
PaJiaseo )>(*|))H*rs. said stat(*nn*iit to be* mad(* bi sin'll man- 
ii'*!' as cl(*ai‘ly to distinunish tin* sain'i* nnnih* by a])|)el- 
lants from that niannfactnr(*d by a])pellee, I 

As thus modified, the deen*(* of tin* Disttic't ('onrt 'u'> 
aflirmed.** I 

P. 'Prappey Sons th(*reaft(*r appli(*(i to tin* Sn- 
pr(‘nn* ('onrt of tin* Fnit(*d Statos foi* a writ of (‘(*rfioi’ari 
for a i-(*vi(‘\v of said d(*eision of tin* Ciri'iiif Coni't of A])- 
))(*als for tin* Fifth ('irciiit, which was d(*ni(,*dj (7hv//;/;c// r. 
Mclfhci/it/f, 2()() F. S. 72.2). 'rin*r(*aft(*i* tin* ('hs(* ])i*o('i*(*ded 
to an af'coiint iiiu', tin* Distinct f'onrt a.d indii'inii:’ a r(*cov(‘ry 
of Fi\n* 'rhoiisand and S(‘\'(*nty-thr(*(* Dollars and Idiii’ty 
('(*nts ). 1). F. 'Trappi'y A' Sons a]|)peah*d from 

ih.is d(*cr(*c to tin* ('ircuit ('oiirt cf A])p(*als for tin* Fiffli 
Circuit wln*r(* it was modirn*d in nnimiiortanlt particulars 
and aflirnn*<l. f7’;7//p;c// r, Mrillicin///, 12 Fed. (2d) Ih). 
'Thereaftor P>. F. 'rra])pey tV: Sons ayaiii ])|(*tition(*d the 
Siipi'ciin* Coiii’t of tin* Fnit<*d Stat(*s l*or a I writ of c(*r- 
tiorari whii'h p(*tition was, on (fetober 11. Ih2lf), d(*nied (47 
Sn])renn* (’ourt l\(*])ort(*r h4). | 

17. And now havinu’ fnlly answ(*]M*d tin* p(*tiition resjiond- 
(*nt piniys that tin* rnh* to show ('anse a.i^-ainst him lx* 
2f) dischar.u-(*d and that tin* p(*titi(ni lx* di!smiss(*d with 
r(*asonabl(* costs to tin* r(*s])ond(*nt. . 

THOMAS F. KOBFRTSOX, 

C o))nnissioi/rr of PaU'nlx, Tfcspoiidciii. 


T. A. IIOSTFTLFR, 

Coinis('l for Ti(’S))oii(l('iii. 
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Dlsri.’H’T OF ( ’oLI'MLlA, 

C’ltll of i Hf/f olf. >•> ; 

0 

I, "riioTiKis K. h\>l)(*i'1son, (Inly sworn, on oatli do- 

])os(‘ and say that I ani llio (’oTninissioiKO’ <d' Pat(*nts: tliat 
I have i‘(*ad llu* foiTuoini:' answiM* hy nn* snbscrilHMl and 
know tlic conlinils llno'i'of: llial tin* inallm* and thing's 
llno’oin slated of my own knowh'dij-e ai‘<* true and those 
stat(*d on information and Ix'lief I heliev(‘ to h(‘ ti'iKL 

THOMAS H. KOBF.HTSOX. 

Snhsei’ihcd and sw(nm to l)(‘foi-e me this 14t]i day of 
F(‘])narv, 19*27. 

IsEAi..! AlddLirr W. KAISFdT 

Xnfdrtf P/fhJic ii/ am! for D/sfrn'f of (^oJuttihhj. 

\ eo]>y of this Answer has h(*en fnimislied to ('onns(‘l foi‘ 
Petitioner. 

T. A. HosTITrLFK. 

('oH)lsrl tor I) rspo}lfJ(')/f. 
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M ofioii fo A(‘co/)f Sti/nthifjolt. 

Filed Mav 2 :). 1!)27. 


To the Hoiiorahle the .Iiidui*" of’ tile Sn)»r(*nu* (V)ni*t f)f 
t he I )ist riet of (’olmnhia : 

Now e<»im* the Pet it ioiici'. William 1.. Symons, as the dnly 
a lit hori'/e(l attoiaiey toi’ Messi’s. P>. F. Ti'appey A’ Sons an<I 
the }o*sj)o!i(h*nt, 4’h<>oia< K. Pohej'tsoii, (’ommissionei* of 
1 \atell!s : and 

Mo\‘(‘ that lh(‘ at taehed st i] mint ion he ma<le a jiart of tln^ 
lax'ord. 

WM. 1.. SVMOXS, 

I*ct it'iourr. 

A. HOSTKTI.FK, 

, ('oHUSof for Iif'spoltfiriff. 


THOMAS E. EODEinVoN, OOM. dK 
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Siij)n]af'Ktn. 
Fil(‘(l .Mav 2.'). 11)27. 


* 


I'A I KK'IS 


Siil)j(‘cl lo all ()l)j(‘('lions for iiiat<*rialily aiiul rcl(‘vaii(*y 

it is sti])iilat(‘(l by tlu* ]>arli(s !!<‘r(‘t() as t*ollo\\[s: 

1 

1. Thai B. F. Tra))|)(‘y cK: Sons, on whos(‘ Ix'ljair tin* F(‘ti- 
lioiic*!’, as all(H'ii(*y, TiUmI iIk* jiclilion licrcin, h|av(‘ siiua* on 
oi* ahoni May 23, 11)22, llio dale of tin* inaiiidalc of llu* 
Fnit(‘d Slat(‘s (drcnil ('oniM o!' Appeals of llF Fit'lli Fir- 
eiiil ill Tra])pey (*1 al. vs. Me!llieiiiiy Foni]»anV, 2S1 F. 23; 
311 (). (i. 4S3, ns(‘d a label on its )i(‘)n)er saiie(*iiii stale and 
in1(*rstate (M)ininer{'e in IIk* ronn shown in liixliibit “(J" 
Innado attaeli(‘d, and that ])rior ther('1o they iisyd the words 
‘‘Tabaseo P(‘))])(*r Sane(‘" as held by tin* l)i|s1ri(‘t Fonrt 

oftln* FnitiMl States, lvist('ni District <it‘ Louisiana, 
2<S in .M(dlhenny v. d'rappey, II '\\ M. Kepi 3)1)7: by tlu‘ 
Unit<*d Stat<‘s Firenit (’onrt of .\p])eal.s. Fifth ('ir- 
eiiit, in d'rappey vs. .Medllieiiny, 2Sl l^'ed. 23, nilid tin* Fonrt 
of Aj)p(‘als of tin* l)istrl(*1 of (’obiinbia in Mrllln'iiny vs. 
Tra])p(‘y bl A])p. I). F. 273. 

2 . ddiat ])(*tition(*r has had in his possession since the 
2 ()th day of I)ee(‘rnl)er, 11 ) 2 ( 1 , a verified opposijtion against 
the grant of rc*gist rat ion on .Mellheiiny's a])|dieation Xo. 
237,1)72; that this op])osition was V(*riti(*d by A. S. II. 
Trai)])ey, a inenib(*r of the (inn of 1>. F. Tra])p(‘y 61: Sons, 
living in .Maryland and (*niploy(‘d as a teacher in (h'litral 
High School of Washington, 1). F.; that ])(‘ti|ioin*!* left a 
copy of said V(‘rili(‘d o])])osition at the ollice (^f IM’owin* 60 
Plielps, Washington, 1). F., attorin‘ys for .Mclllln‘nny Com- 
])any; that said attorneys at that time did not iacc(*pt serv- 
i(*t‘ of said V(*ri(ii‘d opposition; that lat(‘r in th(|* day one of 
the attorneys for Wclllienny (’om])any telephoned peti¬ 
tioner that he would acc(*])t s(‘rvi(*(‘ of said ojiposition, if 
])etition(*r d(‘sii-(*d him to do so, but added that ill' said oppo¬ 
sition were filed, he would cit(* the p(*litioiU‘r aijid all of tlie 
memb(*rs of said firm of B. F. Trajipey 6c Smis for con¬ 
tempt l)efore the Judge who sign(‘d the decree in F({uity 
Xo. l(),8r)l, in the Tbiited States District Fo|ui*t for tlie 
p]astern District of Louisiana, Mcllhenny Fomppny vs. X"ew 
l])eria Extract of Tabasco Peppers, Ltd., which decree is 
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‘‘Exhibit A" to tlio i)olili(>ii Tor o writ of mniulainus; that 
tlioronpoii i1k‘ V(‘rili(‘(l notice* was rcturiu*(l to })ctitioiicr 
without acceptance of se‘r\'ic(“: that said pe‘titioiu‘i* did not 
file said s'criiicd not ice of op])osil ion; that the* j)e‘titioncr on 
l)e*ccinbci* 21, l!>2b, which was tin* second day ])i*(‘C(*dinLr 
tin* last (lav on which op])osition to r(‘.nist rat ion conld lx* 
lilcd a.ii’ainst said .Mellliciiny application Xo. 2.*)7,!)72, wii'cd 
r>. F. 'ri'ap])(‘y cV: Sons for instmictions on tin* tln*(*at 
21) of counsel ,foi- .Mcllh(‘nnv Foinoanv to cite* for con- 
t(‘Tnpt if an opposition W(‘rc tili‘d: that tin* pi‘tition(‘r 
was advised by tclc.^i-ani not to tile tin* o])])osition and that 
a h*ttci‘ folloW(*d: that tin* p(‘lilionci‘ then had a confer- 
(‘iice with A. S. 11. 'Trappey, the ni(‘inber of the linn of 
1>. F. 'rrap])cy c'c Sons einploy(*d in Washing-ton, D. F., and 
on instructions l)y liiin, on tin* last day on which o])])osi- 
tion to r<‘L:ist rat i0.11 could Ik* jil(‘d, til(‘d the ])rot(‘st a,u-ainst 
I'e.ii-ist rat ion !'cf(“rred to in the ])ctition for niandainns as 
“iLxhibit Liiviim- tlx* objc'ctioiis to re^-ist rat ion; that 

subs(‘<jn(*nt to l)(‘c(“inber 22, ll)2t), jx'titioner recoive'd a let¬ 
ter from F>. F. Trapix-y Sons to tin* (‘licet that th(*y ap- 
])i'oVed the st(‘])s lx* liad taken as tlx*ii* attoriu*}* to ])r(‘vent 
i'(‘i 4 -isti‘ation under tlx* Mclllx*nny a]>])li(‘ation Xo. 227,1)72. 

2. 'I'liat in re])ly to para,m-a])h 12 of tlx* answ(*r of re*- 
spond(‘nt, p(*titioix‘r stat(‘.s,,that wh(*n .-in nnv(‘rili(‘d o])])osi- 
tion to i-(‘iiist rat ion is lih*d by nn attoi*n(*y nnd accompa- 
ni(‘d by tlx* statutory !'(*(*, it is tlx* (‘stablished ])ractic(* of 
tlx* Fat(*nt Fflicc* to ad\*is(* tlx* attorix*}' as follows: 

“It purports to b(‘ lil(*d by nn attonx*y. V(‘rification 
(Statntt*. S(*ction b) by tlx* ()p])ose]- ( bbih* r)!!) should lx* 
fil(*d within tw(‘nty days of tlx* dat(* of this h*tt(*r, failing*- 
which tlx* ()])])osilion will b(‘ dismiss(‘dy' 

Tlx* r(*s]x)nd(*nt did not in this cas(* advise* tiu* ])etition(*r 
of tlx* re«jnir(*m(*nts of tlx* Statute* and the Fnl(‘s of tlx* 
Fat(*nt (lllice* i-elati\'(‘ to tlx* form and V(*i'itication of an op- 
])osition. but advise'd the* ])(*titiom*!* that the* Fat(*nt ()flie(* 
could tak(* no a('tion on his ])rote‘st, as si*t foi’th in “Exhibit 
D" attache*d to tlx* ])(*titioiL 

4. That tlx* bill of com])laint, answer of de‘f(‘ndant, peti¬ 
tion of int(‘rve‘ntion of I>. F. Trap]x‘y cX Sons, motion 
20 to dismiss tlx* bill of eom])laint fil(*d by B. F. Trap- 
})ey Sons, sti])ulation. motion to dismiss petition 
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Has no e^ual aa<J stands 

alone in its class. Its 

# 

arcm^’lc and pungent 
t'.ste will sUTfiuIate Lho 
appct’tc and aid digpstion, 
fi»r wl.ich it is recom- 
.tended by connossetirs^ 
Trappcy’s Ladit’.. 
Pkppsr Saucr th'Tuid b« 
on ail well designed tables: 
also in the kiteStn fof 
Ravcr.n:; sojps. meats, 
'.te.jK'i, chops, cn^js. 5va 
toodf., gamo, etc., etc. 
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MESEASONiNGil 


IS made from ripe Tabs^ 
• CO Peppers of a soloci 
quality, peppers which 
are knowo the worW orer 
for their piqua.itly pleas¬ 
ing flavor ard appetizing 
qualtti^ Before being 
made into sauce, these 
pepperc ondeigo a pro^' 
cess of curing, which 
'brings oot the full rich 
aroma of this tropical 
fegstable. This is the 
secret of the suiwior 
flgyor and the general cx- 
celtenca of this product 
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of intervention, aiul motion to stay and suspend ])roceed- 
in.us, in tlie ease of Mclllienny Company vs. IXew Iberia 
Kxtraet of Taluiseo Peppers, Ltd., Xo. 16,851' in Equity, 
are attaelied hereto and made a ])art hereof and marked 
“Exhi])its 1, 2, 8, 4, 5, 6 and 7." Tliat hy jsaid decree 
“Exhibit A" to the Petition it appears that the Petition of 
intei'vention filed in said cause by B. F. Trappqy et al. was 
on August 16, 1026. dismissed. | 

WILLIAM L. SYMCixS, 

petitioner. 

T. A. IIOSTETLERj 

For B(\spoudent. 

I 

j 

(Here follows diagram marked page 131.) 

32 Exhibits. I 


Filed ^Fay 25, 1027. 


“Exhibit 1.” 


In the United States District Coui1 for the Eastern District 
of Louisiana, Xew Orleans Division. 


To the Ilonoralde judges of said court, in chancery sitting: 

j 

The plaintiff, i\lcUhenny Company, is a corjooration or¬ 
ganized and existing under tlie laws of the State of ?^Iaine, 
and is a citizen of the State of Maine. The defendant is 
Few Iberia Extract of Tabasco Pep])er Co., Ltd., a cor¬ 
poration organized and existing under the l|aws of the 
State of Louisiana, and is a citizen of the State of Louisi¬ 
ana, with its of}i(‘(' and principal place of husihess in Xew 
Iberia, Iberia Pailsli, Lousiana, and said defendant is a 
resident and inhabitant of the said city of kew Iberia, 
ll)eria Parish, Louisiana, and of the Xew Orleans Division 
of the Eastern District of Louisiana. | 

This proceeding is brought under Section 49l|5 of the Re¬ 
vised Statutes (Section 9460, Compiled Statutes) of the 
United States. | 


4—4757a 
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For its cause of action ])Iaiiilii’r states: 

* 

(1) PiaiiitilV was oriiaiiized as a cor])oration luuler the 

hiws of th(‘ Shite of Maine In tlie year and ae()uired 

the sauce !)us!m*ss. and uood wdl and tlu* tra<le-inarks con¬ 
nected tli(‘re\vilh, iiieludiiiL:- the woi'd d'ahasco, from its 
tu’edecessors who previously and eontinuousiy for a period 
of liftv vears had exieiisivchv manufactured, advertised 
and sold })epper saiiee under the trade-mark and trade and 

identifying- name, d'ahaseo. The plaintiff, since ac- 
dd quirim;- tiie hnsiiie.-s. has eontinuousiy and exten¬ 
sively manufaetured. advei-lised and sold this sauce 
and at)plied thereto the wor<l 'Tahaseo as its trade-mark 
and tra<le and identifying name. 'rh(‘ tilaintit’f's sauce, 
under tlu* trade-mai'k and ti'ade and identifviiiL;- name 
Tai)asco, has acpiiired a wiiie.'spread value and reiuUation 
thi-oue-liout the I’nited Siat<*s and in forei^-n countries, 
d’iie wortl 'Fahaseo, as a[»[)lied to pepper sauce, indicates 
ori’i'in of manufaeturc*. and always (c*ver since tlie word 
was adopted as a tra».h*-mai‘k and tradi* and identifying" 
nanu‘) has indicated origin of manufacture—that is to 
say, that the sauce to which the term is a])])lied is the 
sauce imule only l^y the i>laiutilT and its {)ri*decessors in 
title, die* Word I ahasco. a> applied, to sauce, hecaine, at. 
its lirst adoption and ns..- i»y the plaintiff's predecessor, 
and continued to, he and now is, a valid trade-mark, and 
is the plaimiiV's exclusi\(‘ pro})erty. 

(2) One of plaint Ill 's pi (. <lec(.‘Ssors, Iv. .Me 1 llu*nny's Son, 
to all of whii.^e i>nsiiie.-'S and |•Igiits plaintitf duly suc¬ 
ceeded mul now owns, after due and ])roper proceedings 
in that belndf, lawfiiilv c-aiised the said trade-mai'k, con- 
sisting of the word d'ahascin of which said K. .Mcllhenny's 
Son was then the owner, t»> he duly registered in the 
Patent OTtice of the I’nited States uinler the Act of Con¬ 
gress a])])r()ved Fehruary 20. id*).'). 'The certiticate of such 
registration was Xo. olo.'X). and its date Ajiril 3, 1906. 
d'he statements and det'lar:ilions upon which the Patent 
Office acted in graining tlie sai 1 registration were true 
and in exact conformiiy with the decisions and iiractice 
tlien in force. A, co])y "f the said cuM'tilicate of registra¬ 
tion is altached hereto as •’Kxliihit A." 
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(3) Tliereal'tor, the defendant herein filed lits petition 
in the Patent Office to cancel such i-eg'istratiojii upon cer¬ 
tain i;Toiuids therein stated. The Oommissioner of 

34 Ihitenls directed the caiKH*llati()n of saiid re^’istra- 
tion, from which decision ])laintirr apt)eaie;l to the 

C’oiirt of Atipeads of the District of Oolumhia, ivhicli court, 
on Februai’v 1, IPIO, affirmed the decision of the Com¬ 
missioner of Patents {E. McHh^’uu,j's Son c. \Xew Iberia 
Extract of 'laba^co Ib^ppcr Co., Ltd,, 153 ()J (1. 547, 34 
Apt). D. Ch 430), and, as hy law ])rovided, certlitied its de¬ 
cision to the Commissioner of Patc'iUs who thereafter, on 
the 2Gth day of .March, 1910, cancelled said tei*‘i^^tration. 
A certitied copy of the order of the Comniissioner of 
Patents is attached hereto as “Exhibit B.” | 

(4) Plaintiff thereaftei-, in the month of May!. 1910, tiled, 
in the (hreuit Court of the United States for the Eastern 
District of Pennsylvania, its })iil in equity iyaainst de¬ 
fendant, Xew Il)eria Extract of 'faba«sco Pcoper Co., Ltd., 
(which is the >ame corporation as the petitioner referred 
to in the pre(‘ediny paragraph}, to restrain tjie said de¬ 
fendant, aniony other tliiiiys, fi-oin the us(‘ of the word 
Tal)asco iq)on pepi)er sauce of its manufactuife ui)on the 
yround that such use infringed plaintiff's tradeknark right 
in the word Tabasco; that the >ai(l defendant answered said 
bill of com[)laiiit. and that tlu'reafter a lai'gei amount of 
testimony was taken and tlie suit vigorously cohtested until 
a consent deci'ei.' was entered against chkfnidant on Xo- 
vember 30, 1914, and provided among other (liings, that 
defendant had infringed and violated the cornmoili law trade- 
mark rights of plaintiff by the use of tin* woj-d l4 abasco in 
connection with the pei)per sauce manufactured by the de¬ 
fendant, Xew Iberia Extract of 9'abasco P(‘])})e|r ('o.. Ltd., 
and a writ of jun'inaiKMit injunction was decreed enjoining 
and resti'aining the said dc‘f(‘ndant, among other things, 
“from using tin* woixl Tabasco in connectioh with the 

pe})per sauce manufactiii’ed by tin* (hhendant, the 

35 Xew Iberia Extract of Tabasco P(‘))per |('()., Jjtd.,” 
whereupon the said defendant ceased allj use of the 

word Tabasco upon or in coniu'etion with pe])])ei‘ sauce of 
its manufactui'e, and jilaintiff is infoianed and l)|(*lieves and 
slates the fact tf> b(‘, that liefetMlant has not reDim(‘d such 


use. 
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(o) Plaint iff sliows that tile caiK*ellati'»n of its rei^’ist ra¬ 
tion of its trade-mark Tabaseo hv the Patent Offiee, was 
improper heeause the ('onrt of Apjieals of the Distriet of 

(’olnmhia en'oneon.-lv held the woi'd Tabaseo, as used bv 

* • 

])laintiff and its {)red(‘ees<ors as a trade-mark for their 
])ej)p(‘r sanee, to be merely a Lreoera])hic'al naiiu* or tc'rm, 
and further lH*eause tlu* Ponrt of A])peals of tlie Distriet 
of (’oliimbia a(lo])ted a eonstruetion of the so-ealled ten- 
year jiroviso of the act of February *jOth, whieli has 

sinee lieen disa])])roved by tlie Sipu’eme (’ourt of the United 
States: that since sueh eaneellation of ])laintiff's trade¬ 
mark the Foiii’t <»f A})})eals foi- the Fiftli Fireiiit in (^aulri; 
rs. McUln'ini/i ('ohH pail /f. 2^.) Fed. bl.'l (l)c‘eided July *2t), 
IblS: i-c*hearinu.* denied Oeto'hcu- 7, PHS) : United States 
Distriet Foiirl for the Xorthern District of Illinois in Mc~ 
('ntt!jxntfj rs. Sr.rtou. 10 'Prado -Mark lie])orter, 
177) ( Deeid(*d -Marc-li 2, 1!>20), and the United States Dis- 
li’iet Fourt for the \Vest(*rn Di^tric't of L(Uiisiana in .1/e- 
JUnuniif (''iHtjxii/p rs. Kfl. B nflmrtJ . 207) Fc*d. 707) (Deeided 
!May 17, 1!>20), and this (’ourt in .l/r/Z/ze;///// ('omparp rs. 
'fiappr/f. rt (jf.. deeidc’d on ()c*tobii' 22, 1021 (a eopy of 
whieh o])inion is attached lu‘reto as “ Fxhibit F") all have 
held the word 'Pabaseo to be a valid trade-mark and not 
merely a .u-eoe,i'aphieal name' or term, and to be the exclu¬ 
sive property of the plaintiff; and ])laintiff shows that 
the Patent Otiiee and the (’ourt of A])pc*,ils of the Distinct 
of (’oiuinbia erre-d in holding tlu* word 'Pabaseo invalid 
as a tradc*-mark, unreuisterable undc*r the* ten-year ])i'oviso, 
and erroneously and improvidently eanec*lh*d plain- 
20 titf's reydstration therc‘of. 

(0) 'Phat the parties adverse to the ])laintiff in the 
actions above refc*fred to have* all discontinued their use 
of, or have licen enjoined from usiny, the word Tabaseo 
as a name or desiynation of ])ei)})er sauce of their manu¬ 
facture. 'Phere is only one* other manufacture*!- of pep])er 
saui-e, (ic‘bhardt Fhili Powdt*i- Fonpiaiiy, of San Antonio, 
Texas, who has within the last sc*vc*ral yc*ars bc*en ac-live 
in applying the word 'Pabaseo as the name or desiynation 
of such sauce, and'iilaintiff has demaiub'd of the Gelihardt 
(diili Powder (’ompany that it discontinue such use of 
the word 'Pabaseo, and tlie (piestion has been referred to 
the attorneys of said company with the nnderstaiidiny: that 
a detinite answer will be yiveii to ])laintiff upon receipt of 
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tile attorneys' ()])iiiion, anJ that iiiik'ss said (leMiardt Com- 
l)any does diseoiitimie its inrrlie^eiiuait of ]>lai:ntitT's trade¬ 
mark action will be beiinn ai;-ainst it by the tilahililT. IMain- 
tilV hair; iiroseciited int’riniic'rs of its trade-najnk riirhts in 
the word Tabasco, has never at any tinn* aban loned its 
exclusive ri,i;'ht theri'to, or ac(|nies('(‘d in anv iinrianu'v'mont 
thereof, and it was not until the cha-ision of this Court on 
Octolier 22, 1921 in .Mcllluaiiiy Company vs. Tratitiey, 
et ah, that jilaintiff's riu’hts in tin* woial djabasco as a 
trade-mark for ])ep])er sancc havn, under all eh’cumstances, 
been fully established, and since such (‘<tabli|;hnK*nt there 
has been no dchay in institutinir this prociaalinik'. 

(7) The woi’d Tabasc'o, as a))j)Iied to ])ep]|H‘r saucia in 
fact indicates origin of manufacture—that is| to sav, that 
the sauce to which the term is ajiplied is a saiuce made by 
K. .Mcllliennv, of X(*w il)ei'ia., houisiana, aud lijis successors 
in title, and that ])lainlirr is now the sole successor 
.‘17 in title of said K. .Mclllnuiny, and the word Tabasco, 
as a})])iied to j)e])])(*r sauci*, now indiejites and for 
irany years jiast lias indicatt‘(l, oi-iu'in of inanuracture with 
the plaintiff only—that is to say. sauce to wHieh the term 
is a])l)lied is a sauce* made* by plaiutitT, and tin* word Ta¬ 
basco as applic*d to pep])(*r sauct*. continuously at all times 
since the year 18bS, iucbuliuL!,* Api-il 2, ItiOd, and June 22, 
IhO."), was fanciful oulv and a valid tra‘h*-niafk and since 

• I 

the year 18(58, was and continually has be(*n the trade* mark 
e)f the plaintitf anel its ])re*(h*ce*ssors and has always in- 
elicateel that the sauce to whie-li the same* waspipiilied was 
e>f their manufacture* only, and, as aj)])lie*d te) p<*p])e*i’ sauce, 
the word Taliasco has had no either nieanlinj:; that the onlv 
users of the worel Tabascei, as a))plie‘el to pe])])(*r sauce, 
other than plaintiff or its ])re*eh*cessors, were^ certain in- 
frini»'ers who used the same* se)h*ly to rejiresent their i»-oods 
te) be theise e)f the ])laintiff. Sue*h infrinyers iwe*re* few in 
number and the*ir ti’aele neyliyible in ar(*a anel extent, anel 
all such uses were in violation e)f ])laintiff*s rights. ITain- 
tiff and its y)re*decesse)i's, e*xc<*pt fe»r the* s])e)r.*idie*, limited, 
infrim^iiiii- anel ne)W elise-eintinue*el uses just ehrse-ribed had 
in fact the sole use eif the wen-d 'Pabasce) as ai traele-mark, 
and within the meanin.u' eif the Ae-t eif Fe‘briuiiry 20, lOO.o, 
hael the ri.irhtfully exclusive* use eif the word Tabasco as a 
trade-mark for ten years ]>rior tei Fe*biuary 2i0, 19().’), and 
that plaintiff was entitled te) have its saiel traele-mark re^- 
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islor(*(l, and is now entitled to have said trade-mark re¬ 
stored to tile i*eiiister, and is entitled to have the order of 
the Pat<*nt Office cancelling said registration, ex])nnged and 
nulliiied. 

(S) Plaintiff shpws that the ])ersons conceriunl in the 
original adoiition and use of the word Tabasco as the trade¬ 
mark of its predecessor, K. Mcllheiiny, are dead or intirni 
and it is Itecoming increasingly difficult to (‘stablish, 
3S by the testimony of living witnesses, the facts in con- 
lUH'tioii with the origin of the liusiness of ])laintiiY's 
])red(‘cessor. the adojition of said trade-mark, and tlu‘ early 
us(‘ thereof. It is therefoi'e im])ortant that ])laintiff have 
the presumption of ownershi]) creat(*d by registration 
under tin* Act of February 20, 100.'), Section lb of whicii 
])rovides, “that the i-egistration of a trade-mark under 
tin* })rovisi()ns of this act shall be tirima facie evidence of 
ownerslii]). 

'The date from which such jirima facie right bi*gins is the 
date of r(*iri>tration in the Patent Office, and any registra¬ 
tion which could not be obtained by ])laintiff on a ]k*w 
application to tin* Patent ()ffice would be of a later date. 
It is therefore (*ssential to the comph*te and etlectivi* ])]•()- 
tectioij (»f plaintiff's valid trade-mark rights, that plain- 
titf have the lK*in*{it. to which it is entitled, of the regis- 
t rat ion of its trade-mark Tabasco, under the Act of Fon- 
gi-ess, (»f h'(‘hruary 20. 100."), and that ])laintiff's date of 
registration and the ])r(*sumption of ownership created 
theri*by lu* as early as possible, otherwise ])laintiff is de- 
]>rived of such ])r(*sun!])lion of ownership and is under the 
m*cessity. against (.*very infringei*, of ])i-oving by the tes¬ 
timony of witnesses the ado])tion and use of its trade¬ 
mark and the establishment of its common law right 
therein, ainl by lack of such registration plaintiff is also 
deprived <»f the jurisdictional and othei’ advantages and 
tin* n*medie< whii*h the statute aftords to own(*rs of regis- 
tei'<*d t J'ade-mai’ks. 

Plaiiitiff iherefoi'f* ])i'ays that this Court decree that the 

oi’dei* of the ('ommissioiier of Patents of - —, - 

canc(*lling tin* c<*i*titicat(* of i-egistration of the trade-mai’k 
fabasco. Xo.i dated A])ril .3, 190b, to F. Mc- 

‘1!> Ilh(*nny's Son, was improperly and im])rovidently 
made and was and is void, and that such order be 
cancelleil and set aside and that said registration be re- 


1 


THOMAS E. EOBERTSOX, COM. OF PATEXTS 


31 


instated and decreed to lie valid and subsistjin^, and that 
])laintiff's trade-mark Tabasco be decreed toi be good and 
valid in law and entitled to reu'istration under Act of Con- 
gross of February 20, lOO."). i 

IMaintiff prays for the usual ])rocess of tjiis Court di¬ 
rected to the defendant, Xew Iberia Fxtracf of Tabasco 
Pe])])er ('o.. Ltd., requiring it to answer tliis l)ill of com- 
])laint, but not under oath, answer of the defendant under 
oath being hereby waived. ■ 

Plaintiff prays for such other and furtheii relief as to 
tlie Court shall seem equitable. j 

A copy of this bill has been served upon ithe Commis¬ 
sioner of Patents and se])arate co})ies U])on R. F. Trap]Kn" 
cV: Sons, Jeanerette, Louisiana, and (lebbardt Cliili Powder 
Company, San Antonio, Texas, who claim tb have some 
interest in the subject-matter. I 

MclLIIEXXV COMPAXY, 

Bv- , I 

Proslflenf} 
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United States District Court, Eastern District |of Louisiana, 

Xew Orleans Division. 

i 

i 

McIlhkxxy ('ompaxy, Plaintiff, I 

I 

vs. I 

I 

Xkw Ibkkia Extract of Tabasco Pepper ('ojvii’axy. Ltd., 

Defendant. i 


Ausir('r of Nov Ihvria Extract of Tabasco Pc}ipcr Com- 
l>ciiif, iJfl., to Pill of Coin})Iaiitt of .!/<7///c;///?/ Cowpaiu/f 
Plaintiff. ' ' r 

I 

I 

This defendant admits tliat Mcllhenny Com])any is a 
cor])oi'ation organized and existing under the; laws oi the 
Stati^ of Maine, and is a citizen of the State of|Maine. 

Tliis defendant admits tliat the X"ew Iberig Extrait of 
Tabasco Pe])])er Company, Ltd., this defendant, is a cor¬ 
poration organized and existing under the lawsj of the State 
of Louisiana, with its office and principal place of business 
inXew Iberia, Parish, Louisiana, and that thi.s defendant is 
a resident and inhabitant of the said City of !Xew Iberia, 
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Il;cri;i I\-nis!i. I.onisiniin, .-mi:! of llic Xow Orloaiis Division 
(>r tiu* Disti'icl of Louisiana, and that this delend- 

ant is the tin* Xcw ll»ci'ia l‘h\tra'*t of Ihiljasco Dep]>C‘r (V)in- 
paiiy. Ltd., r(*rci-i'«‘<l ir) in tin* hill of complaint. 

'Phis dt‘r»‘ndant admits that this proceedino* is 
41 hi-(nmhl under Section 4hlo of the K(‘viscd Statutes 
(Section !»4d() (’ompih*d Statutes) of the I’nited 
States. an<l that this c(nirt ha< jnrisdi(‘tion over the subject 
matttn* <>f this ]n'oce(‘diim' and of the ])arties hereto. 

'Phis d(‘fendant has no intei'est in the subject matter of 
this proc(‘(Mliim-, and this deftnidant disclaims all risrht, title 
and int<-i‘(*st in and to tin* same. 

XKAV IDLKM.V LXT1L\(’T OF TABASCO 
VV:VVKU (’O.MPAXV. LTD., 

By-, 

i(r-PrrsifJ(')if. 

Statf. of T>orisiA.\'A. 

T^dr’/sJi (,f Jhi'rhi, .ss-.* 

Mrs. Tamisc^ Caidry Moss, hcnim’ duly sworn, deposes and 
stat(‘S as follows : 

I am Vice-Pi'esithnit of tin* X"(‘w Ihei’ia Fxtract of Tabasco 

B(*p])(‘rOom]>any.Ltd. Said Xew Iberia Fxtract of Tabasco 

lh*])})«*i’ ('ompany. Li<l.. is an existing.' Louisiana cort)oration 

of Xew Iberia, Ibciaa Pai'ish. Louisiana, and T am duly an- 

thoia/'e(l to make this alVulavit and V(‘i'ilication for it and in 

its behalf. I ha\*(‘ read the above and for(‘e'oinu* answer bv 

* • 

nn* snbsc]ab(*d nd know the contents thereof, and the same 
is time. 


Snbsci-ibed and swoiai to befoia* me this 

A. D. V.)'2'2. 


dav of 


Xofarif Public. 
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Exhibit 3. 


Ill E<iuity. 
Xo. —. 


^ r cT I. HKX X Y (\)M PA XY 


VS. i 

j 

Xkw Ibkria Ex r!:.\(’T oi- Tai'.asc'o Pepper Company, Limited. 

i 

Tf) tli(‘ TToiioral)I(* iIk* Jndyc of llio District Court of the 

riiit(‘(I Slates Tor the Easlerii District of Louisiana: 

The ])(*titioii of Iiit(‘rvention of 1>. V. Tra])])ey & Sons, a 
co))artn(*rslii|) ('oni])os(‘(] of .and tlio individual members 
thereof viz.: l>. F. Tra])})(‘y, AVillie II. Tra])pey, Adam S. 
II. Trap])(‘y, Cieor.ui* J. Tra])p(‘y and P>ernard Trappey, Jr. 
(‘ach and all doTni('il(‘d in IIm' Parish of Tborih, Louisiana, 
and citizinis of the Stat(‘ of Tjonisiana and inhabitants of 
the East(‘rn District of Louisiana, respectfull.f shows and 
avers: | 

I- I 

I 

d'hat Sec. 401') T'. S. IL'visi'd Statutes, under which it 
is al!(*ii’(*d this suit is broiiuht, has no ai)pli('at^^^'‘ 
matter and thiim-s complained of and further thajt this Court 
is without Jurisdiction over the subject matter. ■ But in the 
alt(*rnative and only in case it should be determined that 
said S(‘c. 401.') has ajii^lication, tluni your intervpnor avers: 

TI. I 

I 

Since the year 1804, B. F. Trappey, one of 'your inter- 
V(‘nors, then and now living,- in Jeaneridte, Loiiisiana, has 
^rown on his farm in Iberia Parish, Louisiana, Tabasco 
p(‘p|)ers, and b(\irinnin,<i- in tin* yisar ISOd, manufactured and 
sold Tabasco I\‘pper Sauce, and from about thei year 1000, 
nnd(M' the mark on his lab(‘ls as Tabasco Pepper Sauce, had 
made and ('ontinu(‘d to mak(‘, and had sold and continued to 
sell, lar<>:e (plantities of said Tabasco Pepper Sauce 
4‘) all over the United States to various persons, and 
alone,- with all of your intervenors, who are the Suc- 
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(H*ssf)rs to tlio Tabasco Pei>i)er Sauce business and i^ood 
will oi'iuinally inau.u’urated by intorvtnior, B. V. Tra])])ey, 
continiK'd said manufa(*tnre and sale under said lab(‘l or 
niai'k, up to the ])res(‘nt time—all to tin* knowled.ii*e of com¬ 
plaint and its alU'ii'ed ])redec(*ssor of its all(\i»‘(‘d business 
and i'r)r)d will in Tabas(*o Pe])pe]' Sauc(‘, and without bin- 
dj*anc{‘ or objc^ction from Complainant or its ])redecessors 
until tin* institution of a suit in this Honorable Court, en- 
titl(‘<l Mcllbenny Co. vs. B. F. Tra])pey et als., Xo. Iblll 
()f tin* docket. 

iir. 

Foi’ many years prior to and since tin* yc'ar num(‘r- 

ous manufa(‘tur(*rs of Tabasco ]\*p])(*(‘r Sauci* manufac- 
tui*(*d and sole said P(*))per Sauct* und(*r vaiaous names or 
marks, iin*Iudin,<i‘ ^{\w nann* and word “'rabasco" and 
“'fabasco Pcp])ei‘, Sauce"—all to the knowl(‘dij:e of Com- 
j>lainant and its pre(b*(*(*ssors, F. .Mcllln*nny*s Son ^ind Fd- 
niund .Mcllbenny. 

IV. 

Prior to and since the yt*ar 18bl) “Tabasco" continu(*d to 
b(‘ and now is tin* nann* of a State oi* 'r(‘rritorv in .\l(*xico, 
of la rye* art‘a c*ontaininir seV(‘ral Citit*s and having; .a larirc* 
population, and amonii- the principal articl(*s consum(*d and 
dealt in and (*X])ort(*d from said State of 'fabasco, .Mexi(‘o, 
is “ Pimieiito de "I'abasco", meaniiii;’ “Tabasco Pe])])er." 

V. 

About the vear 18b0, and comnu*ncini*- Januarv ‘Jbtli, 
18r)<), so your inlervenors are infornn*d and beli(*ve, and in 
believinir aver; Tabasco Pei)pers and tin* seeds tliere- 
44 of were imported into the ITiited States, {)articularly 
at the ])orl of Xew Orleans, Louisiana, from said 
State of Tabasco, Mexico, and for manv vears thereafter, 
and said d'abasco Pe])])ers, are, were and always have been 
a well-known ve^'etable or ])e})per, g-rown in the State of 
Tabasco, Mexico, where it oriirinated, and in the State of 
Louisiana, and were and are sold in the market, and were 
and are us(*d and consumed as a coiidiment and article 
of food for many years prior to 1868 and since—all to the 
knowledge of complainant, and its predecessors; and in 
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the year 1870, Edmund Mcllhenny, CompMnant's prede¬ 
cessor in the manufacture and sale of Tabasco Pepper 
Sauce, well knew and in virtue of his knowledge admitted 
in writing that the pei)per sauce manufactured and sold 
by him under his label as Mcllhenny's Tabasco Pepper 
Sauce was made and prepared from a pepper known in the 
market as Tabasco Pe])per, by reason wherebf complainant 
is est()])])ed from asserting that the word ‘-‘Tabasco'’ as 
a])plied to ])e])i)er sauce exclusively indicates la sauce made 
and sold by com])lainant and its predecessors Edmund Mc- 
llhennv, and E. Mcllhennv's Son. ! 


VI. I 

About tlu‘ vear 1851, commencing Januarv ibid Februarv, 
1851, and up to the year 1804, or thereaboutsj, one Mansell 
\Vhit(‘, lb’0})rietor of Deer Kange Plantation,;in the Parish 
of Phnineniine, Louisiana, manufactured apd sold said 
Tabasco P(‘pper Sauce, under the mark as ^F-^tfact Ta¬ 
basco I^e})])er," and other marks indicating that the pepper 

sauce so manufactured and sold bv said Mansgll White was 

« 

and is Taliasco P(‘pper Sauce. And in addition to the Ta¬ 
basco IV))])(*r Sau(*e so manufactured and sold as such, all 
other })(*i'sons (‘iigaged in the cultivation of Tabasco Pep¬ 
pers, and in the manufa(*ture or ]ireparation pf it in sauce 
oi- (*xtracl called or liuTned such pi’e])aration ^fabasco Pep¬ 
per Sauc(‘ or Extract Taliasco Pepper, during!all the years 
from 1851 to th(‘ pres(‘nt time and particularly be- 
45 tw(‘en th(‘ y(‘ars 1898 and tlie jiresent titne. The a]i- 
])i‘llation of Tabasco Pepper Sauce or “Taliasco'’ 
was notoiMons, as being pe|)per sau<*e made fi’om 'I’abasco 
I\‘])pers and indicating their origin as originally coming 
fi-orn 'fabasco, .\i(‘xico. And accordingly, the tm-m or mark 
“Tabasco lh‘pp(‘r Sauce" is geograjihical and descri])tive, 
and has binni so used liy all persons and by mlinufacturers 
and dealers for n])wards of seventy years, apd by intei’- 
vcMioi-, R. F. Ti-a])p(‘y, and his successors your;intervenors, 
sinc(‘ the y(‘ar 1900 u]) to the present time. Apd complain¬ 
ant and its ))r(*d(‘cessoi-s well knew and have admitted ju¬ 
dicially and (*xtra judicially the long and unint^n-rupted use 
without hindrance on the part of any one, Iparticularly 
the pi'odecessors of comydainant, of the word'; “Tabasco” 
and Tabasco Pepper Sauce, by itnervenors ojn its labels 
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under the prominent desi.unnlion :>!* Tabasco Pepper Sauce 
and ill the manufacturi* and sab* ol' tlicii* Tabasco Pepper 
products for many y(‘ars coinnunuMiiii- about tlu‘ year 1900 
up to the pr(*sent time. l)y reason whereof complainant is 
estopjied from denyin.u' said lonu* and nnint(‘i’rupted use on 
the ]>art of intervenors and of others as hei'einliefore and 
1 1 e r eina f t e r ave rr ed. 

VII. 

Complainant's predecessor, IT .M. .Mcllheiiny's Son, on 
April d, 190(), under registration certilicat(‘ bVO;)."), la*!!*- 
istered in the Patimt Office a pr<‘tended ti'achmiark con- 
sistiiiii: of the woi*d “'l'al)asco" as appears from Kxhibit 
‘‘A" annexed to tin* bill of conpilaint h<‘r(‘in, but in (can¬ 
cellation proceeding’s Xo. S7 entith‘d Th(‘ X(‘W Hxn'ia Kx- 
tract of Tal)asco ih*ppcr Co. lad. vs. IT .McIIIumny son, the 
Commissioner of Pal (‘lit s cancel/ed said r(‘£rist rat ion on 
the ,i*Tound that said t(‘rm or mark “d'abasco/ is and was 
i;'eoi»'ra])hical and d(‘scri])tixa* as aj)])lied to P(‘p])er Sauce, 
and on the fnrlh(‘r ground that the aOidavit or dec- 
4f) laration made by .lohn A. McIIIumny, a memlier of 
the lirm of K. Mcllh(‘nny's Son, ann(‘xed ther(‘to and 
U])on which th(‘ r(‘,e,ist rat ion had b(H‘n ordered and was 
mad(‘, to tlu‘ i‘tT(‘ct that llu* ns(‘ of said t(‘rm bv tlie ree:is- 
trant had be(‘n rie,-htfully exclusivi*. wa< fals(‘ and fandii- 
leiit, and further that tlu* registrant durinu’ the so call(‘d 
ten year jieriod, had not ac'tual and (‘Xclusive use of the 
word “'rabasco" or tlu* words “'ra])asco l\*p})(‘r Sauce," 
which w(‘r(‘ th<‘ ])romiuent and siunilica.nl f(*atuivs of said 
reu-ist(*r(‘d marks. ()u appeal to tiu* (’ourt of .\])])(‘als of 
the District of Colund>ia, said ('ourt of .\])])(‘als anirnu'd 
th(‘ d(‘cisiou of th(‘ (’onunissioiu'v (»f Patents (I.*):! (). (}. r)47, 
.'U A])p. I). (’. 49)0), wher(‘U]'on said r(‘,uistration was duly 
cancel(Ml on .March *J()th, 1910, as will app(‘ar from Kxhibit 
‘‘R" annex(‘d to the bill of complaint. 

VTTT 

The d(‘cision of the ('ominission(‘r of Patents and its 
alhrmation by tlie ('ourt of A])])eals of the District of (Co¬ 
lumbia in cancellin.u'isaid rciristration for the reasons stated, 
is and was conclusive and binding on the com])lainant, and 
intervenors deny that any construction of tlie so called ten 
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y(‘;n' proviso oi* Iho \c\ ' Coimross of February 1905, 

by the said Court of Appeals, has In'Cii disapproved by the 
Snprenu‘ (’oiirt of the rait(‘d States—And iiiUu'vcuiors show 
that tlu‘ d(‘elai’atiou oi* aflidavit r('<|uired byi said proviso, 
and made and subscribed bv said J(»]in A. i^fcTllieunv was 
false and fi*audnleut. b(‘eaus(* said re.u-istrant and said John 
A. ^rellheimy W(‘ll knew of all th(‘ facts Inu’cMul'pefore averred 
and well kn(‘W that youi’ int(‘i‘V(‘nors and Feist and l>ohme, 
and th(‘ New Ilx'ria Fxtract of Tabasco Fep])(*r Co. 1J<1., 
and various otlnu' p(*rsons, inannfa.ctin^n’s aind d(‘al(-rs in 
Tabasco P(*]>pei* SaiK'c, W(*i*(* and had been bu* many years 
])i‘ior to 19()b and sinc(‘, iisiim' the woiid “Tabasco” 
47 on theij* labels, and in tin' v(‘ai‘ 190*2 s^id ^^(dlhennv 
so infoi’iiK'd his London Auc'iit, in writidu' to the elTc'ct 
that Ii(* had many conpx'ti1oi*s, and the// othei* linns were' 
s(*lli?m‘ ninh'i’ tin* nann* “'rabaseo" and eonld not lx* slo])])(‘d. 
^’onl• iiit(‘I'vc'iioi's fiM'tln'r show that Complaiinant is now 
(‘Stopped by tin* admission and conduct o!* itsj ])redec(*ssors 
to ass(‘i’t that it is (‘(juitably entitled to tin* la'lldj* ])rayed for. 

TX I 


A \ • 
\\ 


tin* exception of suit (‘iitith'd M<dlhenny C'o. vs. 
Ti‘ap))(‘y decided on October 22nd, 1!)21, now pc'iidin^- on 
a]>p(*al beroi*(‘ tin* Cnited States (di'cnit Court of A])peals, 
Fifth t’ii'cnil, and r<‘f(‘]’r(*d to in paI’a.ui'aph ojof tin* bill of 
complaint, <*ach and all tin* olh(‘i‘ (h'cisions th(‘i'ein sjx'cified 
and i’(‘nd(‘i'(*d by x'arions i*e(h‘]'al (’oni'ts W(*r(‘! so i’(*nd(*i’ed 
on ii!coniplet(‘ and insnflicient fac'ts and oji dirf(*n*nt facts 
and issues a.nd tin* facts, fi'ands a.nd ine(|niti(*.s on the ])art 
of complainant ln‘r(*in s(*t foiih, W(‘i'(* not brjr)nuht to tlie 
att(‘ntion of said (’onrls, and hen('(* not bindim^ upon inter- 
\(*nors, or otln'i's similarly sitnat(*d ami interest(*d. And 
int(*i'V(*noi's fniiln'r show that upon infoi*mati(ni and Ixdief, 
in tin* cas(* of M(dlh(*nny vs. Feist (.V: !>ohme, in tin* Unit(*d 
Stall's Disti’ict Coni't. foi- tin* \V(*st(*i-n District of 'Ti'xas, 
sittin.ir at (Jalv(*ston, Texas, wln'rein ComplalinanCs pre- 
d(‘(‘C‘sso]-, F. M(dlln*nnv's Son, ])i'ay(*d to be ddjnd.ux'd the 
owni'r of tin* mark “Tabasco” as applic'd to ]re])per sauce, 
a d(*ci'(*e was (*nt(*r(*d di'iiyini*’ tin* injnnction! ])rayed for 
a.u'ainst said Fi'ist (S: Rohme, fi'om si'llim*’p(‘ppeii sauce under 
tin* nam(* “Tabasco” upoji any pepper sauce Isabel wlialso- 


V. S. OF A. KX I:KL. william T.. SYMONS VS. 


. > 1 ^ 


over. Tlint (*(nnj>laiiia!il *s said i r(*(li‘cc‘ssor aciiuioseod in 
lli(‘ Jialiinicnl in said (*aus(‘, ami al)aml()m*d all claim in tlu‘ 
|)r(‘mis(*s. 

X 

niioralxjiit Hciolxo* L’l, 11) rj, 1 Ik* Suprcmc‘(’oiii’l ot 

4S Louisiana, ill 1 Ik* casi* cniitI(‘d Xcw IlK*ria lv\tra(‘t of 

4’aI>asro L<‘|tj)<*r (’(nnpaiiy. Ltd, vs. l*L MedllK*nnv's 

Son, (“t al, L”>’J Laj 1*0)). I4!t, di'ridcd that complainant s said 

pi'c<Icccssor had no riiilit to i1k* exclusive* nse* ot tlu* word 

“Tahasco*'. kikI fnrl 1 i<‘ 1’ decided that the* caiK'e*lIation pro- 

ce*e*<limis hcr<*in xnmht tee he* annnlh'el, fore*\’e*r ce)nclnde*d 

('ennplainant’s pi-eeh*e'e*s>e)r t'rom asse*rtin^- a le*.ual ri.uiit to 

the* e'Xe'llIsive* llSe* e)f llie* We>rel “'raLaSce)’* as el(*scri])t iv(' 

e)t’ the* pe*])pe*]* saiie-e* inaeh* hy lhe*nL ddie* jnelLrnu*nt ill said 

suit hv the* Siioi-e*itK* (’oiiiM e)|‘ lAniisiaiia is ave*rre*el 1)V in- 
• * ’ • 

t t*r\'e*n<*rs to he (nhiid/'dfa which saiel jiKlii’nK*nt is spo- 
e*ial!ly >e*t np in l*ar ami as an e*stop-pe*I te» the* r(*lie*l' ])ray(‘d 
tor he*re*in. 

XI 

As will appe*ar fre)m the* t’e>re*m)ini.i' el(*cisie)n eef the* Sn- 
pre*nie* (’e)nrt eef Leniisiaiia, saiel I*]. Mcllh(‘nny's Son, com¬ 
plainant's pi-e‘<le'e*csse)r. we*re* aeljmlLn*el li’iiilty e)f lihcl and 
we*re* e*oi:ele*inne*d to )>a>’ mito the* New ll)e*ria hLxtrae't of 
'ral»ase*e) Le*ppe*r ('o. Ltel, dainaLie*s in the*siime)f Five*'I'lion- 
sanel (>^ 0 , 0110 ) l><illnr>. 'rhe‘i-e*at‘te*r, that is tee sav, afte*r ()e*- 
te)l>e‘r'_M, LM*_h aiiel aheeiit Xe)\-eml)e*r .‘Kttli, lhl4, se) inte*rvcn- 
ors are* inloiam'd kikI helie‘\’e*, ami in so l)e*lie*viim' aven*. said 
X(*w II>e‘ria Fxtrae-t of 'Tahase-ee Fe*ppe‘r (’e>. Ltel, ami saiel 
('emiplainant *s pi'e*ele*ee*ssor e‘iite*re*el into an aiz‘re*e*nie‘n1, tlie^ 
e!e*Jails e)f \\hie*h afe* inikiieewii te> inte*rve'm)rs, wlie*re*l)y for a 
e*e)nsiele*rat ieni p.aiel hy F. Me*l lln'iiny's Se)n, the* saiel X(*w 
Ihena t'e>., aL:re*e*el tee re*tire* freein the* Tahase'e) Fe*ppe*r Sane*e* 
hiisim*ss, aiiel nmh'r which aLire*e*nK*nt the* <e» e*alle*el e*e)nse*nt 
ele*e*re*e* aiiel injunction was issm*el hy the* rnite*el State's Fir¬ 
e-nit ('eeiirt for the*,iLaste'rn Listi-ie-t eef !h*nnsylvania, se*t out 
in para^’raph 4 e)!' the* hill eet* e-eemplaint he*re*iiL Xow vour 
inte*r\’e*mirs show,.that the* acts ami ehhnirs e>f e-oTn])lainant's 
pre‘ele*e'e*sse)r as he*i*e*in a\‘e*rre*el are* ami we*re* a.iiainst eKpiitv 
ami ,Lie>e>d e-e)nse-ie*nce*, ami was eh'siyneel ami e-e)nsuin-ate*el fe»r 
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tlie purpose of peri)etna>' i.u' llu* frauds and nniu'liinations of 
(*oin])lainant n])on the ])nl)li(* and a.uainM your inler- 

49 venors and all ollnn’ ixn'sons siinilarlyj silnalod and 

intor(*stod. | 

1 

XTT 

rnlerv(*noi‘s liavi* no kno\vl<‘du(* as to tli(‘ (|‘xtont of dis¬ 
coid innaiua* of tli(‘ ns(‘ of Ili(‘ word “'ral^ascfj” as a name 
or d(‘sinna1 ion of ]K*pp(‘i* sanc<‘ of iIk* inannliactnrers and 
deal(‘rs as avc‘rr(‘d in ])ara,iira])li (5 of lli(‘ hill pf complaint, 
and tli(‘i'cfor(‘ intervenors ar(‘ nnahh* to admit or denv the 
saim*. I>nt int(‘rv(‘nors av(‘r that complainant's ])i‘(‘d(‘c(‘Ssor 
havini 4 ‘ full knowh*d.i>c of yonr iidcrvcmor's !])i’cdecessors 
ns(‘ of th(‘ word “Tahasco" in th(‘ year 1900 m'ade no ohjec- 
tion, nor to Feist vJc l>olini(* in the year 1S!)S, ijor to otln*rs, 
hnt on tlu‘ contrary waived all ohjcclions, anjd ac(juiesced 
in the ns(‘ of the said woi’d “'rahasco", an<l “Tabasco F(‘p- 
])(‘r Sance" on the lah(‘ls of intej'vciiors, FeiSl lh)hm(‘, 
and others si?nilarlv sitna1(‘d. ^’onr iid(‘rveinors do not 
admit, hnt on tin* coidi’ary deny that (k)m])lainant, its ])i*e- 
(k‘cess(trs, or any om* (*ls(‘, has or had an e.\Tlnsiv(‘ ini*ht 
to the ns(‘ of tin* word “O'ahasc'o" as appliejd to pe]j])er 
sance. i 

XIII. 1 

i 

Int(*rv(*nors speciallx’ den\' that lli<* word “Tahast'o" as 
a])pli(*d to ]K‘i)per sance, imlicatcs orie'in of manufacture, 
or that the sanci* to which the leinn is applied is a sanc<* 
mad(‘ hy kh M(dlh(*niiy of Xew Iheria, Louisiana, and his 
snccessoi’s, and s])eciall\’ deny that for manyj y(*ai’s ])ast, 
the word “'I'ahasco" indica1(‘d oi'iein of mannfac'tnr(‘ with 
the complainani only, oi* that said word was ;i|iid is fanci¬ 
ful only and as all(‘.eed in pai'aau'apli 7 of iheihill of com- 
])laint. Intei*venoi-s d<*ny each and eV(‘i'y statement con¬ 
tained in said pai*au-rai)h 7, part icnlai’ly llnl char.ii'e of 
s])oradi(', limited uses, oi* now discontinned ns(y/ hy mann- 
factni‘ei's, d(*alei's and nsei's of tla* word “'rahasco,'’ and 
on the contrai'y, interv(*noi*s aver that such n^(‘ was ‘ (‘ij- 
ei'al foi’ many y(‘ars ))i*ioi* to 1909 and sinc(‘, as h(‘re- 

50 inhefoi-(‘ av(‘i*r(‘d hv in1(‘rvenoi’s, aveinnnb' that such 
ns(* was w(‘ll known to com))Iainan1 and its ])i-(‘deces- 

sors, in consecpiencc* wher(*of com))lainant and its ])rede- 


40 


V. S. OK A. ]:x l^KL. WllJJAM L. SYMONS VS. 


('(‘ssors iH‘V(‘r liad ihc (‘Xc]nsi\(‘ n.'- of said word, nor could 
it liav(* sncli al](‘.ii<‘d (‘xcliisixa* ns(‘ lK‘caiis(‘ of llu‘ facts luo'c- 
iiil)ct'oi’c r(‘cil<‘d. ]iil(‘r\'ciior, I'>. 1*'’. 'l’ra])|)(*y, liad l)C(‘]i 
<^rowinii- aji avc]'ai 4 <* of twenty acres per year of Tabasco 
])e])p(‘i's. sinc(‘ 11)00, and conlinne(l to inannfaclni’(‘ and s(‘l] 
"I'abasco i^‘p]K‘r sant'(‘ witliin a few inilc's of c(»Tn])lainan1's 
pr<‘t|(‘C(‘ssoi-s, wliicli facts w(‘i’(* W(‘il known to complainant's 
]n*ed(MM‘ssoi-s, and to coni]»lainant. 'fliat for many y(‘ars 
]H‘ior to loot), and since, complainant's ])]‘(‘(l(‘fM‘ssoi\ mann- 
factar<‘d and sol<l 'fabasco IN‘])]><*r \'in(‘U‘aix ainl a liin'lv 
])owd(‘red dry ]n‘])]i(‘i- as powd('r(‘d 'I'abasco, and ])i’io]‘ to 
1014 >o!d t<* doal'o-s, “1'aba<co ])(‘))|)ers" wlio ns(*d thorn to 
mannfactnr(‘ and <r]] “'Tabasco lh‘])|)(*r sance," and als(’) 
sohl 'Tabasco pi‘]>]H*i’ scods on oi*d(‘i‘s d(“si^-iiat in^’ tin* s<‘ed 
as “ Tabasco Pcppi'r Sord," 

XTV. 


()n or abonl March ilOih, l!)H), eom])lainant's ])i-ed(‘C(‘S- 
soi- had nolict* nf tin* final adjiidicati^m of lh(‘ ('onrt of A])- 
]K‘als of the District of (’olnmbia and tin* cancellation of 
said i’e»_;-ls1 i‘a1 ion Xo. bbTIb by tin* ('ommissioin*!* of Pat- 
<*nts. Xo bill in c(jnily nndei- Section 401.') V. S. IP S., to 
7-(‘\'iew said ca.nc(*lla1 ion by tin* (’ommissioin*!* of Patents 
was oi' had b(‘(*n tiled In any District or (hrenit Coni't of 
tin* Ignited Stalt's. until tlie liliiiL:’ of this bill on .lannai'y 
tith. lO'J'J, and accoiMinL:l\' (’oinplainant and its pi*(‘deces- 
soi’. In. Melihenny's S(»n ha\(* |)t*i’mitt(*d mort* than t(*n 
y(*a]*s to elapse. M ith tiill kiiowledi^’e of all tin* facts, and 
of said cancellation of Mari*h 'Jtith. 11)10, eomplainant and 
its prt*dec(*ssor ha\'(* b(*(‘n and ari* Liiiilty of un'oss lacln's, 
which is sp(*cially jdeaded her(*in. 'Tin* la])S(* of tinn* has 
cainaed with it th<* memoi-y and life of mat(*rial wit- 
.')1 in*ss(*s, tin* mnnim(*nts of (‘vi(b‘nc(*, and oth(‘r m(*ans 
of judicial ])i'oof that it wonid be au'ainst (*(inity and 
ii'ood conscience* to allow tin* complainant to take* advantau'e* 
of its n(*Lij(*ct, ac'pnesc(*nc(* and tin* lonii* delay. .\nd fnr- 
tln*i', intei'vejioi- ad'litionally ]>h*ads tin* ])r(*scri])tion and 
statnt(*s of limitation of one y(*ar nnd(‘r and by virtin* of 
S(*ction 4S1)4 of tin* l\(‘visi*d Statutes of tin* Unit(*d Stnt(‘s, 
in bar of tin* r<*li(*f soimlit by com])lainant. 

\Vln‘i‘efor<* int»*i‘Venoi-s pray that they be* pe*i‘mitted to 
intervene* in this cause as a def(‘ndant, and that this peti- 
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tioii of iiitervciilioii ]h‘ ('Oiisidereil as an niiHwoi* 1o com¬ 
plainant's oriiiinal l>ill. and that the relief soiitilit hr com- 
plainant's bill be denied, and rejected, aiui intervenors 
in'ay for cosN and for .general and eipiitable! relief as in 
dnlv bound. i 


Solicitors for Jlitcrroiors. 
l^crificafioK. i 

I 

P>efore me, the nndei-si.m-ncd antliority, ])erHonally came 
and a])peared B. F. d'l-ajpiey. wbo declared, jliat be is a 
m(‘ml)er of lb F. d'raipx-y and Sons, and one! of Ibe peti¬ 
tioners, and is antboi-i/s'd to subscribe to ibis alTidavit; 
that be lias ivnid tbe forcLi’oina- pot it ion of iintervent ion, 
knows tlie contoiits tlioi-c<>f, end tbat all tln^ alleii-ations of 
fact con1ain(‘d tberoin ai'o t rno, save and (‘Xcepi as to tliose 
alleu-ations exiirossiv mad(‘ on infoi-matiion and be- 

^ * I 

')2 li(‘f, and as to lb(‘se afriant believes them to be true. 


Sworn to and subscribed Itefoia^ me this — d^iy of Janu¬ 
ary, 1922. I 


Xofafij P)ihlic. 


Orth'}'. 


d'bo ])olition of iiitoi’vonti-'ni of H. F. Tra])])ey Sons, 
and of B. F. d'i*a))j)oy, Willie 11. d'i-a])])ey, .^dam S. II. 
d'l-appey, (Jeoryo .1. 'I'ra])i)oy and Beiniard Tila])])(‘y, Jr., 
belnii* ])i’(*<on1ed to ibis ronrt, it is ord('red tliat said B. F. 
d'ra])])ey Sons, anil B. F. 'ri-a])j)ey, Willie ]][. Trai)pey, 
Adam S. U. 'rraipjey, (Jeoryi* J. Ti*appey aiid Bernard 
d'rapp(‘y Jr. lx* i)(*rmitt(*d to int<*rvene in tbi;s cause as 
defendants, and tbat tbeir said ])etilion of intervention be 
considered as an answer to comiilainant's ori'^inal bill. 

New Orleans, La., January —, 1922. i 


Judge. 


G —4757a 
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Exhibit 4. 


Ill the Disti’ict 
District 


Ecni-t ot* the Ignited States for the Eastern 
of Louisiana, New Orleans Division. 


In Equity. 


Xo. —. 


2^1 C IL n EN X V ( 'oM PA N Y 


VS. 


X^KW 1bei:ia Exti:aot of 'I'abasco Peppee Oo., Ltd. 

Mofitfii in Dismiss hff />. F. Trajipcji (0 Sm/s, Ditcrvoiors. 

To the Iloiiorahle tin* .hide-es of the District Court of tlie 
United States foi* the Eastern District of Louisiana: 


Xow comes I>. F, Tixipoey c'c Sons for the purpose allowed 
to interven(‘ and move's to dismiss the hill for lack of juris¬ 
diction in this (’oiirt ovei* the' subject matter or allen'ed 
cause ot‘ action, and on the eiH>und that this cause is not 
a suit arising- un(h*r the 'fraih'-Mark Law of the United 
States or uinler Section dtHo of the lU'vised Statutes of 
the United States. 


f 

Aftomrii for B. F. Trappvy S Sons. 


Service accepted this 


dav of Januarv, 19*23. 

• » 


Atinniop for MclUnninp Co. 


I 
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Exhibit 5. 


In tlie District Court of tlic United States for! the Eastern 
District of Louisiana, Xew Orleans Division. 

< I 

In Equity. | 

I 

1 

j 

Xo. —. i 

McIlhexxy Company 

I 

I 

1 

vs. 1 

j 

Xew Iberia Extract of Tabasco Pepper Co., I Ltd. ; B. F. 

Trappey, AVillic IL Tra])])ey, Adam S. III. Trapi^ey, 

Geor<ie J. Trappey, and IkuTiard Trappey, Jr., Trading 

as B. F. Trapiiey lV: Sons, Intervenors. ! 

Sfipiilafioii. \ 

It is stiinilated and agreed by and l)etween! counsel for 

Alclllienny Comjiany and counsel for B. F. Tnippey, et al., 
intervenors in the above entitled suit, as follows: 

1. That either ])arty hereto may offer in| evidence a 
l)rinted copy of Alcllhenny Company's trademark regis¬ 
tration X’o. 51035, dated April 3rd, 100(1, without the neces¬ 
sity of obtaining a certified copy of such registration. 

2. That “Exhibit 5A" attiiched hei'eto is a ti'ue copy of 
an ap]>lication for cancellation of trademarki Xo. 51035, 
registered A})ril 3rd, lOOb, foi- ])(‘p])cr-sauce, |filed in the 
United States Patent Ollice 1)y Xew llxn-ia Extract of Ta¬ 
basco Pepper Co., Ltd., against E. Alcllhenny'.s Son. 

3. That “Exhibit 51U' attaclied liereto is a t|rue copy of 
the answer of E. Alclllieiiny's Son to the jietitiion for can¬ 
cellation of trademark Xo. 51()‘t5, i-egistered| A])ril 3rd, 

190() for pepper-sauce, tiled by Xew Iberia Extract 
55 of Tabasco J^ep})ei' C(R, Ltd. I 

4. That “Exliibit 5(/“ attach(‘d hereto is a true 
co])y of the o])iniou of the Examiner of Iiit(‘rfe|i-en('es upon 
said application for cancellation of trad(*niark Xo. 51035 
hereinbefore referred to. ; 

5. That “Exhibit 5D“ attach(‘d her(‘lo is a tii'iie copy of 
the opinion of the Commissioner of Patinits uljion the ap¬ 
peal from the decision of the Examiner of Interferences 


i 

I 
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Upon said aj)i)lit*ation for cancellation of trademark 
510d5 hereinbefore referred to. 

(). 'fliat “i'lxhihit 5K" attached hereto is a true copy of 
tile opinion of the (’ourt of Appeals of the District of (’o- 
lum])ia u])()n the a])peal ffom the decision of tlic (\mimis- 
sioner of Ihitents u])on saiil ap]»]ication for cancellation 
(»f ti'adeniark Xo. olo;).') liereiniKd'ore r(‘ferred to. 

7. That ‘‘Exhiliit 5F" attached hereto is a true copy of 
the ordcu* of the Fouimissioner of Patents, dated March 
2h, l!)in. caiicellinu- trademark Xo. ."ilO.'k). rciristered bv Ed- 
mund .Mcllhenny on April ‘>rd, iPOb for ])(‘pper-sauco. 

8. That “Exhiiht .MJ" attaclied liereto is a true copy of 
the decree hied Xoveniber .‘iOlh. Ihl4 in the Distriet (hnirt 
of th(‘ I’nited States for tiie Eastern District of Penn¬ 
sylvania in a certain action ])et\\a*i‘n Mclihenny ('ompany, 
tlie coiU])lainant. ayainst 'bin* X(*w Pieria Extract of Ta¬ 
basco Pi*])})(‘r (7>.. Ltd., cl ah, d(‘fendants, as of A])ril Ses¬ 
sion. P.'Ph Xo. 47.’), said d(*crc(‘ b(nne,' a consent decr(*(‘ en- 
tered for the pur])Ose of dis))o.>ini»’ of the action. 

h. 4'hat counsel for tin* }a»rties liereto may refer to as 
the record of this case the ])i'inted record in cancellation 
])roct“edinus E. M(dlhenny*s Son, App(‘llant, vs. Xew llieria 
Extract of Tabasco Pcp])er (’o.. Ltd., Patmit Ap- 
bb peal I)o(,*kct iX’o. lil’b ('onrl of Ai)])eals, Distinct of 
(’olumlha, OctolxM* T<'nn. tlu* pi'intc(l record 

in opposiliim procinxlinys Mcdlhenny Coimpany, Ap])el1ant, 
\'s. 1>. F, 4 ra]tpov, Ihilent .\p])(*al I)o«-k«‘t Xo. 14-i(’>, (*ourt 
of A])p(nds <d‘ the District of Folnnilha, ()ctober T(‘i'in, 
lb20: the printed record in canc(‘llation ]>r()rcedinys E. 
iMcIllienny*s Son. A])])ellant, vs. P>. F. Ti-aj)p(\v Son.s, 
Pa.tcnit Append Docket Xo. 14()'^, (’oiirt of Appeals of t'he 
District of (’olumbia, April 'rerm. the ])i-inted record 

in cancellation ])roceedine-s E. Mcllhenny's Son, Appellant, 
vs. B. F. Trappey »S: Sons. Pa.tmit A])])ea! Docket Xo. 14 f)r>. 
Fourt of A])]»eals of the District of (hdumbia. A])ril Term 
1921 ; and the ]irinted 'fi-anscri])! of Pecord, Supremo (V)urt 
of tlu‘ Fnite’d Stati‘s. October 'rmnii, 1!>22, Xo. b.Tb B. F. 
4 rap])ey (4 als.. Petitioners, vs. .Mclllnniny (k>m]')any, re- 
.spondent, (certilication of said records lieinir waivenl). 

That this sti]uilation may be introduced in evidence bv 
either ])arty, all objections based upon the form of proof 
beinir waived, provided, however, that either party may 
make any objections on the irround of irrelevancy, imma- 
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teriality and incompeteiVv y to any of tlio facts s['t forth in 
tliis stipulation or in any of the Kxhihits luM-otd. 

~ I ^ 

for Mcfllniimi CynHpainj. 

j ^ 

('ouusol for I). F. V’/r 7;;p>// rt al. 

i 

I 

o7 “ KxillIHT oA." j 

I 

Xkw lni:i:iA K.\”n:A('T rv 'I'ai'.asco Pkimm:!: Coi, Ltd., 


L. .Mcdi.HKNNv's Son. | 

i 

I 

Docket Llcrk, .May IS, 1IM)S. V. S. {k'.t(‘iit Dllic'c. 

! 

A/>j)licatfoi/ for ('ojtccJJ oFom nf 1'rod c-iiki r1: A'o. 

crod Aj)r'd .‘k I'.MXi, far Ponjx'r S<i\ic(\ 

I 

To tile (Commissioner of Patents: | 

i 

I 

In tlu* matter (‘f trad(‘-niark .\o. oLOd.") foir tln^ woi-d 

‘‘Tahasco" for P(‘|>p(*r Sauce, i-eulstcrtMl A])ril|‘k DOfi, hy 

John A. Mclllieimy a- a memhm- of tlie tiiaa, aiijl on helialf 

of K. .Mclllicniiv's Sou, doini:' hu-diu'ss niidec tlni fn-ni nam(‘ 

and stvle of L. .M(dlHuuiuvSnu. dnnii('il'*d at .\verv's 
’ • . * • . ' • 

Island, llxM'ia parisk. Slate of Penisiaiia, ac'-oiMinn’ to the 

ap|)Iications for said tr.-idc-niark, comjins(*d ofjthe follow¬ 
ing'rrennhc'rs: .Ml'S. Mai'v P. A\'crv .McI llicnnv. .Iloiin Averv 

• • « I • 

.M(dlhenny, Kdward Avery .M(dl!!enny. .^irs. .\jarv Avery 
Mclllnniny I')ra<lfo]'d, K'nfns .M(dlln*nny, Sarah Av(‘ry 
Mcllhenny, and I’anl Mclllienny. citizens of jtlie T^nit(Ml 
States and of tin* State of Louisiana, snc/essoi-s of the 
lat(‘ Ldmnnd .Mcllhenny. their snc(‘'‘sso)'s or a-'S'e'ns. 

T, (\ P. .Moss, Di'esidi'ut of the Xew ThiO'ia I lv\'11'act of 
Tabasco P(‘]'])er (Conpjany, Ltd., as presiileiit .-Jnd a stock- 
holdei’ of said cor])oraiion and for and on behalf of the 
sami*, do h(‘r(‘by a.nihy fej- iji.* cancen’ilion of tin* r(“A'is1ra- 
tion of th(‘ abov(‘ desiynatecl t i'ad(‘-mark! 
oS That the said corjioration of yonr pj'tjtioner. The 

X"ew Tbio'ia LxtracI of 'Fabasco l^i'-ppcnr (Coin])any, 
Ltd., was at all of the tinn* h<‘n‘inaft(n' mentioned and is 
a corporation dnly ci'eat(Ml, oi"j;aiiiz(‘d, and exi^tiny’ under 
and by virtue of the laws of tin* State of Louisiana, and 
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lias niaiiilaiiUMl its jiriiicipal office for the transaction of 
hnsiness in the town of Xew Iberia, in the State of Louisi¬ 
ana. and is a citizini and resident of said State, and is 
fully aiilhorizeil ;uid (*in])owered by law to manufacture and 
sell at lioine and abi-oad Tabasco Pe])])er Sauce, Latsu]), 
(‘t<*., foi- food pi’oducts. 

'!'h(‘ grounds for canc(*llation are as follows: 

1. d'hat th(‘ r<‘L:istration of said word ‘‘Tabasco" as a 
ti*adcni;irk f(;r Pepjier Sauce by John A. McTlhenny, as 
afo!'»‘^;dd. was conti-ai'y to and in violation of the trade- 
mai'k law, approved February *20, lOOb, and es])ecially the 
last proviso of >eetion b thereof as follows: 

**-!'/'/ furtln'r. That nothinu’ luMadn shall t)r(‘- 

\'(‘i!t the resist rat i<in of any mark used by the a])]dicant or 
]ii> Ic'-cssoi-s. or by those* from whom the title* to the 
mark is derived, in commerce with foreii^n nations or 
;’nuuie- tie* several States, oi* with Indian tribc*s, which was 
in actual an 1 r.t <■}}i.<trr as a trade-mark of tin* a])]dd- 
eant oi* Ids ))red<*'.M*ssoi's from whom he d(*rived title for 
frt' lU'Xt pi’e-cediny tin* ])assaye of this ai't." 

in that said tr:nle-mark is not a t(*chnical trad(‘-mark. and 
was not in tin* r.ifhfsirt' /rsr of said a])])licant for feu 
next ]trce(*din'_:- the j)assau'e of this act, inasmuch as your 
1 )etitioin*]' and othei-s have* o])(*]dy used the word “T;i- 
basco" as a descriptive luinn* for Fei)])e*r Sauce* for se*v- 
ei-al years ]»rioi- to the ])assaye* of saiel act. anel siin-e* that 
tiTUe thi’oueliout tin* Thiite*el States and with fore*iyn na¬ 
tions, :'.s in*r(‘iiiafte*r shown. 

2. 'That t]i«* application of F. McTlhe*nny's Son for the 
re*eistI’.atinn of the* woi-el “'Tabasce)" as a trade-mark for 

P<*n])»‘r Sauce* for feerul proelucts. tiled by John A. 
bl) .Medlln*iiny June 12. Ibdb. was reject eel by tln^ ex- 
attdnei- of lrade*-marks on Se])tembe*i* !!>, ItlOb. on 
tin* emunels that it was “u'eoei'a]>hical or mere*ly de*scri])- 
ti\'e‘ of tile e'oods." whiedi re*jee'tion was based on a ])ro- 
viso e>f s(‘e'l;o‘n b of saiel ae*t as follows: 

" Pn>r'itJr,l, That no mark whie-h consists merely in the 
name* e)f an iinlivielual, firm, e'e)r])oration, or assoedation. 
ne)t writte*n, printe'd. im])re*sse*el or we)ven in some* partieni- 
lar or distinctive m:uine*r or in association with a jieirtraiL 
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of the individual, or morolv in words or devilces which are 
(Je.'^rrlpfirc of the i>'Oods with Avhich they are ito be used, or 
of the character or quality of such e,-oods, or jmerely a g*eo- 
gra])hical name or term, shall he registered ui|der the terms 
of this act." i 


• > rpi 


That on or about October b, 1905, ainqlnu* applica¬ 
tion for the rei>-istration of the word ‘‘Tabasco" as a trade- 

t 

mark for Pe])])er Sauce for food ])roducts was filed l)y said 
K. McTlhenny's Son; that said second ai)])lichtion was not 
for a technical trade-mark, inasmuch as the word ‘‘Ta¬ 
basco" is descriptive of the goods in connection with which 
it is used, in that the word “Tabasco" is the name of a 
well-known pepper seed grown in tropical (S'ountries and 
in various States of the TTiited States, and island has been 
for years ])ast catalogued by and on sale with dealers in 
agricultural seeds in many southern and Yestern cities 
of the United States, and is used by various jpersons, firms 
and corporations in the manufacture and sqle of ])e])]ier 
sauces, relishes, catsiq^s, etc., for use in connection with 
food products. I 

4. That the oaths to said a])])lications, til(‘d on October 
9, 1905, and February 19, 1900, embrace the following 
lan!^-uage: “John A. ^IcTlhonny, being duly sy-orn, deposes 
and says that he is a member of th(‘ firm, Hie a])plicant 
named in the forc'going statement * * that lie be¬ 

lieves said statement to be true: that he lielieives said firm 
of F. ^rclllienny's Son to be the owner of tlije trade-mark 
sought to be registei-ed * ^ *■' and that, to the 

00 liest of his knowledge and belief, such juse has been 
PxrJufiirc.'^ i 

I 

ddiat the last clause of said oath, to wit, band that to 
the best of his knowledge and belief such use!has been ex- 
clusiv(‘," was not true, and said John A. MHJienny was 
in a ])osition to have known, if he actually did not know, 
that said statement in said oath that the nsej of the word 
‘‘Tabasco" had been rxchisirr was not true, and was false 
and misleading, if not actually fraudulently made to secure 
the registration of the said word as a trade-mqrk: that said 
misrepresentation misled the examiner of trade-marks, re¬ 
lying upon said oaths as a compliance with tjhe provision, 
of the law aforesaid, to the effect that such applicant was 
in actual and exclusive use of the word as a trade-mark for 
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s.Miicf* till* jici’icd ot t(*ii yonrs iioxt prooccliiiL!;' 
tlir* ])assny(' of said law, and r(‘lyinii* tlun-oon did cause said 
eXtiniijM'T" io roi;'!stc]' said t I’a'lc-inai’k. wliic'h reii’i strati on is 
in violation of tin* law afoi-(‘sa.id. is illeii'al, and therefore 
slionid h(‘ ('ain'cliod. 

"). 'I'hat tli<‘ corporation of yoni' ])etitioner, as well as 
othei’s. as shown hy tlio arfida''it ('f (o^orii'e A. Rayle an- 
]n‘xcd Ino’cto and inarlcoil Inxldhit T. which afTidavit and its 
Kxhihits A. R. (’ of t]-adc-niai*ks used, it is prayed may he 
considered a< pai't of tliis ])ctition and of the same efTect 
as if fnlly sot ont Ino'oin. had ns<‘d the word ‘Hhihasco" for 
T'*o|n>oi- Sa.iioo foi- food ])i-odncts as a descriptive name of 
e‘ood< in connectirm with whidi it is used and on their trade¬ 
marks in trailpiu’tIp'oimlient tliel nit'*(l States and with lor- 
eia'n nations '^•e]»'‘i‘ally tor a period of more thati five yt'ai’s 
pa.>y and tli-'t tlie corpora!i<»n of yonr ])etitioinn* has been 
ma]'k<*i ini:- tlieir ]n-odnet i'.\‘ d'a.ha-co Rep]>ei- Sance for food 
].rodjiels. in tin* rnit(‘d State-; sin"e .Tannary. 1901, and in 
Canada -ince al)ont Decotnher, 1902: moreover, yonr 
01 ]‘el it ioner ojf I n*('end)ei- 20, 1 tMK!, secured the I'eii'isti'a- 
tion of his trade-]nai-k Xo. r)S.s94. i)i(‘refoi*, n-^in.!*’ tlie 
descripti\'e iiann* of tin* L*-ood<. to wit, * *'rahas(*o," in con- 
n‘*clion 1 herewith. la faesindile of wlii<'h is attached hereto 
and m.-irked Idxliihit a^ a p:ii‘t of this ])etition, 

0. d'hat for more than li\'e years ])ast Raha^^co Pepper 
Sanc«‘. Catsup, etc.. hav<“ keen mainifactnred, marketed, and 
sold l»y various ])ersons. tirms, and cor))orations thronirh- 
ont the Pnited States and shi|i])ed to .-pnl sold in foiad^n 
countries, ainl that. im]>rovenn‘nts and new ])re])arations of 
Pc‘])per Sanee, (kitsnp, ete., for food ])rodncts are heiipii: 
rnaih* from time to tin.n*. Inaviim- as a basis Tabasco Pepper 
Sauce, dhd'asco Pe]e.:er or its i‘vtraci, and that, therefore, 
tin* resistra.tion of said word “'rab.-isco" was contrary to 
tile intent. pr'>vi>i(>ns. and pnt-nesj's of said tradt‘-mark law. 

7. ddiat said (inn of Id. Mcl Ihenny's Son, reiiistrant, were 
TK'it entitled to the e>clnsi\'(‘ n<e nor (*onld they lawfully rei;’- 
ister >:ii«l wor<l “9'ab:m<o** as :i trade-nmrk for Pep]:)er 
Sauce, inasmuch as sai<l word had lun'orne .u'eneric and de- 
s(*ri]'ti^■e of the yoods in conm^ctiou with which it was used 
at th(* lim(‘ of said r<‘yist rat ion, either by prior use or owinp^ 
to tlna fai't that Edmund ^bdlhenny, deceased, formerly a 
member of said firm of iNIc I Ihenny's Son, obtained a patent 
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Xo. 107,701, dated September 27, 1870, for Tabasco Pepper 
Saiu*e, wliich patent has long since expired, and said patent 
and other rights for the prei^arations of Tab^^sco Pepper 
Sauce for food ])roducts lias liecome publici juris; wherefore 
its registration was illegal and should be canceled. 

8. That the name “Tabasco’- is a geographical word, be¬ 
ing the name of a large and ])rominent State of the Republic 

of Mexico, and that the registration of this word as 
02 a d(‘scri])tive word of the product in connection with 

which it is used was contrary to the intent and pur¬ 
pose of said law and especially to the first land second 
provisos of section 5 thereof. | 

9. 'I'liat tlu‘ r(‘gistration of the said word “Tal)as(*o” as 
a trado-mai’k for Peiiper Sauce for food products by said 
John A. Mcdllienny, for and on behalf of himself and others 
doing l)usiness under the name and style of E. McTlhenny’s 
Son, lias l)een mucli to the iirejudice, damage,| and loss of 
your p(‘titioner and his corporation, inasmuch!as persons, 
firms, and corporations, who have inirchased T^iliasco Pep¬ 
per Sauce for food ])roducts or have been about I to purchase 
such product manufactured by the corporation (|)f your peti- 
tiomu-, have Ixhui intimidated by threats and prevented from 
])ui‘cliasing oi* refuscxl to purchase or to sell said ])roduct 
of your petitioner to as great an extent as |they would 
have doiu* had th(‘V not beem so intimidated and threatened 
by the said E. iMcdlhenny's Son, their agents or| representa¬ 
tives, and for fear of being jirosecuted for damages or other¬ 
wise injui-ed if they did })urchase, handle, or sell Tabasco 
Pe])])er Sauce manufactured by the corporation of your peti- 

tiomu*. as more fullv shown bv the affidavits of IL H. Winter 

• • 

and i \ II. Kuhlmann, attached hereto and marked Exhibits 
2 and J, which it is jirayed may be made ])art Of this ])eti- 
tion as if fully set out herein, and especiallly Exhibit Z, 
a g(*neral and threatening trade letter of s^iid PI. Mc- 
llluuinv’s Son, in substance the same as sent Ito many of 
your ])etition(‘r's customeu-s, which is attachecl to the affi¬ 
davit of said II. II. Winter, whereby customers of your ])eti- 
tioner have been intimidated and threatened as aforesaid 


t — 4 " t i (I 


1 







50 


r . s. OF A. i:x wiij.iam l. symoxs vs. 


and \vIic*rol)y tlio said (‘orjxM-alic;'? <»f your potitionor has 
siidVivd a'*tiial loss and dania.uvs on aecount of said 
63 attitude and acts of K. MelllKniny\s Son aforesaid. 

Wherefore yonr ])etitioner pi'ays for the eaneella- 
tion of said tra<h‘-mark and for the fiirtlier relief as inav 
be deemed meet and pi'oper by the Honorable Commis¬ 
sioner. 

(\ P. MOSS, 

Prcsjflcut of flir X('i(‘ f he rid Extract of 

I Taimsco I*cj)})cr ('o}0pautf^ Lt^l. 

CLIFFOEI) S. WALTON, 

Solicitor for P<'titioifcr. 

(Exhibit Y.) 

On this loth day of May, 1!>')S, at N(‘\v llxn'ia, ])arish of 
Iberia. State of Lonisia?ia, befoi'e me, . 1 . (I. LeP>lane, per¬ 
sonally appc‘ar(‘d C. P. Moss, ])r(*sid(‘nt and stoekhohhn* >f 
the New Ibcnna Exti'act of Tal>as(*o Pepp(‘r (’oni])any, lad., 
and solemnly allirnKHl that hr* has i-ead the foiHvii’oiiii^ ])eti- 
tion and knows the contents therc'of and knows that the 
same is true of his own knowh‘d,iie, except as to matters 
therein stat(‘d on information and l)(‘li(*f, and as to th(*se 
matters he believes them to be true. 

C. P. MOSS. 

Sworn to and snbsci’ibcd b(‘foi-c me this loth dav of !Mav, 
190S. 

[('lki:k*s skal. I d. O. LI*] BLANC, 

('tcrl: ((’• c.r Officio Xof. Pah. 
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In tlu‘ Matter of Apjilication foi- Canc(‘!lation of Rei»'istered 
Trade-mark No. oL6-l.'), lb‘L*istered April 3, ]90(), for 
Pep]HM‘ Sance. 

Statk of Missoria, 

('//// of St. fjonis. ss: 

(leorire A. Ihiyle, bein.ii’ duly sworn, de])oses and says that 
lie resides in the City of St. Louis. ^lissonri, and has there 
been eni»’ai'‘(‘d in niakin.ii' and sc^lliiiii' food products for the 
last seventeen years: that for the last nine years he has 
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been inakiiii»: in tlie said cily of St. Tuouis a pepper sauce and 
solliiii*’ tli(‘ same in various States of tlio Union under the 
nanu‘ of “Tabas(‘o !'(‘]>p<'r Sauce," this name i“ Tabasco” 
appc'ai'iiii^' on lal)c‘ls attaclu'd to the bottles containing the 
p(‘p]>er saiUH*, tlirei' of said labels being hercito attached 
and mai'l'(‘d “Uxhihits A, I>, and U” (Kxhibit| A was the 
tii-st to b(‘ ns{‘d: tlnm follo\v(‘d Exhibit B, aiid then Ex- 
hibit ( \ th(‘r(‘ b(‘ing no int(‘r\’jil of time during ^vhich either 
of thes(‘ laix'ls wxux* us(‘d, that is to say, before the use of 
Exhibit .\ was al)andou(‘d Exhil»it B was ]nit jin use, and 
h(‘fo]‘e Exhibit I> was abandoned Exliibit was put in use); 
that Bab(‘l Exhil)it A was fii-st gott(m up l)y thlis deponent 
ovei- niiK* y(*ars ago. and that ever since thesh were first 
gotten out th(‘S(‘ lab(‘ls have h(‘en used by this deponent 
attacluxl to bottles of ])e])]X‘v sauct‘ manufactulred by this 
d('])ond(‘nt in the city of St. T.ouis, and sold by this deponent 
in comm(‘i‘c(‘ b(dween the said Stat(‘ of ^Fissonri ^ind various 
States of the T^nion, including Illinois, Indiana, Ohio, Penn¬ 
sylvania and Xew York. 

Deponent fni*th(‘r states that this pep])er satice bearing 
the said lab(‘ls has been so marketed by this deponent for 
the last niin* years in an ojMm, above-])onrd manner, the 
sam(‘ as any othei* goods manufactured hnd sold by 
n.') this d(‘])onent, and without any attempt!at secrecy, 
and that to d(‘ponent's knowledge the use lof the word 
“Tabasco” as applied to pe])per sauce has been known to 
E. i\rcTllenny \s Son, of Av(‘ry Island, La., for j\t least the 
last five vears. I 

• I 

Deponent further stat(‘S that the extract of Tgbasco pep¬ 
per seeds and j)ods is th(‘ l)asis of Tabasco pepper sauce, 
and is us(‘d in som(‘ form or other, as well as the sauce, 
for food ])i‘oducts and as r(‘lish(‘s, such as catsups, etc.; that 
Tabasco ])eppei* sauc(*. (‘atsu])s, etc., are marketed and sold 
by vai'ious ]H‘rsons and lii-ms 1hi*oughout the United States, 
and that inipi'ovenumts and n(‘w pr(‘])arations |of Tabasco 
])e])])(‘]- sauce and catsups, (he., are being made from time 
to tim(‘, having as a basis or ingredient Tabaisco pepper 
()]• its extract. ■ 

Til!.- affidavit is made with the understandinglby me that 
it is for use in connection with a petition to the Commis- 
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sioiier of PatcMits to cancel tlie trade-mark reiristratimi to 
K. Mcllliennv’s Son, dated April .‘k IDOd, Xo. oldldo. 

(JEO. A. BAVLE. 

(Exliil)it A.) (Exhibit B.) (Exhibit (\) 

Sworn to and subs(‘ri!K*d Ixd'oia* nu* this ‘J.'^th <lav of Eeb- 
riiaiw, lb08. 

My t(‘rm expii’(‘s X'ovcinbei’ :2(), IblO. 

I notahial SEAL. 1 Br^AXEllla IKdBAX, 

Xofarif PithJic. 

()() Exhibit '2. 


pAiasir OF Iberia, 

St (lie of Loi(isia)ia : 

B(‘fore me, J. 0. Le Blanc, clerk and ex ofTicio notary 
])nl>lic. in and foi* tlie Pai’ish of Ib(*ria, Stat(‘ of Louisiana, 
on tliis day ])ei-sonally appcaiinvl Tlari’v TL M’intcu’s, known 
to nu*. who, bcin.ii' by nu* duly sworn, states on oath that 
he is a I’csidcnt of the city of Xew Ib(*ria, lu>uisiana, and 
that dnrinir the V(‘ar 11)0(5 Ik* was (*nR:air(*d in tin* rc'tail 
Lrro(*(*rv busim*ss at the coriu*r (d* Jetferson and St. P(*t(‘r 
Stn‘(‘ts. in the city of Xew Ibei*ia, La. 

'riiat ])rior to Ann'ust loth, 100(5. Ik* ]iaiKll(*d and sold a 
P(‘P])ci- Sanc(* known as “Moss' Green Heart Extract of 
Tabasco Pe])])er," made by the* Xew IlK‘ria Extract of 
'fabasco Pc])per (’o.. Ltd., of Xew Iberia, Louisiana. 

'I'hat on or about Augaist 8, 100(5, he received throipiili 
tin* V. S. mail a letter from E. McTlhenny's Son, of Av(*ry 
Island, Louisiana, statin^i: they had I’eu'istei’ed the word 
“'fabasco" in the TLuted States Patent Office as Trade¬ 
mark Xo. .■)l,0.‘>r), and in order to force their riyhts to 
tin* (‘Xclusivt* use of said trade-mark, they would commence 
h*ii'al ])roc(*ediu<j:s a.ii’ainst any ])erson, fiian or cor])oration 
handling: or offerini»‘ for sale any Pepper Sauce bearin<r 
tin* word “Tabasco" not manufactured by themselves, and 
iriviny^ until Auirust, 15, 100(5, to dispose of any .u'oods bear- 
inu* such name. That letter is dated Julv 25. 100(1, and is 
attached to this affidavit and marked Exhibit Z. 

'fhat he became fearful of said threatenin.e: letter be¬ 
cause of the lauii’uaire therein beinii* so positive, and de- 
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cided to, and did, ccasc rie liaiidlin^ or sclliiiij:|of tlie saiii 
‘‘Moss' Green Heart Hxtraet of 'ra])asco Pepj)er,'' made 
])y tile Xew Ilxnaa Hxtraet of Tal)as('o Peppe)' Co., Lt(?., 
l)(‘lievini>- that l)v not so doinir li(‘ would ibe lialile to 
07 ])iT)seention. | 

'That at that time h(‘ was liandlinir and S(‘llin.<>- prin¬ 
cipally tlK‘ said “Moss' (Irtum Hoart Hxtraet jol* Tabasco 
I^eppei'," made by tin* X(‘w llxn-ia Hxtraet of Tabasco Pey)- 
per ('()., Ltd., I 

That snbs(‘(jiu‘ntly In* was ot’r(‘r(*d ])i‘o 1 (‘ction iby th(‘ said 
X^(‘w Iberia Hxtraet of 1 'aba^eo Pi'ppm* (\)., Tdid., throni»’h 
its Pi'esidcail, P. Moss, a:;aiiis 1 anv loss oridannmx* he 


mi.iifht sustain by r(‘ason of any suit bi'on.<::li| on by H. 
Melllnmny's Son. and did tlnn-eipion resnnu‘ tljn^ handlinij: 
and S(‘llinu- of tin* said “Moss' (Ir(*(*n Ibvart Hxtraet of 'Ta¬ 
basco P(‘])p(*r," but (hic* to sai<l thi-(‘al(‘iiiiii^ h‘ti(‘r from H. 
i\r(dIhennv's Son his interest in th(‘ sah* of said Mhibasc'o 
Pe])pei' Sane(‘ was h‘ss(‘n(*(l an<l a f(‘(‘lin^‘ of hiu'crtainty 
has eontiniKMl from that tinu‘ on. I 

That this aflidavit is ma'h* with tin* nnd<‘rst;|indinu- that 
it is to b(‘ ns(‘d in tin* matt(M‘ of the a])])lieatibn for ean- 
('(‘llation of th(‘ trad(‘-niark “M'abaseo" re,n‘istei’(‘d in the 
r. S. Pat. Off. on A])ril .‘I, PMKJ, ns Xo. bLO:!;"). | 

TT. IT. M'iXTHPS. 

Swoi'ii to and siibscahhed b(‘f(H‘(‘ nun at Xb*w Ibcn'ia, 
Louisiana, this fifth day of .May, 1!H)S. 

I ca j: I: k's ska k. 1 J. G. Li: IH j A X ( \ 

f7e/7; a:>(I c.r Ofjicio PfdjJic. 

I 

t 

()8 Exiiiitrr “Z.” j 

(I’.oltif.) i 

Estnl)Iislic(l ]S(iS. I 

i 

la. MeTllumnv's Son, Sole Mannfa('tiir(‘r of the! Onlv Gen- 
niiu* Tabasco Ih*pp(‘r Sane(‘ oi’ Tdijiiid Pe)j)])eia 

L(‘.<;‘al. ^rdlhenny vs. rnfrini»ei's. | 

Xew Ibeiaa, La., Jnly |2o, 1906. 

Mr. IT. H. AVint(‘rs, X"ew Iberia, La. j 

I 

I 

Dkak Sm: It has come to oni’ att(‘ntion that vjarions per¬ 
sons are seekin*^ to secure the beneht of the good-will which 
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attaches to tlio use ol* tlir 1 ra<!i*-;:ia: k “Taliasco” on bottles 
of pe])i)er-saiu*e. 

I'iiis trado-inark was adootcd in ISfiS ])v Kdimind Me- 

• » 

IlluMiny to distinyaisli liis inako of i)e|)])(‘r-sau(*(‘ fi'om pc])- 
p(‘i--sauc(* made i»y otli(‘r inannfactui'co's. It is r(‘_uist(‘r(Ml 
as 'ri’ad(*-Mark Xo. ol.Odo in lli(‘ ratcnt Ofiiee of the United 
Stat(‘s. 

Under tliis traih'-niai’k a laru'e and prolitable l)nsin(*ss in 
th(‘ inannfaetnre and sale of pepp(‘r-sane(‘ was l)nilt np by 
Udinnnd M(dlhenny. and tlial hnsiness has icrown to such 
larirc proi»oi'tions niah'r tin* inaiiae-einent of his sneeessors 
that ('(‘i-lain eonipet il ors in the inannfaet uri* and sale of 
p(‘])})e]*-sanee ha'.'e been tein])led to (‘nd(‘av<n* to secure 
some of oin- ti’ade by the use of onr 1 i‘ad(*-niark. It is our 
t)nrpos(‘ to pi-ocei d ae'ainst an\' pcu’son who in tlu‘ future 
may olT(‘r I'oi* sale, nndei' the lradt‘-mark “'rabasco," pop- 
]>er-sanee not made by ns. 

We »lo not know wliethto*. peihaps not bcniie- conviu-sant 
with the foi-eeoiny Taels, yon have in tin* past olfercnl for 
sale any ])e]>pci‘-sanc(‘ other than oni's nndei* the 
d!) foi-e^-oine- trade-mark* or whethei* von ai*(* doinir so 
at pi'(‘>ent : but if such be tin* (‘ase W(‘ re([nest thar 
von ceas(‘ siieh ini riim’(*iii(‘nt 

In view of the pheasant business I'ela.tions which have 
(‘xisied between iis ill the ))as; W(‘ are (‘specia.lly avers(‘ to 
(*an>inir any nnreasonablo hai'dship by tin* (‘iiforcimumt of 

oni* rights: th<o-i>i'o]*(». wt* lu'^r to inform von that if von 

• • 

ha\'e on hand any Lcoods oiIkm* than onrs b(‘arin.ii* tin* tradt*- 
mark “'rabasco.*' yon may liavi* until .\n,n-nst 1.'), lltOd. to 
obs(*r\'e oni* wishes ex])r<‘ssed h(‘r(*in. 

W(* will institute leu*al pi‘o(M*(‘dinirs ai^’ninst such d(‘ah‘rs 
ns may aft<‘r .\n^nst 15, IfXtd, otUu’ foi* sale unde*!* tin* 
nam<* “’^rabasco,” ]K*p])er-sanc(‘ manufactured Ity any p(*r- 
son, fii*m (> 1 'cor]>oi'ation otln*r than U. .Mcllln*nny's Son, 
Voni-s verv trulv, 

U. .MrlLIIFlXXV'S SOX. 


KxniiiiT 


•> 

• >. 


Statk of T f.xas, 

C(nn/f/f of Harris-: 

I, i\ TT. Kuhlmann, b(*iim-dulv swoim, on oatli sav: 

Tliat 1 am a resi(b*nt of tin* city of Houston, Harris 
Couiitv, 'fexas, and am Treasurer and Purcbasiim* A<reiit 

• o o 
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of IToiike & Pillol, iiu-oi*])' I’atod, wholesale and iretail g-rocers 
of llie (hly of llonsloii, Texas, and was tlic^ Pnreliasing 
A.ireiit of the former pailiiershi]) linn of Hei|ik(‘ c'c Pillot, 
whieh was eomposed of llcairv ll(‘nk(‘ and Pamllle (». Lhllot, 
hut whieh ])artmu'shi]) linn l)usliiess was ineor))|orated al)out 
January 1, PJOT. That in the latter jnnn of Jijily, IhOt), the 
said ])artnershi]^ firm of Henke & Pilldt received a 
To lett(*r from K. Mel lluninv's Son statiit^' that th(‘V 
had re;nisti‘rt*d tin* word **To])aeeo," as trade mark 
in the P. S. Patent Ofliee as Xo. opoJT), aeech'diiii^ to my 
r(‘eolleetion, and that if said j)artn(‘rshi]) liian jhandled any 
oth(‘r ])(*})p(*r sanee l)(‘arin.i;- tin* word ‘‘'Faliaseo'' other 
than that inanufael uihmI hv i*]. Mtdllnninv's Spn, that tliev 
would hold said (ii*m liable therefor and i»'ay(‘ said iinn 
until Ani^ust lo, lOOO, to dis])os(‘ of what(‘V(‘i‘ ij:oods of said 
eharaet(‘i‘ said liian had on hand. JJiat at sjpd time* said 
firm had a supply of ‘P^^oss’ Green Heart K.Nitraet of Ta- 
hns(*o P(‘pper'* maiiufaet iiiH'd hy tin* X\‘W l])(*ria Kxtrae't of 
'fahaseo Peppei* Poinpany, Ltd., of Xew lh(*ria, Louisiana. 
That as a result of said l(*t1er from L. Medl!u‘nnv\s Se)n, 

I. as sueh Pui‘e*hasin,n’ .\,a'e*nl e)f saiel partne*ijship firm e)f 
lle'iike* Pilledt, eliel ihe-reiipon eleU*rmin(* tej) elisy')e)se of 
said “Me)ss' Gre‘e*n IL*aJ‘t Lxti’aed of Tahasee) Pe*pper,” 
anel te) e-ease* sc*llin.i;' saiel pi‘e)elue1 until tin* majle‘r ee)ulel i>o 
se> adjust(‘<l that our saiel lii'in W(}uld lx* pre)le|*e'te*el in han- 
dliii;^ same*. That in ae'e'e)relane*e* tln're'with 1 | e)tfe‘!-e‘el saiel 
sle)e*k fe)i- sah* te) F. C. Folhy, ])roprietor of “Colby’s 
Pe‘stauralit " e*f Ile)uston, 'Ih'Xas, at ahe)Ut aedinid ('<»st e)f the 
n’e)oels, anel said ('e)l])y ae*eepte‘d saiel propositiieni, anel saiel 
he* would take* saiel ste)e'k ed uoexls, hut I elo ne|)t re*eall now 
whe*the*i* Colhv te)e)k saiel ste)ek e)f i;-e)e)ds e)r not.' 

This aniela\'il is maeh* with the* uneh*rstandi|n,L^‘ that it is 
te) ])e* us(*d in the matte*r e)f the* eaneellation of the trade- 
niai'k “Tahase*e)" i'e‘_n-ist(‘re*el by F. Me'llh(*nnyrs Son Apr*! 

J, iJOb, Xe). oTO.'k'), ae-exorelinii to my infe)i-mptie)n, anel I 

make* this allielavit fe)r the* se)le* anel eeiily pur])Ose* of settini^ 
forth the above facts in said proceeding. i 

(k IL KFHL.MAXX. 

Subscribed and sworn to ])efore me this 7th day of April, 


o. 


[nc.takiai, skat..] .TUXK TIIROe'K.MORTOX, 
Xvfarif Pi(hlic in. and for Harris County, Texas. 
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Ill tin* I nil<*(l Slnlt's l*a1(*nt nilico. 
lirfon* tin* l^xaniiin*!* of Iiit(*rf(‘roiu*n.s. 


Xo. S7 


Xi:u' lia:i:iA Mxiiiaci'<* i‘'l\\i‘.A>ro I^:i*1'Ki: (’o.mi’anv. Limitki), 

vs. 

!•]. Mel iji KN N V ‘s Son. lo‘S|)oii(U*nls. 

I*(*litioii for (’aiiccllalion of 'rra<l(*-mark Xo. .")!,()•*)."). IJouis- 
Icrcd April .'J, IlMMi. for l\*)tpcr Saiu-o. 

. I i/sH’cr. 

d'ln* .\iis\v«*r of 17. .MeI lln*iiiiv‘s Son. IJrspoinlonts, to tlio 

Petition for t'aiu'cliation of Xew Iheria l^xtract of 'Pa- 

l»as(M» Pei)|)(‘r (’oinpaiiN’. Ijinilrd, i\‘titioiicr. 

'idn*><* respoinIciiils now and at all limes liereaft(*r, saviiii:^ 
and reserx'iiiLi nnto tlienis(‘lves all and all nianin*!* of denolit 
and advantam* of except ion lliat may he liad or tak(*n to the 
many (‘rrors. nne(Mlainties. or otli(*r i!nperft‘etions in the 
>aid petition f<»r eanei'llation contaiin‘d. for answi*!* tln*r(‘- 
nnlo or nnto >o mneh and sncli ])arts therc'of as these re- 
>pondenls ar(‘ adx'ised is or ai'e material or necessai'y foi’ 
tlicin to make answer nnto, aiiswei-imr say: 

I. 'I'liat they ar<‘ not ad.xdsed sa\'(* hy said p(‘tition as to 
whether <»r not the petitioner is a eor])oration duly er(*at(‘d, 
oreani’/ed. and exist ine under and hy virtue of tin* laws of 
the Stale of i.Old si ana, and lea\’(‘ the p(*t it ionei* to make' siieli 
pi'oof in resp(‘ci thereto as it may !><* a<K’ised is mat(‘rial or 
nee(‘ssa ry. 

II. d'ln‘\' deiix’ that tin* petitionei* is anthori/.i‘d and (*m- 
pow(*r(‘d hy law to m:imifaetnn* and si*ll at hoim* and ahi-oad 
Tahaseo Pep))(*r Sanee, (\atsnp. (‘tc.. foi* food pi’odnets, or 

any food ])i'odnet of tin* natiiiT* of I\*)n)(*i‘ Sauce, 
7‘J heai'inii' tin* nann* “d'ahasco". as in said ])etition 
all(*.u’(*d. 

III. ddn*v (h'tiv that the resistI’alion of tin* word ‘‘Ta- 
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bns'.'o" ns a Iraoo-inark for popper sauoe by dr in iK'balf 
of the ro>p(:ii(lents, as allo.a'od in said ])etilioib ^vas con¬ 
trary to and in violation of the trade-mark adt approved 
Fel)rnarv :2b. IbOb, or any provision thereof. ■ 

I\b Tliey der.y tliat the word “Tabasco” a'<: a]>plied to 
])e!;per saiu*e by r('S])ondents is not a t(‘chnical ^rade-mark, 
and denv that it was not in oxdnsive nse as sncli by re- 
s]mndents for t('n yeai‘s and more next ]irecediu 2 : the ■|'>as- 
saee of said trade-mark law: bnt aver that saidlword ‘^Ta- 

I 

basco” as used bv them as apidied to pe])per! sance is a 
2 ’ood and valid technical trade-mark: aver that respondents 
and their predecessor have had the riiiht to thie exclnsive 
nse of said trade-mark for more than forty years last past 
in commerce with foreia’n nations and Indian tribes and in 
interstate commerce. j 

Th(\v admit that re'--pondent's ap])lication| for resris- 
ti'ation refen-ed to in the petition was rejected at one time 
on the aronnd that said trade-mark was ,aeo 2 :raphical or 
mer(dv (h'scriptive of the eoods. bnt aver that s:pd .e:ronnds 
ef i-ejoction were aft('rwards witlidrawn, and thiat the said 
trade-mark was reiri^tered as a technical trade-rinark. 

VT. Tb.ey deny that the word ‘‘Tabasco” asdipplic'd to 
])e]"per sance is a ^eoeraidiical or descriptive! term, and 
a\'e]- tliat it is a lawful technieal trade-mark. ' 

VIJ. Th(‘y deny that they have ever made t\i'o applica¬ 
tions for th(‘ reLdstratien of the word ‘‘Tabasco’^las a trade¬ 
mark for ]'iepper sance: denv that they have ever used said 
word as a li-eop-ra^diicad or (lescriptive term, am] deny that 
said word was ever used as a descri])tive term for pe]')per 
seed or ])ep])er sance before their aptiropriation of 
the same as a technical trade-mark for pep]ier sance, 
and aver that if said word has ever been nserl as de- 
scri])tive of ])epper s(‘ed or jieipier sance it has! been done 
without respondent's consent. i 

VTTT. They deny that John A. iNFcTlhenny, onrf of the re- 
s])ondents, in any oath made by him in support of their 
said application for trade-mai’k swore to anytliiniir that was 
fals(' or misleadine’. bnt, on tlie contrary, aver that in every 
such oath said Jolm A. i\rcTlhenny swore that jsaid mark 
“Tabasco” had been used by respondents and their prede¬ 
cessor as a trade-mark since the year 1868, and that such 


8—4757a 
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use as a trade-mark liad ])ec‘n exclusive, wliicli respondents 
aver was and is tlie fact. 

IX. As to tli(‘ all(*.m*d use l>y ]jetitioner and otliers of tlie 
word “Takasco" as a descriptive name for pe])per sauce 
or otlier food products rcspondmits an' not advised, and 
leave p(‘titioncr to make such proof in res])ect thereto as 
it may he ad\’is(*d is niat(*rial oi’ iU‘C(‘ssarv; hut respondents 
aver that if }>etitioner or any oiU‘ (‘Ise has used the word 
•‘'I'ahasc'v** as a trade-mark f<'r p(‘])])(‘r sauce it has done 
M! ' i' la.iicu of the tnnh'-mark riu’hts of these respond- 
..1/ !i it o]‘ thc\ will 1 h‘ h(‘ld accountable. 

oh .'L • V.: ha: V a the oh.aiiLni*: 1)V 

• * • • 

Kdward Mciilieiiny, deciaised. of ])at(‘nt Xo. 107.701, dated 
Se])temh(*r *J7, 1S70. tliey oi- theii* ]»r(‘decessor in business 
lost or forf(*ited their (‘Xclnsi\‘(‘ il^.lit to the use of the word 
‘‘Tabasco** as a trad(‘-mark foi* ])e])pei' sanc(‘, and ther(*by 
nmdered said trade-mai'k pnblici juris, as in said petition 
alle,i>*ed. 

XI. TIkw deny tlial p(‘tiliomn-, oi' any one else, has been 
injured by th(‘ rei^ist rat ion of their said trade-mark; deny 
that petitioner has shown sucli an interest as, under the 

statute, (‘utitles it to lib* a petition for cancellation 
74 of respo?idents* t rad(‘-mark ; deny that ]>etitioner has 
th(‘ I'iuht to hav(‘ respondents' trade-mark cancelled, 
and (hmy that the ])etition(‘r has any riirht to the redief 
]»rayed in its ]>(‘tition, or to any relief whatever as a.U’ainst 
thes(‘ ]*(‘S])ondents. 

XII. Fnrthei* answman^' tlu'sc respondents assert that 
tludr said 1rad(‘-mark “Tabasc'o", as a]>plied to ])ep])er 
sanc(‘, is a lawful ti-ade-mark, the exclusive ri.uht to the use 
of which th(‘y and their ])red(*cessor in business have as- 
sei’t^'d foi’ ovei' forty xaairs; that said ti*ade-mark as ust.‘d 
by th(*m has been and is ludther iic‘o,ui'a])hical nor di'scrip- 
tiv(‘, but has been a])t)rK‘d to ])et)per sauce manufactured 
by tlnun and tlnur pi*edec(*ssor, as a ])ur(‘ly ai’bitai'y desitn’iia- 
tiou to distinitnish their n’oods from those of other manu- 
facturei's and dealers in ]>(‘])per sauce; that their use of 
their said trade-mark on ])e])])er sauce of their manufacture 

has been world-wide, such use coverini;- not onlv the use of 

• • 

said mark on said jroods in commerce between the several 
States and Territories of the Union, but also in commerce 
between the Unitetl States and many foreiiiu countries, and 
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particularly in commerce between the United jStates and 
Engiand, France, Germany, Italy, Ikdgium, Holland, Swit¬ 
zerland, and India. i 

XIII. Further answering, these respondents say that on 
or about tlie 21st day of Se])tember, lOOb, the s^id present 
petitioner exhibited in this Honorable Foui’t, against these 
respondents, its petition for cancellation of rcispondents’ 
trade-mark Xo. 51,035, registered A])ril 3, 1900, |for Pe])per 
Sauce, as aforesaid, claiming that said trade-mark was reg¬ 
istered contrary to and in violation of trade-mgrk act ap¬ 
proved Februai’y 20, 1905, and the right of ])ytitioner to 
have said trade-mark a])i)lication cancelled, alul praying 
relief against these resj)ondents in the sabio manner 
75 and for the same matters and to tlie saple effect as 
the said petitioner now ])rays by its said pi'esent peti¬ 
tion; and these res])ondents a])p(‘ared, and, on the 10th day 
of Xovember, 1900, tiled their dmnurrer to said former 
petition, and the said petitioner set the said demurrer down 
for argument, and the said demurr(u- was argijied, and on 
argument was overruled, and the r(‘spondents refusing to 
answer, but standing on th(‘ir (hanurrer, a decg'ee was en- 
tei‘ed in favor of the petitioner, sustaining its petition for 
cancellation and ordering the cancellation of said registra¬ 
tion; that thereafter’ a])})eal was duly taken to the Conunis- 
sioner of Patemts from the d(‘cree of this Honoiiable Court, 
and, on or about tlie 2nd dav of ]\Iav, 19i)7, the said Commis- 
sioner atlirmed the decrc'e of this court; that thereafter an 
a])peal was duly prosecuted by res]>oiidents tp the Court 
of Ajipeals of the District e)f Columbia from th|e decree of 
the Commissionei’ of Patents, and the said a])pea| coming on 
to be heard, said Court of Ap])eals r(‘vers(‘d th|e d(*cree of 
the said Commissioner of Patents and remanded the cause 
foi’ further proceedings; that tin* mandate of said Court of 
A])y')eals was re('eived by tliis ti’ibanal on or abdut the 28th 
day of February, 19t)8; that no further action orlproceeding 
has been had or taken in said (‘aus(‘, and the said former 
I'etition for cancellation and th(‘ sevei'al ])roce(‘d:ings in said 
former cause, as these respondents av(‘i*, now|i-emain de¬ 
pending and as of record in this Honoi-able Coijrt, the said 
cause being yet undetermined and undismissed; all wliich 
several matters and things these resyiondcmts do aver, and 
plead the said former petition for canc(‘llation,lthe denm.r- 


60 


V. S. OF A. EX IIEL. WILLIAM L. SYMONS VS. 


rer tliereto, and tlie several ])roceediiigs in tlie said former 
cause in bar to the said petitioner's present ])etition for 
cancellation. 

Wlier(‘fore and for the causes aforesaid thes(‘ re- 
76 spondeiits wholly (hmv the e<iuity of petitionei*'s said 
I)etition and all and all manner of wrongful and un¬ 
lawful acts wherewith in tlK‘ said ])etiti()n they a]‘(‘ ehariied, 
and further deny the right of petitioiun’ to the reli(‘f prayed 
against them in said jaUition, oi* to any reli(‘f, all of whit h 
matters and things th(‘se i*es)>ondents ai‘e and will he ready 
to aver, maintain, and prove as this trihuinil sliall dii-eet, 
and thev humhlv pi-av to l)e lienee dismissed. 

K. MelldIKXXV'S SOX. 
BvldirilOlI cS: ClirKClL 

Tlif'ir ^ l ffon/rffs. 

('iiriudi cdiUKCiL 

Of 


< I 


HxiiiruT 50.’' 


^larch 15, lOO.h. M. (\ V. 

Final Hearing. 

In the United States F^atent Office. 
(Cancellation Xo. 87. 

The Xkw Ideiha Fxtlact of Tauasc'o Peppei: (’o.. Ltd., 

vs. 

F. McIlhenxy's Sox. 


Trade-mark Xo. 51,()55. Kegisun'ed April 5, 11)1)6, for I^ep- 

])c*r Sauce. 


.Mr. (Titrord S. Walton, attorney for 
Fxtract Oompany, Ltd.: Messrs, (’hureh 

nevs for K. Mcllhennv's Son. 

• • 


Idu' X^ew Theria 
Ohurch, attor- 


This is an a])|)lieation l^y 'I'ln* Xc‘w Iheria Fxtract of Ta¬ 
basco Pep])er ('ompany. Ltd., foi* cancellation of the regis¬ 
tration X^o. 51,6.‘:)5, dated Api’il o, 1906, to F. McTlhenny’s 
Son for the word “Tabasco" for pepper sauce. 
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The li'rouiids upon Avliieli this a))])lieatioii is Uised arc set 
forth ill nine ])ara”rai)hs, the first (‘iuht of \yhieh relate 
solely to tile (piestion of tlie I’iii'lil of the re.ii'is;lrant to the 

I 

use of the mark at the dati* of its ajiplication for registra¬ 
tion thei'eof. The reinaininu' ])arayra]>h alh‘i;es injury to 
a})])licant by the re,Lti>1 i-ation (‘f tie* word “d'abaseo." 

That })art of Section Id of lie* Trade' .Mark i.Vet of Feb¬ 
ruary, 19(}5, which is r<*h'vant lo tie* case at Idir, ])rovides 
as follows: 

“If it a])])ears that the I’cyislrajnt was not 

entitled to the* use of tin* inai’k al iIk* date of ihis applica¬ 
tion for re^iiiS i ration lherc<»f, and the* Fx'aniiiie'r shall 
78 so decide, the (’oinriussiejiii*!' shall caiichl the* re\i*’is- 

tration." i 

i 

It is contenele*el bv ri‘e'i>trani that the* wore! ‘Mise*" oc- 

• ^ 

ciirriiye- in the* laiymia,e'c ju>t <jiiotcd should npt be inter- 
])reteel to riK'an “exclusive* use*." 'fhis coute*htion cannot 
be sustained in vie*w of a contrary holdinu’ by tjln* Fonimis- 
sioner in the case of Familton v. 'flu* Ahui/.o iMiss Me'dical 
Company, ld5 (). (i. Iddb. | 

Tt a])pe‘aiMn,u' fi'oni the toliniony of .Morse* ((^>s. 2, 6 anel 
1()-1S) anel Bayle* (tjs. 4fh 11-ld) that a)>]ilie'auti anel othe*rs 
have e'ontinuouslv use'el in tra'h* the* we>rd “d'abasco" for 

• j 

i)ep])er sauce* freini leeiiu' prie)?* to l!Mid until t'le* pire*.-(*nt time*. 
Tt therefore becomes niate*rial lie'i’e* to iiuiuire* iif this mark 
is a technical one*. If it i< ne)i. tlie'ii tliis use* of ilu* wore! 
“Tabase'o" by a])])lie'anl and eethe-rs dui'ini;' tliel* ])e‘]'ie)el be- 
twee*n 181)7) anel lIMid neeali\'e‘s “exclusive* use*" iof tlie* same 
worel bv re*i»-istrant v.'ithin tlie* nie*aninn- of the* i‘*1e-n ve*ar” 

* I • 

clause of Se*ctie)n o of the* Traele*-mark Act. suip'a. (AVor- 
ce'st(*r IM’e'wiim* (d)]-])e)r<-it ieni v. Ib'ute*r A’ ld»d (). (J., 

IFK), A])\). 1). ('., dO, 42S). I 

T e'an have* ne) r(*asonabh* deeiibl that tin* markjin fpiestion 
is not a t(*chnical one*, since it is in-inmrilv elescriotive* of 
the* e'liaracte*!* of ])e*j)])e*r saiu'e to wliie-li it i< apjilie'el. The 
te'stinnuiy of Bayh* 8 X (Cs. 7-8) : .Meivse (4^).!!)) toii'e*ther 
with the stateme*!!) in pate*nt Xe>. 187,701, Se]|)te*mb(*r 27, 
1870, to Tddmunel iMcIlln*nny, e)ffe*i-<*d in e*\-ie];|*ne*(‘, e*stab- 
lishe's that Tabasco ))(*pi)e*rs are* l.'eeiiyht anel Sejjd in tlie 
open m.arket anel useel for rnakim.;- p<*])pe*i- sa,ue'e*i Tliis ])at- 
ent discloses a ])rocess for makinu’ p(‘p])(*r sauele fre?m Ta- 
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basco peppers. In view of these facts, the word “Ta- 
])asc()*' is drscri])tiv(* of the character of pei)per sauce 
Tnad(* from 'ral»asco peppers and therefore under the com¬ 
mon law such woi’d is not cai)ab]e of exclusive a])- 
79 ])ro)»riation. It must tlierefore he held that I'egis- 
trant was not iMititled to the exclusive use of the 
word “'rahaseo" for pep])er sauce at the date of his ap- 
]dieation for resisti*alion. 

The apj>li('a{ioii foi- eaiicellation is sustained and it is 
adiuderd that the n‘uisti‘a1 ion Xo. to K. Mcllhennv's 

Son shoiihl 1m* eaneelh'd. 

Limit of a])p(‘al: April LI, 1909. 

i FAIKFAX LAVAKD, 

Kxiunhu’r of Iitfrrf< rciiccs. 

.Mareh 27. 1909. 

SO ‘‘KxiniuT oD." 

.May 27, 1909. X. (\ 

Lane. Intf. Xo. S7, Paper Xo. o. 
lh*eo]-d(*(l, Vol. 94, Paii'e 377. 

In tin* Lnited States Patent Office. 

('aneellat ion Proceediim' Xo. 87. 

.\i:w InKiUA !7xi'!;act ok 'roiiAseo Peppki: Lompany, Ltd., 


L. .Mcdi.nEN.\V*s Sox. 

'frade-mark fm* Pepper Sauce. 

.\ppeal from Kxaminer of Interfereiiees. 

.\pplieatio'i fitr eaiiecllation of tin* Xew Iberia Kxti*act 
of rabasro Poppt*!' Lompaiiy, Ltd., tiled May IS, 1908. 

'rra<Ie-mai’k of L. .Mcllln'imy's Son registered A])ril 3, 
19011, Xo. oLOO.'). 

Appliealion f(»i‘ caiieellation of the X’ew Iberia Kxti'act 
of Tabaseo Pepper Lompany, Ltd. 


.Messrs. Church Church for E. Mclllhennv's Son. 
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This is an appeal by E. Mellhonny's Son jfrom the de¬ 
cision of the examiner of interferences snstajinin<>- tlie ap- 
]')lication for cancellation filed by The Xew Iberia Extract 
of Tabasco Pep])er Company, Limited, and a(|l.jiul<;'in<>‘ that 
re<>-istration Xo. 51,033 to E. ^IcTlhenny's Sion should be 
canceled. I 

The ,e-ronnd on which this decision is l)ased is that the 
mark rei»-istered, namely, tlie word “Tabascoj" for pe])per 
sauce, is not a teclinical trade-mark and that tjlie resist rant 
liad not liad exclusive nse of that word for ten years next 

r>r^c:po-n of tip' trrub'-mark af'tlof E(‘brnarv 

I • 

20, L;05 within the m(‘anini>: of s('ction |5 ot* that act. 

It is contended on behalf of tlie reiiilstrant that 
the Commissioner has no anthoritv under section 13 

• I 

of the trade mark act of 1905 to cancel a non-technical mark 
reiilstered under the last proviso of section 5 of that act; 
that the petitioner has not made out snch h showinir of 
interest as if required in the decision of ^he Conrt of 
A])peals in ^Mcllhenny’s Son v. Xew Iberia Ep^tract of Ta¬ 
basco Pepper Company, Limited, 133 0. C. 995, 30 
D. C. .337, since there is no allepUion that th|e word “Ta¬ 
basco-' was used by the petitioner as a 
merely that the petitioner and others have used the word 
“Tabasco" as a descriptive name for p(*p])e1- sance: that 
the word “Tabasco" as a])])lied to pe])per sance is a tech¬ 
nical trade-mark and that the petitioner's pi'odfs show that 
this mark had been used by the re.ulsti'ant l9n<j: before it 
had been used bv anvone else even desci’i])ti\d‘lv. 

• » , I « 

Section 13 of the trade-mark act reads as follows: 


4 n 


That whenever any person shall deem himself injured 
bv the realstration of a trade-mark in the Patent Office ho 
may at any time ap])ly to the (Commissioner of Patents to 
cancel the registration thereof. The ('ommissioner shall 
refer snch application to the examiner in chalr< 4 -(‘ of inter¬ 
ferences, who is empowered to hear and determine this 
question and who shall if>Ive notice thereof jo the rei>Is- 
trant. If it appear after a hearing: before tihe examiner 
that the registrant was not entitled to the use| of the mark 
at the date of his application for re.iristratiop thereof, or 
that the mark is not used by the re.i>Ist]'ant,; or has been 
abandoned, and the examiner shall so decide, |the Commis¬ 
sioner shall cancel the rei>Istration. Appeal may be taken 


Ca 
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to !1 h‘ (’oiinnissi'iiici’ in |>i‘i’-'on ilu* (l(‘t'isi()n of exaini- 

iirr of ill;ci fci'cnccs. 

It is ar^ncd «in l>«-li:ilf <'f I’lio rant that caiu-ellatioii 

is j>]-ovi(lc(l for only where it a.ppeai-s that the re,<*'istraiit 
was not entitled to the use ol' tlu‘ mark and that the ('om- 
missi<m<‘r has no authority to interpret this lan- 
H'J ynaee as ineaiiiim' that the mark had not been in 
“aetnal and exeln.'ive use" ])y tin* re.u’istrant as ])ro- 
vided for in -eetioji o. il,* ar.unes that non-teehnieal marks 
ai-(* not t rade-ma.rks and tliat it is (‘videiit from section 
l.'I above piloted tliat. if (’onirress had intended tliat a 
mai'k ]’e,u-istei‘<'<! iindi'i* the “ten y(‘ars‘’ clause conld In* 
cancelh'd, se(*tion Id would have* been woi’ded to ])ermit 
snch can<*ellation whei-(‘ it a]»)»cars that tin* r(*ii'istrant has 
not had s<5h‘ and exclusive n<e of tin* mark for ten years 
])rior to tin* pas.-aue of the act. 

in tin* decision^ in l‘ion(*or Sns]»end(*r (d>. v. Louis Op- 
])(‘nheinn*r*s Sons. l‘JS (). (J. : Maii'ic (’iirl(*i‘ (’o. v. 

iho'ter. Ids O. (i. and fkimillon v. Alonzo (). Bliss 

.Medical ('o.. l.dd (). {]. l.ddd, tin* word “iis(*** in section Id 
lias betm construed by this oHiee to mean “(‘Xclnsive use’* 
and it is beii(‘V(*d that tliis is tin* ]n'op(‘r inter])retation. 
ddn* whoh* act must be eon>t riled t o-jtp ln*r and so far as non¬ 
technical marks ari* con(H*rned tin* word ‘Mise*' in section 
Td of tin* trad(*-mark act must be constnu'd in tin* liuLt 
of tin* *Men years'* elansi* of section d iiinh'r which an a])- 
])licant is alloW('d reu'i^t rat ion wh(*re it a])])oars that for 
ten y(*ars tirior to tin* ]iassae<* of the act he had had actual 
and exc!nsl\a* ns<* of the maik in <|n(*stion. In the decision 
in Worcester l>rewiim* ('or])orati(*n v. linet(*r cV: (’o.. ld,d) 
n. (L 111)0, do A]:]), n. (4‘JS. tie* ('oiirt of .\])])eals of tin* 
ni<iriet (»f ('olnmbi;i h(*ld that tin* word “exclusive” did 
n(»t mean the riu'ht to exclnd;* but that in onicr to be en- 
tith*d to reu'ist rat ion tin* a]>]dicant must have possessed 
and (‘nj(»yed actual use to tin* soh* exclusion of all others. 
('oustI'ninv these two s»*ction- to^-(‘ther it is believed that 
the ('ommis'ie.inv h;is authority to order the cancellation 
of the mark ree‘ister(*d under tin* “ten years*' clause of 
s(*ction d w]n*r(* ii a])]n*ars that the mark in riuestion 
8d was n<ed by otln*rs dnrine* the ten years next ])re' 
cedinir the ])assa.u'e of the act. 
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As to the sliowing ol* Interest l)y the petitioner, it mnst 
])e held tliat tlie sliowiiiu- eontallied in tlie petition is snffi- 
eient since it is stat(‘d tlK'nnii that the word ‘‘Tabasco” 
was iisc*d l)y tin* ])(‘li 1 ioiun- on paeka^(‘s ot* pe])per sauce 
and iind(‘r the rnliii^- of llu* Court of Appeals of the Dis¬ 
trict of Colnnihia in Xatnral Food (kimpany |v. Williams, 
loo (). (J. .‘>0 A])]). 1). (\ *US, it is immaterial whether 

this word was ns(‘d as a tra(h*-mark or merely jin a descrip¬ 
tive sense. j 

As was lu‘ld by th(‘ (‘xamiinn* of interferences the record 
shows that tin* mark in (|neslion is descri])tive. | Tn a I'latent 
irrant(‘d in ISTO to Fdmnnd Mcdlhenny for ian improve¬ 
ment in ])e])])c‘r sanc(‘ a certiticul co])y of which is in evi¬ 
dence, it is stated that tin* sauce is pre])ared from ‘^the 
])e])])er known in the market as Tabasco pepper.” ^loss 
and Hayh*, witnesses for ])(*titioiun*, state thiat the sauce 
made by them was made from “Tabasco’’ ])oppers. Fur- 
Ihermore in tin* Encyclo])(‘dia of American |Horticnlture 
“Tabasco” is referred t(» as a vari(‘ty of pepper. Tn this 
work the following’ lan.unai^e is used in the article on “Pep- 
])er” pai>‘e- l*27d and 1274: i 

“The Tabasco variety fnrnish('s well known Tabasco 

• I 

Pe])])er sauce and 'Ihdiasc'o catsup, * * ^ While all 

kinds are more or h'ss ])nn.e’ent about the se(kls the pun- 
.’••(‘iicy of most of tli(‘ smalhn- sorts like Cond Gem, Ta¬ 
basco, (kiyeiine and (1i(*rry extimds to tlu‘ tlesljy portions.” 


14i(* t(‘stimonv ot‘fer(‘d on b(‘lialf of the petitioner shows 
clearly that the mark in (|n(*slion was used by others dnr- 
inii' Ili(‘ ten yi'ars next jirecedinir the passa.e:e of the trade¬ 
mark act. I 

It is h(‘ld, th(‘refor(*, that th(‘ mark in <pufstion is de¬ 
scriptive as a])plic(l to ])(*]'>per sauce, that the regis- 
t^4 trant did not (mjoy tin* ac'tnal ns(‘ to |the sole ex¬ 
clusion of all otli(*rs dnriiiu' tin* ten ye^irs’ period; 
that the Commissioin*!’ has authority to order the cancella¬ 
tion of the mark under th(‘S(‘ circumstances and that there- 

I 


—477) 7 a 
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fore the action of the examiner in sustaining- the applica¬ 
tion for cancellation was clearly right. 

The decision of the examiner of interferences is aftirnied. 

E. B. MOO HE, 

Con? missio)i('r. 

June 25 1909. 


O. W. 

L. J. E. 


S5 


‘‘ExniBi r 5E.-' 


In the Court of Ap]H‘als of the District of Columbia. 

Patent Apt)eal Docked, Xo. (IIJ. 

E. McIlhexnv's Sox, Appellant, 

vs. 

The Xew Ibeiua Extiiact of Tabasco Peppeb Compa.ny, 

Ltd. 

This is an appeal from a decision of the* Commissioner 
of Pateuits sustaining the ])(‘tition of apptdhn* for the can- 
(-(‘llation of the word “'ral)asco," r(‘g-iste‘r(*d to apjx'llaiit 
as a trade-mark for ])epper sauce. 

Two (luestions are here involved. First as to wliether 
appellant’s mark may ])roperly he chuiominated a'< a tc‘eli- 
nical ti-a(h‘-mark and, if not, wliether the Trade-Mark A(*t 
of Feh., 1905, clothes the (Commissioner witli authority to 
(‘anc(d n mark registei'ed under the so-called ten vears’ 
elaus(* of that Act. 

Ap] lellant's application was sufficient in form to warrant 
r<‘gistration under either the jirovisions of tlie statute ai)- 
])Iying- to technical trade-marks or under said ten years' 
claus(‘. ddi(‘refore, if it is found that the registration can 
1 k‘ sustained only under the ten years' clause it will he pre- 
sunn*d that registration was under that clause. Tf, on the 
othei- hand, the registration can he sustained under (dtliei* 
of the above ])rovisions there is no reason, in the absence 
of an ex])ress finding by the Commissioner, why registra¬ 
tion should not be treated as that of a technical mark. 
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We will first inquire, therefore, whether ‘‘Tabasco/’ as 
here used, is the subject of a technical tradh-mark. Ta¬ 
basco is a State in the Republic of ]\Iekico and was 

86 when appellant adopted the name as d trade-mark. 
Indeed, the record shows that the wordjwas adopted 

))y the predecessor of appellant because thej seed of the 
pepper from whi(*]i the sauce was made oripnally came 
from that State. In the application for a ]datent on tlie 
process of preparini>: this sauce filed by appellant’s prede¬ 
cessor, and upon which the patent was grantdd Se])t. 27th, 
1870, it is stated: I 

i 

I 

“This invention I’elates to a new process :pf preparing 
an aromatic and strong sauce from the pep])er known in 
the mai’ket as TaI)asco pepper. This pepper! is as strong 
as Cayenne pepper but of finer flavor.” i 

It is worthy of notice that no application t]or the regis¬ 
tration of this mark was made until after the term of the 
mono])oly granted l)y said patent had expiree}. See J. A. 
Sci’iven Com])any vs. W. H. Towles Manufacturing Com¬ 
pany, M2 A])p., I). C., 211. I 

S(*ction ") of said Trade-Mark Act prohibitsIthe registra¬ 
tion of any mark “merely a geographical name or term.” 
This ])]*ovision is simply declaratory of the common law, 
as it is well settled “that no one can a])ply tljie name of a 
district or country to a well-known article of commerce, 
and obtain thereby such an exclusive right to; the applica¬ 
tion as to prevent others inhabiting the district, or dealing 
in similar articles coming from the district,! from truth¬ 
fully using the same designation.” Canal Company vs. 
Clark, IM Wall. M21. In (’oiumbia Mill Company vs. Alcorn, 
150 Ih S. 460, it was held that a person can not acquire 
the right to the exclusive use of the word “Columbia” as 
a trade-mark. The coinl said: “the word ‘Columbia’ is 
not the subject of exclusive appropriation under the gen¬ 
eral rule that the word or words, in common use as desig¬ 
nating locality, or section of the country, can hot be ay)])!^)- 
])riated bv anvone as his exclusive trade-mark.” 

87 This case was cited with approval in Ejgin National 
Watch Comy)any vs. Illinois Watch Company, 179 U. 

S. 673, where the court, speaking through Mr. Chief Justice 


I 
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Fuller, said: ‘‘Xo oi- foi-in of words can 1)0 appro])!*!- 
atod as a valid trade-uiark which from lh(‘ iiatiin' of Ilu‘ fa^-l 
conveyed hy its pi-iinaiw moaning-, otlirrs may (‘Tn])loy with 
ecjual truth, and with c<jnal riu-ht. foi' th(‘ same ])urposeL’ 

It ap])ears that the Tabasco p(‘])p(‘r is distinctly different 
from other ])(‘])pers on account of its ])(H*nliar aroma. 
Manifestly, therefore, no jao'son or firm should he li’iven 
the exclusive ri.u'ht to d(\'<iuiia1(* ])epp(‘i* sanc(‘, the princi- 
])al iniiTodient of which is of course* pi‘pp(*rs, as “Ta¬ 
basco. M (* think Tabasco a u(‘oi;Taphical nann* and Ikmici* 
not entith‘d to (‘Xclusixa* a])])i'opi*iation l)y a])])(‘llant in 
vending' peppe*]* saiua*. 

It is not d(‘ni(*d that a])pel!anl was not tin* (*xclusiv(‘ ns(*r 
of said mark dni'in.L:- tin* p(‘riod i'(‘(jnii’e(I to justify r(‘i;’is- 
tration nnde*!* said ten y(*ars clause. It is insisted, how¬ 
ever, that if the* r(‘u'isl i-ation is to Im* tri‘al(‘d as havinu' been 
made under said clause* tin* (hunmissiom*!- is without au¬ 
thority to caiict*! it. Se*ction !.*> of said ri’a(h*-mark Act 
})rovides that: “Wheiu'Ve*!* any p(*rson shall (l(*(*m himself 
injured by the r(*,i;-ist rat ion of a trade-mai'k in the* Patent 
Office lu* may at any time* ap])ly to tin* Oomniission(*r of 
Patents to caiice*! tin* i-(*,uist rat ion t ln‘i‘(*of. *' Tln‘r(*n])on 
the ('ornmissioin*!' is i'e(iuir(*d to ia*f(*r tin* ap])lication to 
the (‘xamiin*r in chai'ue* of interfer(*nc(*s, who, aft(‘r notice* 
to tin* i'(*i;ist rant, may ln*ar and d(*t(‘i‘miin* tin* (iue*stion. 
ddie s(*ction e*ontinu(*s; “If it appear aftei' a ln*ariim' be*for(* 
the examine*!' that the i'e‘i 4 'ist rant was not e*ntith*d to tin" 
use of the* mai'k at itln* date* e)f his a])])lie'atie)n fe)i- i*e,ii-is- 
ti'ation the‘re*e)f, eu' that tin* mark is ne)t use*d by the* i'e*,ii-is- 
ti'ant, e)r has be*e*n abanehuie'el, and the e*\amine‘r 
88 shall se) ele*e*ielie*, the* Ceunmissioue*!' shall caiu'e*! the 
reu'ist rat ion. It is e*e)nte*nele*il that inasmuch as 
the ri.ii'ht to re‘.<riste*i' nnele*r tin* te*n ye*ars e-lause is maeh* 
to ele])enel em whe*the*r tin* applie*ant was the* ('.rclnsjre usei' 
of the mark elui'ini*' the* ten ye*ai' ])e*i'ie)el tin* worels e)f saiel 
Se*ction IM are ina])t and eh) ne)t e*e)nfe*!' the* anthoi'ity of 
cancellatie)!! upon the Oe)mmissie)ne*i'. 

It ree]uii'e*s in) e*itation e)f anthe)ritie*s foi' the* |)roposition 
that the ce)ntext of a statute* must be ce)nsidereel in constru- 
iiii"' any ])o.i'tioii of it. Tt is a])])arent fi'eim readinn* this 
statute that CoiiiiTOss inteneleel to confer upon the (^om- 
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niissioiier autliority to .‘(‘til'y a Avroiii;- or miistako, upon 
the a])i)rK'atioii of any person who should dtjem himself 
injnn‘d by the rei^isti'ation of any ti'ade-mark,iby the can¬ 
cellation of such mark, 'riu* first ])art of said Section !•> 
is sns('ej)til)le of no other construction, and we think that 
wlnni (k)n.i»'ress in the lattcu* ])art of the se(*ti(|)n provide;] 
that the tindinu’ bv the examiiuM* that tlu‘ r(‘i:tistrant was 
not entilh‘d to the us(‘ of the mark at tlu‘ dat(' of his ap])li- 
cation should constitute one u'round for cancelh-^tion it sim- 
idy m(‘ant siu'h a use <>/ th(‘ statute u])on which |1h(‘ a])])rK'a- 
lion was bas(‘d contemplat(‘d. In ollu'r woi’ds, [lo asc(*rtain 
tlu‘ sii>-niti(*ation and meanin^r of tin* ])hrase ui|id(‘i’ consid- 
(‘I'ation wc* must li'o back to S(*etion b in tin*! Act which 
s])(*rifi(*s the conditions which must (‘xist to eiijith* tin* ap- 
j)licant to i*egistration. \V(‘ hold, th(‘rt‘foi*(*, tlipt the Coin- 
niissioin*!' was clotIn*d with au1hoi‘ity, u])on tilu* showing 
made, to cancel this mark. | 

Tin* d(*('ision is aftirnu'd and tin* (*l(*i‘k will vortify these* 
proc(‘e‘dini 4 's as bv law i'(*(jnir(*d. I 

niAS. 11. 

^issacinf^' Jnsf}("(". 


( fhidoi’scd:) Bat(*nt .\])i)e*al l)o(‘k(*t, Xo. til;.*!. K. Mc- 
]lln*nny’s Son, A})])(*llant, vs. "fin* X(*w lb(*i‘ia| fhxli'act of 
h'abasco I\*ppi‘i‘ (\)., Ltd. ()])inion of tin* Cojirt ])(*r Mr. 
dustioe* Robb. Court of Aj)])(*als, District off Columl)ia. 
Fih*d F(*b. 1, IhlO. Heniw \V. Hodges, Fl(*rk. | 


A true* copv. Test: 

HFXRV W. HOIXIFS, 

('Icrk of thr Court of Appeal.^ 
of f/iu District of Ctkinuhia. 
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90 “Exilibit oPb" 

Kocordcd \Ol. I>7, Eaire 91. 

Ill tlu* riiilo(l Slates Patent ( Mliee. 

(’ane(“llation Pi'<>e(‘edinir No. S/. 

Till-: Xkw 1 i;Hi;iAiEx i'KAC'i'oi- 'I'Ar.Aseo Pkimm:i: (\>.mkanv. Ltd., 

V. 

E. McIliiknny’s Son. 

'rrado-iiiark Toi* Peppei* Saiiee. 

()rder. 

'ri‘ade-ni;i i'l< of !*b M(d llieiiny's Son, Ke^islei'ed .A])!*!! 

I9()i;, No. bl.n:;."). 

.Ml-, (’litl'ord S. W’allon for 'The New Ilxo’ia Extraet of 
'fabasc*) Pepper ('oinpany. Ltd. 

.Mes^i's. (’linr«‘}i A: ('Imreli for E. McdlhennyV Son. 

W’liereas llie New Ii>e]-ia I'Lxlrael of Tabasco lb*])])(‘r Com¬ 
pany, Ltd. has niado appl'n-ation for tlu* can(H‘llation of the 
trade-iaark of kb.Nbdlhenny"s Son r(‘uist(*red April ‘k 190(), 
No. .’iLO:;.'). 

Whereas t lie (’onrt of .\pp(*als of tIn* l>istriet of (’olumbia 
after ])rn(M*i*diniis duly had has i-endi‘red a (b‘eision anirm- 
iiiir t he decision of t he ('oininissioner of Pal(*nts and adjudir- 
iie.r that tlu* rt'uist rat ion of E. Melllu*nnv‘s Son. No. bl.O.'b’), 
>honId be can<*(*](*d. 

It is or<l<*r(*d that said reu’istI'ation lu*, and it is lu‘rebv 

♦ 

cane(*K*d. 

E. Ik MCOKE, 

.Marc'h *Jb, 1!)1(). ('nunnissioin^r. 

oLOdb. 290. 
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Tn tlio Sifj))'r}H(‘ ('aurf ni fJic I mtctl States Tor tlic Ijastoni 
District of PcMiiisvlvaiiia, Anril Session,; 1910. 

t 

I 

No. 4/5. ; 

i 

i 

Mc’TlhEN. w ('oMi’ANV, D()!n])laiiiantj, 

i 

vs. ; 

I 

The New Tbeeia Extea/’t of Tai’.as/'o Pepi’er PoNipanv, T/rn., 

et al., D(‘f(‘iulaiits. I 

i 

Decycr. | 

I 

(Filed Xov(‘nil)(‘i* 50, 1914.) i 

I 

And now, Nov/nnlxn* .'lOlli, 1914, tliis ('anse lilavinii: here¬ 
tofore coni(‘ 071 for luRirinii’ on l)ill, ans\V(M\ replication and 
])i‘oofs and tlie r(‘sp(‘(*tive ])arti(‘S hy th(‘ii’ connsc'l liaviiiic 
been lieai'd tlno'eon, it is now, ord(‘r<‘d, adjnd,ii;(‘d and d(‘- 

(‘i‘(‘ed I 

1. ddiat th(‘ d(d\‘ndants liav(‘ infriim/M] and yiolatod tin* 

I 

.<>• 00(1 will and ti'ade i-i.<rlits of tin* conij/lainant bk* tin* ns(‘ of 
tb(‘ woi'd “Tabasco" in coniKH'tion with th<‘ ])(b)])(‘r sance 
mannfactni*ed by ilu> detVndant, Th(‘ N(‘w Iboria Fxti*a'*l 
of Tabasco Pc])])(*r ('()in])any. Ltd., and by tlu‘i nsc of the 
foi’in of packaiii' in which the p(‘pp(‘i' sanc(‘ niannfaclni’(‘d 
by said (hdVnulant, Th(‘ N(*w llxn'ia fiXti'act of Tabast'o 
Pep])(*i‘ Pon7i)any, Ltd., has b(*cn h(‘i*(‘1 ofo7*(‘ bffeix'd for 
sale. i 

I 

'1. A wi-it of ])c7*7Tian(*nt injunction is awai’ded :a.<7:ainst the 
(hTendants, theii* ollicei-s, a.uents and eni])loy(‘S, (‘njoinin.<>; 
and i‘(>sti-ainin.u‘ them | 

in) Froi7i nsinii- the woi*d "‘Tabasco’’ in (‘onniection with 

I 

the ])(‘p])(‘i- sance niannfactnr(‘d by th(‘ defendant. The Ni‘W 
Tbei’ia Fxti’act of Tabasco Peppei* (V)i7ipany, Tjtd., and 

(b) Fi'om nsin.ii: tin* fo]-m of ])acka,<i‘(‘| which has 
92 hei’etofoi’e be(‘n ns(‘d by sai<l d(‘f(‘ndanti The New 
Ibei'ia Extract of Tabas(‘o Peppei* Fomjiany, Ltd., 
in the sale of the ]7ep])(‘r sance manufactured|by it, and 
(c) From usin.^r in conn(‘ction with said ]K‘pper sauce 
manufactured bv said defendant. The Now Tbeida Extract 



U. S. OF A. KX i:Kr.. WILLIAM L. SYMONS VS. 


of Tjil)asco I\‘|)])(*i' (’onipaiiy. Ltil., or in ('oniu'ctioii with 
anv saii(*(‘ <>r condinunit ollun* than that mannta(‘tiUH‘d hy 
t]i(‘ (‘OTHplainanl any holllrs. lalx'ls. caps or tubes which 
will Tnak(‘ llic packa.u’c in which said ])(‘j>])(‘r sanc(‘ or any 
such oilier sanc(* or condiment is otl\‘]*(‘d for sale n'smnhlc 
or simnlati* tin* )>ackaLr<‘ in which tin* complainant sells its 
pe])])(*r sanc(‘. 

, d. \V. TiioMrsox. 

p:’, KxiiiiiiT I). 

In lh(‘ (’nilc(i Siat(‘s District Donrt for tlu‘ Hastern District 
of TA)nisiana, X(‘W ()rleans Division. 

Xo. —. 

In K<|nity. 

McIiJIKNNV ( ’o.MI’ANV 


Xi:w li-.Ki:iA hiXi'KAcr (H’ 'I'AnAsco Dnei’Kii Do.mi’anv, Lid. 

Mnf/iu/ fn I>/snnys Iiif frrnn ul*<-iifinu nf />. /•’. Trdpin'if 

(n/fl Suits rf (ll. 


To the Ilonorahh* dnd.LO's of said (kmi't, in Lhancery Sit¬ 
ting* : 

Xow counts .M<dlhcnny ('oinpany, a corporation, tin* plain¬ 
tiff in tin* ahovi* (‘iilitlcd action, and moves tin* (’onrt to dis¬ 
miss tin* Del it ion of I nt(*rvcnt ion of 1>. F. 'Prai)])!*)’ cV' Sons, 
a co])artin*rshi]) compos(*d of and tin* indix'idnal nu*ml)(*rs 
lln*i-(*of, viz: D. I*'. Trapp(*y. WilTn* 11. Trap])ey, .\dam S. 
II. Ti-ap]){‘y, (h*or^e .1. 'rrap])(*rv and lh*rnard T]‘ap])(‘ry, 
dr.. lil(*d in this action on dannary —, IP'Jlk and to vacate 
tin* ord(*r of this ('onrt permitting’ said 1>. F. dh*a])]>(‘y 
Sons, (*t al. to inter\’(*ne in this action as d(‘f(‘ndants and 
that tln*ir said F(*tilion of Inlei-V(‘ntion Ik* considei‘(*d as an 
answei* to comiilainant's orii>inal hill maih* dannary —, 
IP'il-k and that said ])laintiff take its costs in this suit in- 
cuiu’ed for the following’ reason: 

1. Because* it ap]K*ars that the said P>. F. 'Praptioy & Sons, 
et ah, have no interest in this controversv sullicient to war- 



73 


THOMAS E. EOBEKTSOX, COM. OF PATENTS 

i 

rant their intervention n.ider tlie recinireinenU of Equity 
J\nle .*>7. The only issue in this action in wlii^-h said B. F. 
Trai)])ey Sons, (‘t al. eeai liavc‘ any interest! is tlie ques¬ 
tion \vli(‘1h(‘r lli(‘ .Mc.Illi(‘nny Company| has the ex- 
h4 elusive ri.nht to use tlii' word *‘Tabasco as a trade¬ 
mark or a t rad(‘-nain(‘ for Pe]q)er SaiK'e, and this 
])articnlar (jiu‘stion was liti.i'atc^d and linally determined in 
the cas(‘ of Mclllumny ('ompany vs. 1>. F. Trappey & Sons, 
et al. in this Foiii't, in which this Court on (jctober 22nd, 
lh21 ent(‘i’(‘d its d(‘(‘i-(‘(‘ coiilirmine,- to the Mcllhennv Com- 

• I 

])any tlu* said (‘Xclusive riirlit, and u))on ap])eal| of said case 
to th(‘ Cii'cuit (\)in*t of A])])(‘als for the Fifth| Circuit, the 
decre(‘ of this Court was on May 22nd, 11)22 laffirmed. A 
co])y of lh(‘ decree of th(‘ ('ircuit Court of Appeals for the 
Fifth Circ'uit is attaclu'd lu‘i-(*to mark(‘d “Exhibit A.” 

JOSFFH S. ri.ARK, 
FDWARl) A. ROGERS, 
Snl'Kiffirs for Mc/IJt(')nn/ ('om j)a)ii/\. Plaintiff. 

I 

Dated danuarv loth, 1!)2.‘). | 

I 

I 

95 Exhibit 7. | 

i 

In the Distl'ict Court of tin* Fuil(‘d States fori the Eastern 
District of Louisiana, X(‘W Orleans Diviision. 

M (’ 1 1 a IJ-: X X C( > m pa x y 


Xkw Irkiua Extbac't of Tabas(T) PEPi^Ei: (5 )mpa|xv, Limited. 

To the llonorabh* Rufus E. Fostiu*, Judi>e ot| the United 
States District Court foi’ the Eastern | District of 
Louisiana: ! 

I 

On motion of William L. Symons and E. Howard Mc- 
Caleb, solicitors lor in1(M’V(*nors, IL F. Ti’appey & Sons, 
B. F. Ti-a])p(*y, Willie IL Ti'ap])(‘y. Adam S. H. Trappey, 
Cieorue J. Trapjiey and Beimard Tra])])ey, Ji\,|and on sug¬ 
gesting:: I 

(1) That movers have obtained an order of' this Court 
permitting them to intervene as defendants iii this cause. 


10—1757a 
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and that their intervention l>e considered as an answer to 
com])Iainant \s oriiifinal bill. 

(2) Tliat as alle<:»ed in complainant's bill this suit is 
broHii'lit under Section 49ir) of the Revised Statutes of the 
Ibiited States. 

(d) That the object of this suit is to set aside cancella¬ 
tion proceedinii's ^87 of the Ignited States Patent Office, 
and tlie cancellation of K. .\rcllhenny’s Son rei^istration 
Xo. ;)10:>r). 

(4) That the issue is whether oi* not com])lainant is en- 
titl(‘d to a technical trade mark on the word “Tabasco” 
and “Tabasco Pepper sauce." 

(b) Tliat there is now ]')endin,<j: before the United States 
(hrcnit (V)nrt of Api^eals, Fifth Oircnit, the app(‘al of 
movers in an equity suit between the same ]iarties, 
wliicli said appeal sul)stantially involves the (pies- 
tion whetlier or not complainants are the exclusive 
ownei's of the word “Tabasco" and “Tabasco Pepper 
Sau(*(‘" as a])])lied to pejiper sauce as a common law trade 
mark, and whether oi- not complainant is entitled to an in¬ 
junct ion aii'ainst movers from usiiiir the word Ta])asco on 
pe])per sauce manufactured or sold by movers. 

{()) Accordin.i>‘ly, movers represent and suyii'est to your 
Honor tliat until the mandate of the United States Pii’cuit 
('ourt of A]')])eals, P'’ifth Circuit, in the matter of Mc- 
Illnmny Co. vs. R. F. Trafipey & Sons et ah, now on ap¬ 
peal before that Court, all further proce-alinics herein 
should be stayed and suspended, and that in all othei* n'- 
spects the riii'hts claims and defenses of the ])arties be 
res(‘rved. 


It is ordered that all further proceedinirs herein be stayed 
and sus]iended, until the mandate of the United States Cir¬ 
cuit Court of Appeals, P^ifth Circuit, is returned and filed 
in this (\>urt in the matter of Hcllhenny Co. vs. R. F. 
Trappey & Sons et al., Xo. — of this Court, now pend- 
ini^- on appeal, and in all other respects the ri.niits, claims 
and defenses of the parties be reserved, and that com¬ 
plainant, ^rcTlhenny Co., throuirh its solicitors, show cause 
to the contrarv on the — dav of-, 1922. 

Xew Orleans, La., January —, 1922. 


Judge. 
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i 

97 Motion for Judgment. j 

Filed ^Fav 25, 1927. i 

« « « * # * i « 

i 

I 

To the Honorable the Jndiices of the Supreme|Court of the 
District of Columlha: I 


I 

Xow comes the Petitioner, William L. Symons, as the 
duly authorized attorney for Messrs. B. F.i Trappey & 
Sons: and ! 

Moves for a peremptory writ of mandamus against the 
Kes])()nd(‘nt notwithstandinii: the return of the Respondent 
herein. ! 

WM. L. SY^IlOXS, 

Petitioner. 

Washini>ton, D. C., May 25", 1927. I 

I 

i 

A co])v of this Motion has been furnished toiRespondent. 

WM. L. SYMOXS, 

ionrr. 


Mvmorandum Opinion o)/ Submission After Ilearing of a 
.Motiaii fffi’ Judf/inenf and the Issuance of o Peremptory 
Writ of .Maiidanius Against the Res pond c^it, Commis¬ 
si ()]icr of Patents. I 


Filed January 24, 1928. 


* 


* 




^ I 

The petitioner, who describes himself in the petition in 
this case “as the duly authorized attorney forjB. F. Trap¬ 
pey and Sons,’’ prays for the issuance of a; peremptory 
writ of mandamus directed to the respondent Commis¬ 
sioner of Patents, i 


“to accei)t and act u])on the objections to registration duly 
hied with hi in in accordance with law.’’ i 

Upon the filing and presentation of this petition 
98 and on an application therefor, a rule tp show cause 
was issued directed to the respondent to show cause 
why the writ of mandamus, as prayed, should npt be issued. 


i 
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Tlie respoiuleiit liis answt'i* to this rule, and a written 
stipulation of tlie parties luM’eto was, thereafter, filed 
which, anionii' othei’ thinti's, l)roiiuht into th(‘ record of the 
case certain exhibits iH'fei’red to in the stipulation, and this 
was followed hy tin* piMidin.e: motion. 

The ])h*adin.iis in this ease. t(>!L:H‘th(‘r with the exhibits 
mentioned, reveal, a protract(“d and stubborn controversy 
between th(‘ said clients of tin* i'(‘lator and the Mcllhenny 
Company, a corporation, which has b(‘(*n claiminu’ the (lx- 
clusive owmu’ship'of a tra(!(‘-mark calh‘d “'rabasco." The 
controviu'sy has heen b(*foi-c‘ various fcMh'ral courts, in- 
cludinic our own conii of appeals in foui’ diffcuHnit cases, 
in each of whicii tin* Mcdlhcnny Company, or the Mcll- 
hennys, W(‘r(‘ (*ithci‘ a])pcllanls or app(‘llc(‘s, and in three 
of which the .Mcllhenny Coinjiany, or tin* Mclllnmnys were 
ap])(‘iiants and th(‘ i-(‘lator's cliimts app(*lh‘es. In the earli¬ 
est case b(‘fore the Court of Ap])eals, that of K. Mc¬ 
llhenny *s Sons vs. New ll)eria fixtract of 'fabasco Ih‘p|)t‘r 
Company Ltd., .*>4 App. 1). C. 4.40. the Court of App(‘als 
Indd that i1h‘ appellant was not eiitithMl to have re.ii'istered 
in the Patent (){hce tin* trade-mark “Tabasco" because it 
was nuu'ely a ireoicraphical nanu* or t(‘rm, and tlu* owner 
th(‘rt‘of not (‘iilith'd thei’efore to ri*,i.rist rat ion under the 
tra(h*-mai'k law. ()ther f(Mh‘ral coui'ts luivt* luLl a con¬ 
trary vi(‘w. 

A dozcMi years later and in the .Mtdllumny Company 

tiled its bill of complaint in tin* Cnited Stat(‘s District 
Court for the Hastern District of Louisiana a.u’ainst the 
Xew Iberia Kxtract of 'Ihibasco Pe]»per (’oni])any, 
bo Ltd., and tin* lull allcu'cd that the decision of our 
(’ourt (d‘ Ap])eals, holdinu' that the word “dhibasco’* 
could not be registered, as a trade-mark, and for other 
reasons set out in the bill, was (‘rroneons. In that suit, th(‘ 
relator's ePumts wtua* allowi'd to intervem* on a ])etition 
presented by thi*m. in which th(‘y jirayed that their ])etition 
be treated as an answer to the bill and that the ])ray(‘rs 
of the bill be denied and ndcctcul. 

Proc(‘(‘din.e:s had takani ])lace lonir pr(‘vionsly, befori‘ the 
Commissiom‘r of Patents, and a reii'ist rat ion of tlu‘ woi'd 
‘‘Tabasco," which had beem :Li'rant(*d in 1006, was can¬ 
celled. This took [)lac(‘ on .Inne 2."), 1000, and that action 
was the subject of the first case before our CQurt of Ap- 
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I 

])oals, referred to abov'\ wliieli affirmed tlie c^uieellation; 
tlie opinion of the Court beini>’ hied Kehruarv 1910. 

li(‘tnrnin,u‘ to tlu‘ suit inslitut(‘d in the Thited States 
(Vnii't fertile Kaslern District of Louisiana in |1922, it fnr- 
thci’ appears, hy the ))leadinys and e.xhihits iji this case, 
that, ])rior to the lilinn’ of tin* l)ill therein, tln're had been 
instituted an earli(‘r suit by the .Mcllhenny Company 
a.irainst the ri*lator's clii‘nts, and the d(*ci'(‘c of tin* J)is- 
trict Coiii't in that casi* liad l)(‘en appealed toithe United 
Statc‘s (’ircnit Court of A])p(*als for the Fifth 'Circuit and 
tin* ])(‘nd(*ncy of this eai‘li(*i’ suit had r(‘sult(‘(l in a stay of 
tin* later suit, and U])on tin* comina: down of tin* inaudati; 
of tin* Unit(*d States (fircuit (’oiirt of Ap])(‘als ii^ tin* (*arlier 
cas(*, tin* Distinct Court, in tin* lat(*r case*, oniAny:nst 1(5, 
19‘J(5, (*n1(*i'cd a d(*cr(*(* dismissinii- the p(*tition pf inte]’vt*n- 
tion of tin* n*lator's cli(*nts, and (h*cr(*einy that tin* word 
•‘'Fabasco" | 

“is and siiici* the year IStiS continuously has lj(*(*n a valid 
trad(*-mark and is now the* soh* prop(*rty of tljn* plaintilT, 
and is not merely a y(*o,i;ra])hical nanjn* or t(*rni 
Idf) within tin* nn*anin,u‘ of S(‘ction b ot tin* Act of Con- 
iri’(*ss of F(*bruai\v 20, 1!)0.")," and “that ])|laintiff was 
and is (*ntitl(*d to liavi* its said tra(h*-mai‘k n*.i^ist(*red under 
tin* pi’ovisions of the .\ct of ('oni;-n*ss of F(|*bi-uarv 20, 
l!H)b.*' ' i 


It flirtln*r adjudii(*d and decr(*(*d that tin* ord(*ii‘ of tin* re- 
spond(.*nt ln*r(*in of .Mari'h 20, 1!>10, cancelling'11 lie certifi- 
cat(* of r(*,iiistration of tin* tr;nh*-mark “'Faliascb*' v'as im- 
])rop(*rly and im])rovid(*ntly made, and was andjis void and 
tin* or(l(*r was revers(*d, canceil(*d, set aside* ain^ tin* rei^'is- 
tration reinstat(*d and decr(*(*(l to lx* valid and j subsist in,ij:. 
Xo appeal was taken from that (h*(*ree by (*itljn*r tin* de¬ 
fendant (H' the* int(*rv(*nors, tin* re*lator's cli(*nis, and the 
tinn* for takinij: an a])p(‘al has (*la])sed. i 

It was following' this d(*cr(*(* that an application by the 
.M(dlln*nny (’omj)any was made to tin* respond(*nt for r(*i*'is- 
tratitJii as a t(*chnical lrad(*-mark of tin* mark ‘CFabasco,” 
and that notice* was ,t»'iv(*n of this application in; tin* oHicial 
,i*az(*tte of tin* Unit(*d Slat(*s Fat(*nl Office* on! X()V(*mb(*r 
22, U>2(). Publication of this ajiplicatioii con1aiin*d also 
the statement tliat the 


I 

I 

I 
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tor(‘(l April .’5, IIMKJ, caiicclh'd Mar(*li *J(), 1910 and snoli 
cancellation held void and set asid(‘ inuhn* S(‘clion 4915, 
licvis(*d Slalnt(‘s, hy (h‘ci‘(‘c ol* the United State's District 
(’oni'l for tli(‘ Uaslei'ii I)isli'i(*l of Lonisiana, X(‘\v ()rl(‘ans 
Division, in I'hjnily Xo. Itl.Sol, Mcdllu'nny (’oinpany v. Xew 
Ilx'i'ia I^xti'ael of TahcMseij Ucpjxn' (’o., Tjtd." 

Within thii'ty days aftei* tin* dat(‘ ol‘ the pnhlication iikmi- 
tioiK'd, the r(‘Iator herein tiled a proti'st a.ii’ainst the .u'l'ant- 
inn’ of a e(*rt itieat(‘ (»!' reiiisl i*ation to tlu' Medlhenny Uoin- 
pany, upon the* uronnd that said !>. U. 'ri*a])])(‘y an<I Sons 
ai‘(‘ (‘ntith'ii to n>e the woi'd “5'ahaseo** in eonin'ction witli 
p<‘j)p(*r sanee. and that the ('oininissioiier of Uatenits was 
not proeeediiiu' to eai'i’v out the (h'cree* of tlu‘ Dis- 
Kd t J'iet ('oniM in L(misiana. 

It is to he noted at this point that tin* protc'st was 

lih'd 1)V the relator as tin* dnlv authorized attoriK'V for 

• • • 

l>. V. 'Prappey and Sons. Idit no rrri/lt’fl njijKis'ii'iou was 
}ile(l to tin* peiidiiii:' application, either hy oi* on IxOialf of 
'ri"aj)p(‘y and Sons, and the ('oinniissioiiei’ of Uatcnits In'ld 
that the pi-ot(‘>t tilixl hy tin* ix'latoi* did not comply with the 
A(‘t of ('onii'ia'ss applieahle to tin* snhjeet, nor with tlie 
rnh‘s and i-euulations of tin* Ihatent ( tlliee in reii-ard the'reto. 
Under date of Di'ceinlxo' ‘Jih he notified tin* ia*lator 

that no action eoiihl he tak(*n on such a prot(‘st in view 
(/f the court decision refern'd t»> in siu*h ])i'otest. Tln're- 
npon tile relator ri*<|in*sted a i’eeonsi(h‘ration of tin* prot(*st. 
and the res]iond(*nt (’<»inniissioner. after consideration of 
thi> repiiest for rc'considerat ion, infoianed the la'lator that 
in* adin'i'i'd to his prex’ioiis at'tion, for the reason set forth 
therein, and added that 

“the protest cannot h<* eonstrin*d as an opposition under 
the statutes and rnh*s.*' 

'fhe A(‘t of fh'hrnary ‘J5, nieiitioiu'd ahovt*, as 

ann‘n(h‘d, and hy Section h llu'reof, enacts that 

“.\ny person who h(‘Iii‘Ves he would lx* daniaii’(‘d hy the 
ren’ist rat ion of a mark ma\’ oppose the sann* hy filinii- no- 
tiei* of oj)])osition, statinii’ the grounds thert'of, in tin* Pat¬ 
ent ()nic(‘ within thirty days aft(‘r tin* ])ul)lication of the 
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mark soii:l;‘1i1 lo Ix' wliicli said iioti(H‘| of ()])|)osi- 

tioii shall he hy lli(‘ ])(‘rsoii (iliiiii- the siime l)er()re 

one of the oHieers nunitioncxl in scx'lion two oi* tlijis a(d. An 
oi)])()sition may 1)(‘ fihMl ])y a (Inly authorized atioi-n(‘y, hnt 
sneli o])])osition shall lu* nnll and void nnl(*ss iv(‘rifi(‘d hy 
the O])])osi‘i‘ within a reasonahl(‘ tinu* aft(‘r Such filing. 


I 

Section 9 of tin* Act ])i‘o\'idcs for an a|)])(‘al fi'ont th(‘ a(‘tion 
ot tin* (’ommissioiHO', iiiclndiny the riii’ht of a]))i(‘al hy on(‘ 
who has til(*d an o])])osition to the ri'nist rat ion ot* a trade¬ 
mark, and rnl(‘ ofi of tin* rnh's of tin* Pat(‘nt Otlik*, ^oxan-n- 
iii.n- the ia‘.ii-is1 rat ion of t i‘ad(‘-niai’ks, niald‘s similar 
102 re(jni!*(‘m(‘nts with i’(‘S])(*(*1 to an o|)])ositiion to tin* 
rc'ii'ist ration of a t I'ade-mark. | 

Xo vei‘iji(*d o])))osition has (*v(*r Ix'cni lihnl hy 'rra])|x‘v 
and Sons, noi* hy the relator, and tin* rc'ason fhr this a])- 
])eai‘s in tlu‘ sti))nlation of tin* parties h(‘r(*to, ahov(‘-m(‘n- 
tioiuxl, and scxnns to he hast'd upon an ai)preh([nsion that 
if siK'h V(‘riti(‘d o])posilion was liled, it niiiilit snhjcx't tin* 
o])))os(‘r to con1(*nipt pixxx't'din^-s Ix'foiV' tin* rnjt(*d Stat(‘s 
Coni't fo]' tht‘ Kast(‘i‘n District of L(niisiana. 

It setnns to tin* ('onrt, in view of lln* foi'i'Li'oiny’, that th(‘ 
])endin:L»- ]xd.ition foi* the writ of mandamns is i-(‘i;jlly ainuxl 
at what th(‘ relator contemds is a s(‘i'ions (*]'i‘or of tlu* Com- 

I 

missioner in nd'nsin.i^- to considei- his ])i'ot(‘st. Ifithat is so, 
lh(‘ writ of mandamns cannot he ns(*d for sin-h a pnr])os(‘. 
It may ht* true that the i-c'spondt'iit has r(‘fnsed tjo (*onsider 
whatevei’ nuo’its tluo’e may he in tin* yronnds of tilu* ])i‘otest 
referr(‘d to, and la* has done so Ix'cansc* lu* intcjrpixds the 
statnt(‘ a])i)licahle to tin* subject as forhiddin.C any such 
consideration hy him, exce])liay upon a duly nTificd <tp- 
posifioii. \ 

This Coni’t is of the o])inion that this int(‘])ijetation of 
the res])ondent (’ommissioiuM- is not an nni'(‘asO|nahle on(‘, 
and, while not intimating- any int(*i‘])i*(‘tatioi] of its own on 
the subject, it would Ix' .n'oini»- lx*yond its ])OW(*i’,ias settled 
hy a nnmhei* of d(‘cisions both of th(‘ Sni)i‘(‘m(‘ Court of tlie 
United States and the Court of Ap])(‘als, to i-(‘vie[\v thron<>-h 
the medium of a wi-it of mandamns, the inter])i|etation of 
the statute tlius made hv the administrative otTiciid char<>-ed 
with the duty of administeriim- it. ! 



so 


r. S. OF A. KX KEL. WILLIAM L. SVMONS VS. 


Foi* tlu‘ roasoiis, tli • ])i*ii<liiin- motion for a 

peremptory wi'it must Ik* (l(*iiie(l, and tlu* ])etition be dis¬ 
missed. and an oi'der will Ik* settl(*d and siirn(,*d to this 
(‘{T»*ct on noti(K*. 

lOd i F. L. SIDDOXS, 

J list ICf. 

dannaiw :24, l!t2S. 

()r(lrr I )r H jj) n (J J*rrrtn j)f nrif 11 I'll nf M (nnliun ns (Unt I)is- 

niissiiif; /*rfifiun. 

Fil(*d h\*lii*narv 2!>, 10*JS. 

^ ^ 

Tiiis caiisc liaviim' come on to Ik* li(*ard np(m the peti¬ 
tion foi- a p(*r(*niptorv wi’it of mandamus, rnh* to show 
eans(* issued ther(*nj>oii, the return ol‘ tin* r(*spond(*nt 
th(*i’eto. and the ,>tij)nlation of facts tih*d In^rein, and hav- 
inu’ been aru’iied.bv the n*sp(*etive attorn(*vs of rc*eord for 
tin* r(*latoi’ and r(*spondent, and havinii’ l)e(*n snbmitt(*d 
to tIn* court : 

.Xow, therefor<*, upon eonsid(*ration of tin* sann*. it is 
liei'eijv ordered and (h*ere(‘d that tin* said rnh* to shov; 
(*anse be dis<'harued, tin* peremjnory writ of mandamus 
])i’ay(*d for b(* d(*ni(*d, and tin* petition and proe(*(*din,ii’s 
herein Ik* dismissed, and that tin* i’(*spon(h*nt r(*eo\'(*r his 
costs from tin* r(*lator. 

F. L. SIDDOXS, 

Jiisficn. 

Dated F(*bi’narv *J0th, D)l!S, at Washinii’ton, 1). (\ 


.•\])pro\'<*d as to foi’in. 

W.M. L. SVMOXS, 

U el at or. 
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Appeal. 

Filed February 29, 1928. 


Tlie Clerk of said Court will please note an appeal in 
the above case. i 

WM. L. SYMONS. 

i 

104 Citation waived and consent to $50.0i) deposit in 
lieu of a bond on appeal. | 

AppA^'d. I 

F. L. SIDdOXS, 

Justice. 

T. A. HOSTETLER, | 

('(tiniscl for Appellee. \ 


Feb A* 29, 1928. 


Memorandum. 


February 29, 1928.—$50 deposited by Relatcjr in lieu of 
Appeal Bond. I 

i 

j 

Assignment of Errors. j 

I 

Filed Februarv 29, 1928. I 

• f I 


Now comes MUliam L. Svmons, the above-named Kela- 
tor, as counsel for B. F. Trappey & Sons, and iassigns the 
following errors upon his appeal from the order denying 
the motion to issue the writ prayed for: i 

1. The Court erred in denying the motion f<^r a writ of 

mandamus. j 

2. The Court erred in dismissing the petitiop. 

3. The Court erred in not making the rule al^olute. 

4. The Court erred in refusing to command the Commis¬ 

sioner of Patents to take action on the protest against 
registration. I 

11—17570- i 


I 
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5. Tlio Coiirf ei’r(‘(] in rofusinu- to command the Commis¬ 
sioner of Patents to act*(*j»1 and act upon tli(‘ ol)joctions to 
registration duly filed with him in accordance witli law. 

6. The Court (U-red in rcd'using to command the Com¬ 

missioner of Pat(‘nts to take action on the j^rotest 
10.") against i*egistration filed hy tin* duly authorized at¬ 
torney of a party who alleg(‘s facts in the protest hy 
their attorney from which injury to said ])arty could he 
inferred. 

7. The Court erred in refusinii* to command the Commis- 
sioner of Patents to tak(‘ action on the ])i’otest of tin* duly 
autliorized a1torn(‘y for 1^. F. Tra]')pey cV: Sons on th(‘ show- 
iiii*: that the c(‘rtificate of n^i^-ist rat ion formerlv held hv Me- 
Tlhenny Comjiany was a “tcui y(‘ar proviso" c(U*tificati* and 
the certificate which tin* (’ommissiomu* of Pat(‘nts ])ro])osed 
to issiu‘ to said company was a t(‘chnical trade* mark i-('gis- 
t rat ion certificate. 

S. The Court ei'red in refusing to command the (’ommis- 
sioner of Pate‘nts to give* P>. F. 'rra])})e*y c'c Sons an o])- 
])ortunity to verify the* prote*st against re*gistration in ac¬ 
cordance with tluf estahlishe*d Pate*nt Oflice* practice. 

f). The* ('onrt e*ri‘e*d in holding that l)e*e'ans(* tin* ])rot(*st 
against re‘gisti’atie)n was not V(*i'ifie‘d the* Commissioiu*!' was 
justitie*d in re*fnsing to give it any e*onsid(*ration in vie*w of 
the fae't that the re*e*e)rd shows that the* ('ommission(*r n*- 
fuseel, in ae‘e*e)relance with the* e*stahlishe*el })ractie*e, te» give* 
B. F. Tra])i)e*y Sons an opportunity to ve*rify the* pro¬ 
test against registration file*el hv its attoiaicv. 

10. The (h)nrt 'e*rre*d in holding that the* Commissioiu*!* 
of Patents he*ld that the* prot<*st (ih*d hy tin* R(*latoi’ as the* 
eluly anthorize‘d attorn(*y for B. F. 'Prappe*y & Sons diel 
not com])ly with the Act of Congre*ss applicable to the 
subject in vie*w of the* fae't that tin* Commissie)ne*i* of Pat¬ 
ents re*fnse*d to take* any action nnde‘r said pre)t(*st in the* 
following language: 

“Obviously the* (tflie'i* can taki* no action on sue'h protest 
in view of the* Ce)nrt elecision re*fe*rre*d to in such prote*st." 


lot) 11. The* Ce)nrt erred in not e'ommanding the Com¬ 
missioner of Patents to take* ae'tion on the* ])rote*st 
against registration on the showing that the* (Commissioner 
was disobeying an oreler of the United States Distrie't 



i 
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Court ioi* tlio Eastc*rii I'lslrlct ol* Louisiana, jXew Oi*leaiis 
Division, wliicli disobodioiice affected the partlies for whom 
Delator was act ini;-. I 

\VM. L.lSYMONS. 

i 

i 

I 

Service of a co])y of llie Assii;-iini(*nt of Erirors acknowl- 
ed«*‘ed this ‘JSlli day of Fel)rnarv, i 

T. A. ll()STk:tLER, 

Attonn'ji f(/r ('nunnissKmcr of Patents. 

\ 

I)(‘slffuatioi/ of Ucrord \ 

I 

Fih‘d Fel)rnai'v l’!), 1928. i 

• ^ \ 


*■ 


'rh(‘ Cl(*i’l\ will ph‘as(* iiiclinh* in lhi‘ ti’aiiscrjlpt on app(*al 
to he s(*nt to tlu* (’onrt <»f Ap))eals of tin* Distrh't of (^olnin- 
hia, the followin^:: i 

1. P(‘tili()n foi' Mandainns and Exhibits A td F, attach(\l 

tlK‘ret(). i 

2. Petition and Motion, dated Jannary 27, 11927. 

.*). Rule to Show Canst‘. | 

4. Answer of Res])ondeiit. I 

7). .Motion to .\cc(‘i)t Sti])nlation. ; 

(). Sti])nlation and Exhibits 0 and 1 to 7, ijnclnsive, at¬ 
tached tlK‘r(‘to. i 

I 

7. Motion for Jud.s»-meiit. | 

5. ()j)inion of Justice* Siddons. | 

!). Final I)eci‘(*e. ! 

p). .\ssiii-nin(*nt of Eri‘oi-s. 

AYM. 1.. ^^V.MONS. 

107 Snpr(*rne ConiM of tin* District ot* ('olihnbia. 

I 

r.NiTKi) States of A.mekica, | 

Pistrii't of Pol((aft/ia, ss: I 

I 

j 

1, Frank E. Cnnnin.iihain, Ch*i'k of the* Snjjr(*ni(‘ Coni’t 
of the Distinct of Columbia, hereby certify tin* f()r(‘.u’oin.e: 
])aiies nnmb(‘red from 1 to 100, both inclusive*, te) be a true 
and coiu'ect transcrijit of the* re*corel, ace*oreliiji<;- te) elire;‘c- 
tions e)f counsel herein fileel, copy of wliich is made* jiart 
e)f this transe*ri])t, in cause* Xe). 72000 at Law, Aherein The 
Uniteel States e)f America c.r reJ. William L.; Symons is 
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Petitioner aiul Thomas P. Kohertson, Commissioner of 
l^atents, is Kespondent, as the same remains upon the files 
and of i’(*eord in said (’onrt. 

In t(‘stimonv wji(*]-(‘of, I hei*ennto siihserihe mv name and 

• • 

allix the seal of said (’ourt, at the (hty of \Vashin.u*ton, in 
said Disti'iet, this l!7lh day of A])ril, 

[Seal Supreme* (’onrt of tlie Disti'iet of Columhia.J 

! FRANK F. (T’NXINCIIAM, 

Clrrk, 

P>y Cl IAS. R. (’OFLIN, 

; I>•>•*/ ('Jerk. 

Fndors(*d on eovei*: Distinct of Columhia Siijirc'me Couid. 
No. 47')7. 'I'he Fnit(‘d State's of Anie'rle'a e‘X re*!. W illiam 
L. Symons, appe*llanl. vs. 'riiomas F. Koi)ertson, (’e)mmis- 
sione'r of Patents, (’oni't e)f Appeals, Distrie't of Ce)luml)ia. 
Fill'd .Mav 1, 11)2S. lle*nrv AV. Ilodu’es, e'le*rk. 
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IN THE 


COURT OF APPEALS OF Iffil 
DISTRICT OF COLUMBIA 

i 


No. 4757 


The United States of America, ex. ri;l. 
William L. Symons, Appellant j 

vs. I 

I 

i 

I 

Thomas E. Robertson, ! 

Commissioner of Patents i 


i 

REPLY BRIEF FOR PETITIONER-APPELLANT. 


PROTEST CONSTITUTES VALID OBJECTIONS 

TO REGISTRATION 

I 

I 

Counsel for Appellee, the Commissioner of Patents, 
contends in his brief that the Commissioner had way 
of knowing that the Protest against registration to 
Mcllhenny Company was intended as an opposition 
(p. 5). j 

The Protest which sets forth objections to registration 
emphasized strongly that the Commissioner was not 
carrying out the decree of the District Court! in New 
Orleans in No. 16,851 in proposing to grant Mcllhenny 
Company a technical trade mark registration instead of 

i 

1 

I 

i 

I 

I 





a ten-year registration. It was supposed that the Com¬ 
missioner when his attention was directed to this would 
remedy the error, it is alleged, he was committing. 

On page 5 of Appellee’s brief, this statement is made 
relative to the request of Petitioner for reconsideration 
of his protest:— 

“The above statement is the first indication that 
the petitioner was attempting either in the filing of 
his “protest’’ dated December 23, 1926, or his “re¬ 
quest for, reconsideration” dated January 7, 1927, 
to file a notice of opposition under the provisions of 
Sections 6 and 7 of the Trade-mark Act of February 
20, 1905, as amended by the Act of March 7, 1907”. 

This statement is not understood. Why should peti¬ 
tioner pay a $10.00 fee, the statutory opposition fee, in 
filing a protest unless he intended the Protest to be “ob¬ 
jections to registration” as referred to in Section 7 of the 
Trade Mark Act ? Why should he offer to verify this pro¬ 
test unless it was intended as an opposition or as ob¬ 
jections to registration setting forth the grounds of his 
belief that B. F. Trappey & Sons would be damaged by 
the registration to Mcllhenny as proposed? 

Counsel for Commissioner tries to distinguish between 
an “opposition” mentioned in Section 6 of this Trade 
Mark Act and “objections to registrations” in section 7 
of the Trade Mark Act. These, of course, are identical 
and are merely different ways of identifying the instru¬ 
ment setting forth the reasons that a person believes a 
registration will result in injury to him. 

Counsel for Appellee further contends in his brief 
that. 


“The Commissioner, in his discretion, may deter¬ 
mine the requisites of a proper notice of opposition” 
(p. 9). 



1 


I 
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I 

and cites the decision of this Court in the case of Martin 
vs. Martin & Bowne Co., 27 App. D. C. 59. | 

That the Commissioner has the right to determine what 
constitutes a proper opposition to registratioji is not 
denied. It is admitted. In fact this proceeding is an 
effort to get the Commissioner to decide if thej Protest 
with the objections to registration set out is a proper 
notice of opposition. This he has refused to do, \ He has 
refused to take any action that permits a review of his 
decision by this Court, as was possible in the two cases 
cited by his counsel (Martin vs. Martin & Bowiie, supra 
and HalPs Safe Co. vs. Herring-Hall Marion Safe Co. 
31 App. D. C. 498; pp. 9 and 10 of Brief of Aj^pellee). 

It should be kept clear that what this mandamus pro¬ 
ceeding is aimed against is the Commissioner's nation of 
December 29,1926; viz., i 


‘‘Obviouslv this Office can take no action'on such 
protest in view of the Court decision referred to in 
such protest''. (R. 11) (Italics supplied). 


There is nothing in that action of the Commissioner 
which indicated his determination that the Protest did or 
did not contain valid objections to registration. ' 

His explanation in his answer to the request! for re¬ 
consideration (R. 14) and his further explanation in his 
answer to the rule to show cause (R. 16) wh^^ in his 
opinion the Protest is not a sufficient opposition do not 
constitute an action on the Protest from which aii appeal 
may be filed. It is the ‘^No action’^ answ^er of the Com¬ 
missioner which the mandamus seeks to change. ! 

VERIFICATION 

t 

I 

t 

Counsel for the Commissioner wants the objections to 
registration filed under the heading ‘‘Protest” hdd to be 
improper and of no force because unverified. He says. 


I 

I 

I 


I 

j 


I 






‘‘The Commissioner of Patents need not consider 
an attempt to interfere with the registration of a 
trade mark until a properly verified notice of oppo¬ 
sition is filed with him^\ 

The filing of objections to registration without verifi¬ 
cation thereof are common in the Patent Office. They 
are so common- that the Commissioner has established a 
rule to take care of such cases. In the stipulated state¬ 
ment of facts, page 24 of the record, the Commissioner 
agrees: 


“That in re])ly to paragra})h 13 of the answer of 
respondent, petitioner states that when an unverified 
opposition to registration is filed by an attorney and 
accompanied by the statutory fee, it is the established 
practice of the Patent Office to advise the attorney as 
follows: 

“It purports to be filed by an attorney. Verifi¬ 
cation (Statute, Section 6) by the Opposer (Rule 
56) should be filed within twenty days of the date 
of this letter, failing which the Opposition will be 
dismissed 

“The respondent did not in this case advise the 
petitioner of the requirements of the Statute and the 
Rules of the Patent Office relative to the form and 
verification of an opposition, but advised the peti¬ 
tioner that the Patent Office could take no action on 
his protest, as set forth in “Exhibit D’’, attached to 
the petition’’. 

The Appellee now seeks to have the objections to regis¬ 
tration filed by Appellant for his client, B. F. Trappey 
& Sons, held as an informal protest because those ob¬ 
jections were not verified. This is taking advantage of 
his ou'n wrong. The protest sets forth the reasons fully 
why B. F. Trappey & Sons would be damaged. The op- 
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position fee was paid and there was an offer to | verify. 
The verification was rendered impossible by th^ act of 
the Commissioner in replying that he would take “no 
action’^ on the protest in view of the decision I of the 
District Court in Louisiana. What was the use!of any 
verified objections to registration when the Commiissioner 
said he would take no action on said objections? copy 
of objections to registration was served on counsel for 
Mcllhenny, the applicant. | 

I 

SECTION 7 OF TRADE' MARK ACT REQUIRES 
OBJECTIONS TO REGISTRATION TO BlE 

DETERMINED 

i 

The Commissioner in his brief, page 16 says: i 

i 

“There is no statute, rule, or regulation! which 
requires the Commissioner of Patents to act upon 
any “protest”, “objections to registration”, or 
papers of a similar nature which fall short! of the 
“notice of opposition” provided for in Section 6 of 
the Trade mark Act. Respondent would not bb dere¬ 
lict in his duty if he ignored entirely communications 
similar to those sent to him in this case”. I 

It is submitted that the Commissioner of Pat(>nts is 
required under Sections 6 and 7 of the Trade Mark Act 
to act on objections to registration of anyone who bplieves 
he would be injured by the grant of a registration!. The 
Statute says: i 

I 

I 

“and in every case of interference or opposition 
to registration he shall direct the Examiner in charge 
of interferences to determine the question bf the 
right of registration to such trade mark and 'of the 
sufficiency of objections to registration”. | 

The Commissioner failed to do this. He refused to 

take anv action. He did not dismiss the Protest lor ob- 

% 




jections to registration or hold that they were insufficient. 
He merely said: ‘‘I will not act”. Appellant, therefore, 
had no opportunity to appeal from his action under the 
Trade Mark Statute. 

Counsel for the Commissioner further says on page 
16 of his brief:— 

“Respondent in deciding that no opposition had 
been filed was exercising his judgment and discretion 
and by his decision is not subject to review by 
mandamus ’ 

The record shows he did not so decide. His answer was 
that obviously he could take no action on this Protest in 
view of the court decision referred to in such protest 
(R. 11), and in answer to a request for a reconsideration 
he stated that he adhered to his former action (R. 14). 
The statement, at the end of this refusal to reconsider 
his determination to take no action, that the protest could 
not be construed as an opposition, does not show the 
exercise of judgment or discretion based on the character 
of the protest. The petition for mandamus, therefore, 
was the result of “no action” and not the result of a 
decision that the protest did not constitute sufficient ob¬ 
jections to registration to require consideration. 

NO RULING THAT TABASCO IS REGISTRABLE 
AS A TECHNICAL TRADEMARK 

While it does not bear on the question of the rights 
of the Petitioner under the mandamus asked for, it is 
pointed out that the statement of counsel for the Commis¬ 
sioner on pages 17, 20 and 21 to the effect that Mcllhenny 
Company was,entitled to the registration of the word 
“Tabasco” as a technical trade mark, under the decision 
of the Circuit Court of Appeals for the Fifth Circuit as 
held in Trappey vs. Mcllhenny, in 281 F. 123 is not cor¬ 
rect. All that Mcllhenny received by the decree in ques- 


tion was a decree preventing B. F. Trappey & Sbns from 
using the word ‘‘Tabasco” in the form “Tabasco Pepper 
Sauce”. B. F. Trappey & Sons were explicitly allowed to 
use the word “Tabasco” and to say that their s$uce was 
“Made of Tabasco Peppers”. Unfair competition was 
the only issue decided in Mcllhenny’s favor ih the de¬ 
cision reported in 281, F. 123. There is nothing in that 
decision to justify the Commissioner of Patents jin regis¬ 
tering the word “Tabasco” as a technical trade|mark as 
stated on page 20 of Appellee’s brief. The decision is 
strongly to the effect that it is not a technical tr^de mark 
in the view of that court on the evidence presented at the 
hearing which was different from that presjented in 
Mcllhenny vs. Gaidry, 253 F. 613. | 

Appellee has quoted in his brief (pp. 17, 18,1 and 19) 
at length from the decision reported in 281, FJ 123 but 
did not quote this: | 

“ Where one has marked his goods with a geo¬ 
graphical name for so long a time that they have 
become known in the market by that name; the use 
of that name to describe goods of a subsequent maker 
will be restrained as unfair competition. iWother- 
spoon V. Currie, L. R. 5 H. L. 508; Thom^pon vs. 
Montgomery, L. R. 41 Ch. D. 34; American Waltham 
Watch Co. vs. United States Watch Co., 43 iL. R. A. 
826; Baglin vs. Cusenier Co., 211 U. S. 580 i(l T. M. 
Rep. 147).” I 

Reference is then made in the decision to the Waltham 
Watch case, 173 Mass. 85 followed by this statement: 

I 

“This is true even if the name be such that it 
could not be registered as a technical tra4e mark. 
Bissell Chilled Plow Works vs. T. M. Bissbll Plow 
Co., 121 F. 357, 365.” 


j 


*********** 



‘‘That there was an actual intention to mislead 
the public need not be proved. It is enough if such 
result is probable. Bissell Chilled Plow Works vs. 
T. M. Bissell Plow Co., 121 F. 357, 372, and the cases 
there cited. 38 Cyc. 773, 784. 

“That one’s name is added to the trade name is 
not a sufficient distinction to prevent the probable 
deception. 38 Cyc. 792. 

“That the sauce had been previously manufac¬ 
tured as Tabasco Pepper Sauce does not, under the 
facts of| this case, prevent the complainant from 
having acquired a trade name in the word “Ta¬ 
basco”. 

This decision, it is submitted, does not show that the 
United States Circuit Court of Appeals of fhe Fifth 
Circuit regards the word “Tabasco” as a technical trade 
mark. 


Respectfully submitted, 

William L. Symons. 
Appellant and Attorney 
for B, F, Trappey & Sons. 




